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THE PRACTICAL EFFECT OF THE CLEARVU SCA 
DISCLAIMER DECISION
By Prof. Wim Alberts. With Darren Olivier | Partner – Adams & Adams

Recently, I posted on the Supreme Court of Appeal’s decision that is likely to firm up South Africa’s approach to 
disclaimers and their unique endorsement known as an admission.

The reasoning of the SCA is, with respect, convincing, and might now bring down the curtain on the long-running 
CLEARVU dispute.  What does the judgment mean practically?  I asked Adams & Adams Partner, Darren Olivier, who 
acted for M-Systems and has worked in countries with vastly different approaches to disclaimers, what he thought this all 
means, and whether he still prefers the UK system where the Registry does not routinely call for disclaimers:

WA: Naturally “clear” and “view” separately were disclaimed, but does this also mean that no one may use the 
composite mark CLEAR VIEW?

DO: My reading of the judgment is that only genuine descriptive use of “clear view” e.g to describe the intended 
purpose of a fence in a way that is not unlawful (e.g passing off) is covered by the admission endorsement. In other 
words only such use of CLEAR VIEW would not clearly be an infringement of the registered mark.

WA: If one applies the above exposition of Webster & Page, if VU is the phonetic equivalent of “view” and CLEAR is 
disclaimed, the use of CLEAR VIEW is in fact also disclaimed in practical terms?

DO: Yes, that is correct if you apply the logic in Webster & Page and it would mean in practical terms that any use 
of CLEAR VIEW could not be tolerated i.e. not just genuine descriptive use. My sense though is that there remains a 
practical distinction between an admission and a disclaimer and therefore one should not equate a disclaimer with an 
admission.

However, if one concludes that CLEAR VU or CLEARVU is a composite mark consisting merely of descriptive words or their 
phonetic equivalents, then the logic in Webster & Page means that CLEAR VU or CLEARVU should have been rejected as 
a trade mark. This is what we argued in the lower court but since the M-Systems went in liquidation, we were not able to 
argue it before the SCA.

WA: You mean that Cochrane Steele should not have been able to then register its CLEAR VU/CLEARVU trade mark at all?

DO: Yes, unless, of course, they could establish a secondary meaning though use of the mark as a trade mark. Our 
argument was that they failed to establish this on the papers. The lower court disagreed.

WA: So, any combination of a word – except “clear” – with VU is thus permissible?

DO: Yes, that is correct, provided the use is not passing off or unlawful in some other way. The rights to CLEARVU are 
therefore quite narrow which is communicated by the endorsements.

WA: In applying the above propositions practically sight should not be lost of the decision in Slavin’s Packaging (Pty) Ltd 
v Space Case Products (Pty) Ltd where SPACEY was held to infringe the disclaimed SPACE and CASE components of the 
mark. Do you agree with that?

DO: I do, when comparing the marks, the entire marks should be compared taking into account the disclaimed 
elements. This is what will give the CLEARVU mark its strength as a registered mark. However, the endorsement are not 
insignificant for they seek to limit and more clearly define scope of protection of the registered mark.

WA: Having worked in the UK system and after being involved in this case, do you prefer a system including disclaimers 
or one without?

DO: This case has changed my view on disclaimers. I held the view that disclaimers and admissions were rather 
cumbersome, unnecessary and often created more uncertainty in the scope of the protection of a registered trade 
mark. They also made the registration process more expensive and lengthy. The UK system took this all into account and 
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THE PRACTICAL EFFECT OF THE CLEARVU SCA DISCLAIMER DECISION
By Prof. Wim Alberts. With Darren Olivier

all but abandoned the practice in the late 90s. The EU did the same although it is still possible to endorse trade marks 
under both systems. Both systems are however, very efficient and I enjoyed working with them.

This case could have provided a moment to argue that disclaimers/admissions should only be called for in very limited 
circumstances (disclaimers are discretionary and S15 of the Act is clear on that) and bring our practice more in line with 
Europe. The case was not argued in this way but it would have made for interesting debate. 

I think what swings it for me in supporting disclaimers now, is that in a developing country like South Africa where access 
to IP is still limited, unfortunately, to those in the know and often those with means, the upshot is that the SME may be 
prejudiced. Put differently, those with means would more easily be able to exploit the scope of protection in a registered 
mark made up of descriptive components, relative those without means. In this case for example, M-Systems (sadly in 
liquidation) has done a favour for other competitors which is arguably good for competition and the consumer. The flip 
side is that the registration process does take longer and can be more expensive.

WA: Cochrane’s case was that this opposition was vexatious, prompted by the earlier adwords case and to prevent them 
from using the trade mark to sue M-Systems for infringement (which may have been easier to show in the adwords case). 
How do you respond to that?

DO: I do not believe that mere bidding on an identical trade mark without more is trade mark infringement so I do not 
believe that Cochrane would have prevailed in an adwords case based on a registered trade mark. I am sure that they 
feel differently, perhaps some of my colleagues do as well.

It is probable that this opposition may not have occurred had the adwords case not commenced but that does not 
mean it is vexatious, and the judgment shows that. M-Systems was a genuine competitor to Cochrane Steele in a highly 
competitive industry.

WA:……yes, in conclusion it seems disclaimers and admissions will form part of our system for some time. The legislation 
is, after ‘a deal’ between the registrar of trade marks and the applicant, without which there would be no trade mark 
[where trade marks are formed of descriptive components].  As long as the deal is balanced.

This article was first published on the IP Blog Site, Afro-IP. Re-published with permission.
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INVENTORSHIP IN THE AGE OF  
ARTIFICIAL INTELLIGENCE
By Thapelo Montong, Patent Attorney | Associate – Adams & Adams

Artificial intelligence (i.e. AI) has been the buzz word in the past couple of decades, more so if one looks at fictional 
applications of AI in movies such as Star Wars and I, Robot to name a few. Fast forward to year 2000, AI, although still in its 
infancy, has been applied in real life in the form of Apple’s Siri as well as Amazon’s Alexa. 

Ai has grown to such an extent that there have been devised super human AI, i.e. so-called mother of machines which 
can come up with inventions on their own. Although these AI machines do not have to obey Asimov’s laws, at least for 
now, it is apparent that they have been developed to iteratively learn, without human intervention, from pre-processed 
data or tabula rasa to provide insights and solutions for which they were never programmed to provide. A question arises 
in who would get credit for an invention which was devised by super human AI with little or no human intervention at 
all. Would it be the original creator of the AI, or can it possibly be the end user of the AI coming up with the inventive 
solution?

INVENTORSHIP IN VIEW OF CURRENT INTERNATIONAL PATENT LEGISLATIONS AND CASE LAW
The current position in South Africa and most IP jurisdictions, is to recognize inventions devised through a mental act 
of a natural person as inventions that are capable of patent protection. The European Patent Convention does not, 
for example, necessarily define who the inventor is. The position in practice is to only recognize humans as inventors, 
whereas corporations and organizations cannot be recognized as such. 

In South Africa, the Patents Act No. 57 of 1979 does not necessarily define who the inventor is. However, its predecessor 
(i.e. the repealed Patents Act No. 37 of 1952) defined the inventor as “including the legal representative of a deceased 
inventor or of an inventor who is a person under disability”. Although there is no definition of the inventor in our current 
Patents Act, it is submitted that the definition of the inventor in terms of current South African patent law is no different 
from what it was under the repealed law. In this regard, the definition of the inventor as set out herein clearly indicates 
that an inventor is a human being and cannot be a company or non-human being. 

In an old South African court case (i.e. Hay v African Gold Recovery Co), our courts have said “The ‘first and true 
inventor’ signifies that the person so described made the discovery himself, and that he did so before anyone else in any 
part of the world.” Furthermore, in a UK court case (i.e. University of Southampton’s Application) the test for formulating 
who the inventor of an invention is, was set as follows: “First it is necessary to identify the inventive concept or concepts 
in the patent or patent application. Secondly, it is necessary to identify who came up with the inventive concept or 
concepts. He or they are the inventors. Thirdly, a person is not an inventor merely because he ‘contributes to a claim’. 
His contribution must be to the formulation of the inventive concept.” In the U.S. Code, the term “inventor” means the 
individual who invented or discovered the subject matter of the invention. In re Hardee, 223 USPQ 1122, 1123 (Comm’r 
Pat. 1984), a U.S. case, it was stated that “The threshold question in determining inventorship is who conceived the 
invention. Unless a person contributes to the conception of the invention, he is not an inventor… Insofar as defining an 
inventor is concerned, reduction to practice, per se, is irrelevant [except for simultaneous conception and reduction 
to practice]. One must contribute to the conception to be an inventor.” As to who the person is, the term “individual” 
includes, as defined in the U.S. Code, every infant member of the species homo sapiens who is born alive at any stage of 
development. 

It is clear from the foregoing that case law and laws of leading IP jurisdictions only recognize human inventors as 
creators of patentable inventions. There is also no guidance whatsoever in the texts of our patent laws regarding future 
inventorship rights of inventions which have been devised by super human computers. It appears that only time will tell if 
our antiquated laws will come back to bite us at the expense of innovation.

TYPES OF INVENTIONS CREATED BY SUPER HUMAN AI 
A number of super human AI have been devised in the past for the purpose of creatively providing new solutions 
which were previously not foreseen by the inventors of the AI itself. As mentioned previously, Siri and Alexa are finding 
application in mobile devices used every day by humans. Other examples of real life applications of AI can be seen in 
IBM’s Watson, which has been used in the food truck industry to produce a combination of unique recipes generated 
from basic input data provided by a user. Watson then evaluates the quality of each recipe it has come up with and 
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suggests an optimal recipe for use by the user.  On the 
other hand, Dr Thaler’s Creativity Machine was devised 
for autonomously generating of new concepts, designs, 
music, processes, discovery, and problem solving using 
developments in the area of artificial neural network. In 
other words, the Creative Machine was designed to alters 
the connections within its neural network to come up with 
new and creative concepts.

HUMAN INVOLVEMENT REQUIRED IN THE INVENTIVE 
CONCEPT
As mentioned in the foregoing, an individual needs to 
contribute towards an invention in order to be cited as 
the inventor of the invention. A person who is merely 
instructed to perform a task without applying their mind 
to the task cannot in any circumstance be regarded 
as the inventor. In this regard, an individual who has 
conceived an invention and thereby uses a computer 
to reduce the invention to practice, for example by 

performing calculations which have been reasonably foreseen by the inventor or perform an analysis which was also 
reasonably foreseen by the inventor, may be regarded as the inventor of the inventive solution. If the converse is true, 
then the inverse is also logically true – especially in a situation where the computer has been provided with parameters 
to individually assess, provide optimal recommendations and output a result which was never foreseen or conceived by 
the user. In this situation, it is arguable that the computer should surely be regarded as the inventor and not the user of 
the AI machine. 

Looking at the Watson for example, as it used in the food truck industry, the Watson merely receives, inter alia, an input 
of ingredients and dietary requirements, from a user and accordingly interrogates a database of ten thousand recipes to 
come up with a new combination of the inputted ingredients, and based on the quality of the dish, proposes a dish of a 
high standard which is required by the user. If the combination of the ingredients proposed by Watson could have never 
been foreseen by the user, then it can be argued that the new recipe proposed by Watson can be a subject of a patent 
(although in practice it may be difficult to prove on the novelty and inventiveness of such a recipe since people have 
been combining ingredients for eons, and such combinations are largely undocumented). 

In another example, the Creative Machine was used in outputting the Oral-B cross action toothbrush without any 
human intervention. The Creative Machine was provided with various designs of toothbrushes and their respective 
performances, and it accordingly conceived the idea of crossing the bristles of the toothbrush. In that way, the cross-
action toothbrush was devised. It is reported that Dr Thaler never conceived the idea of crossing bristles of a toothbrush, 
however, he continuously praises the Creative Machine for intuitively conceiving the invention.  

BIRTH OF SUPERHUMAN AI
Computers are conceived by humans and their functionalities are derived from algorithms which have been devised 
by humans, and installed in such computers to perform in accordance with the program. It is therefore arguable that 
the original creators of the AI programs, such as Dr Thaler, should be regarded as inventors of inventions conceived by 
the computer running on a program which was devised by its creator. This argument may of course sound compelling 
taking into consideration that human creators created the AI algorithm which gives the computer its powers to creatively 
conceive ideas or inventive solutions which may be the subject of patent protection. However, can it be argued (religion 
put aside) that God or any other deity that created human beings who were conceived tabula rasa is therefore the true 
inventor of any invention which was conceived by a human? Can inventions also be said to have been conceived by 
our parents by virtue of them conceiving and giving birth to an individual? If that’s not the case, then it can be argued 
that computers which are programmed with AI, and learn tabula rasa to creatively conceive new ideas should be 
regarded as inventors, and not the creators of their algorithms as such.

INVENTORSHIP IN THE AGE OF ARTIFICIAL INTELLIGENCE
By Thapelo Montong, Patent Attorney | Associate – Adams & Adams
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PATENTS WHICH HAVE BEEN APPLIED FOR AND/OR GRANTED WITHOUT CITING THE COMPUTER AS THE INVENTOR
As mentioned before, our current law does not recognize non-humans as inventors of inventive concepts. Hence Dr 
Thaler, although he continuously praises the Creative Machine for devising multiple inventions, is cited as the only inventor 
of the patent surrounding the operating principles of the Creative Machine. Arguably, his public declarations that the 
invention (and others which may have been subsequently invented by the Creative Machine and patented) was not 
created by him but by the Creative Machine, can be used as evidence to invalidate the patent on the ground that he 
made a false declaration when applying for the patent by citing himself as the true inventor. The overall hypothetical 
result of this would have been, had the patent still been in force, the revocation of the patent on the ground of the false 
declaration. This would have resulted in the patent falling into the public domain for free use by the public. 

CONCLUSION
About a year ago, Elon Musk’s made a comment which he derived from Max Tegmark’s book entitled Life 3.0: Being 
Human in the Age of Artificial Intelligence, in which it is alluded that under the current patent laws, all inventions will 
be free and open to the public. With the progress of AI so far and the archaic patent laws which are currently in-force, 
this comment is becoming true by the day – especially taking into consideration that the world and patent offices are 
slowly becoming aware of the capabilities of AI, and can simply refuse to examine or even grant a patent should it be 
suspected that the human inventor is not necessarily the “person” that conceived the idea. 

Although we do not know how the courts will decide on cases involving inventions created by non-humans, it is advised 
that our present patent laws should be reviewed and amended to include the superhuman AI machine as an inventor in 
order to incentivize companies using AI to continue provide inventive solutions to existing and non-existent problems.

INVENTORSHIP IN THE AGE OF ARTIFICIAL INTELLIGENCE
By Thapelo Montong, Patent Attorney | Associate – Adams & Adams



8

ATTORNEYS
Patent  |  Trade Mark  |  Copyright  |  Design  |  Commercial  |  Property  |  Litigation 

www.adamsadams.com

BLOCKCHAIN: FRIEND OR FOE OF THE  
PATENT SYSTEM?
by Hugo Biermann, Patent Attorney | Associate – Adams & Adams

The rise of blockchain technology, and particularly cryptocurrencies, has influenced various aspects of the global 
economy and the technological landscape.  The concept of a blockchain was invented in 2008 to serve as a public 
transaction ledger for the Bitcoin cryptocurrency. However, blockchain technology is not limited to Bitcoin and other 
cryptocurrencies. Since then, the principles of blockchain technology have been applied in various fields, such as 
financial services, retail, digital rights management, anti-counterfeiting, medicine and real estate.

Growing interest in blockchain technology also has an impact on the patent system.  Innovation in a certain field of 
technology typically leads to an increase in the number of patent applications filed in that field.  The number of patent 
applications filed for blockchain-related inventions is on the rise and the overall number of patent applications for 2018 
is expected to be well over a thousand.  Unsurprisingly, financial firms are among the top blockchain-related patent 
applicants.

However, not all inventions are patentable.  In order to be patentable, an invention must be new and inventive, and 
must also not be excluded from patentability based on its subject matter.  In most jurisdictions, inventions that relate 
purely to abstract ideas or business methods, or which relate to computer programs as such, are not patentable.  This is 
a grey area in South African law, as there is not yet any reported case law to provide guidelines with which to determine 
how “technical” a claimed invention should be to avoid falling foul of the subject matter prohibitions in our law.  Our 
courts are likely to follow the European approach which requires the invention to provide a novel technical solution to a 
technical problem.

Blockchain technology could also be used to improve the structure and efficiency of the patent system itself by 
enhancing its record-keeping and transactional capabilities.  For instance, consider a public digital ledger with trusted 
records of patent-related transactions, such as transfers of ownership.  More broadly speaking, the technology could be 
applied in intellectual property registries to facilitate actions such as identifying fake registration certificates, providing 
evidence of creatorship or providing evidence of use of a trade mark.

While blockchain technology could benefit the patent system, it may also challenge the patent system or hurt its 
credibility.  Some experts believe that blockchain-related patents will eventually result in the next smartphone-style 
patent war in which entities will fight to monopolise the implementation of certain digital ledger technologies.  To make 
things worse, non-practising entities, more commonly known as patent trolls, may enter the fray with aggressive tactics in 
an attempt to profit from blockchain-related patents which they own, but do not actually use.

The issue of patent infringement and enforceability should also be considered.  A patent is territorially limited, while 
blockchain systems are inherently distributed.  It may therefore be difficult to enforce, say, a South African patent, 
against an alleged infringer whose system is spread out across several territories and who carries out only certain aspects 
of a patented method in South Africa.

At this stage, the nature and scope of the influence of blockchain technology on the patent system is not yet clear.  
When the dust settles, it will certainly be interesting to see whether the patent system is flexible enough to embrace the 
benefits offered by advances in blockchain technology, while also coping with the resulting challenges.
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GETTING HIGH ON INTELLECTUAL  
PROPERTY RIGHTS
By Kareema Shaik | Senior Associate TM Litigation – Adams & Adams

Unless you’ve just come off a social media cleanse, you will have heard that the Constitutional Court recently issued a 
decision declaring certain provisions of the Drugs and Drug Trafficking Act and the Medicines and Related Substances 
Act unconstitutional. The provisions in question were found to infringe upon the right to privacy, entrenched in Section 14 
of the Constitution. 

In a nutshell, the 74-page decision (lengthy, even by lawyer standards), means that it is now legal for adult persons to 
possess and use cannabis in private and to cultivate cannabis in a private place for personal consumption…in private. 

While the decision does not change the law on trading in cannabis and cannabis products, some consider it South 
Africa’s first step towards joining the ranks of countries in which cannabis trade and use (whether it be medicinal or 
recreational) has been legalised. There are certainly a number of local stake-holders advocating for this. 

Legalising the commercialisation of cannabis has the potential to boost the local economy, including the agricultural 
industry, the manufacturing industry and the Fast-Moving Consumer Goods sector.   

Globally, brand owners have recognised the potential and have been looking at ways to invest in the cannabis industry, 
either by way of licence agreements or product extensions. For instance, studies have shown that the consumption 
of alcohol has decreased in countries or states where cannabis has been legalised. This has encouraged breweries to 
experiment with cannabis in their products. Cannabis-infused beers are already a global trend and a brewery in Canada 
is currently looking into brewing a beer from cannabis instead of barley. 

South African companies are clearly already taking notice of the incredible potential. A locally crafted beer containing 
hemp (a less scary variety of cannabis which is border-line legal) has just become available in stores. The beer is called 
Durban Poison and can probably be found at your nearest Tops! outlet (if you’re asking for a friend)! Be warned though, 
hemp contains little to no tetrahydrocannabinol (THC), the stuff in cannabis responsible for the “high”, so the buzz you’ll 
feel is probably from the alcohol.  

To get ahead of the curve, brand owners may wish to start developing a strategy to surf the marijuana wave. The 
possibilities are endless, from the more obvious (dry cannabis to brownies and medicinal oils to ointments) to the more 
inventive (candy to beauty products or even dog treats), not to mention paraphernalia and services to help consumers 
“light up”, “bubble up” or “brew up”.  

New goods and services demand a strong IP focus and new strategies. Any solid strategy will include trade mark 
protection. 

In certain jurisdictions, this has proven to be difficult. For instance, in the USA, it is still not possible to obtain a federal 
trade mark registration for cannabis products.  The registration of a trade mark for goods or services that are not lawful 
is prohibited in terms of local trade mark laws. Although cannabis use (either recreational or medicinal) is legal in some 
States, it remains illegal in others. 

Locally, two possible obstacles arise. 

Section 10(12) of the Trade Marks Act prohibits the registration of a mark of which the use would be contrary to law, 
contra bonos mores (contrary to public policy or morals) or likely give offence to any class of persons.  

What is considered moral or offensive changes with time. For instance, an application for BITCH in class 25 covering 
clothing was refused in 1998 but the trade mark SKINNY BITCH for wine and other alcoholic beverages has existed on the 
register since 2005. The mark BITCH in class 3 for soaps, perfumes and cosmetic products was also accepted in 2011 and 
has since proceeded to registration. 
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An application filed for FAT BASTARD in class 33 covering alcoholic beverages was also provisionally refused in 2007 on 
the basis that it was offensive, but this decision was reversed after submissions were filed explaining how the trade mark 
was adopted and that it has widely been used without complaint from the public. 

Thanks to some fancy marketing footwork, the face of cannabis has transformed globally. “Artisanal” (hipsters, rejoice!) 
and “luxury” cannabis products are all the rage now in countries like the USA and the Netherlands. In addition, trendy 
packaging and a professionally run industry have gone a long way to alter market perceptions. That seems to have 
seeped through to our local market which is still, relatively speaking, quite conservative. An application for the device of 
a cannabis leaf (below, left) in class 25 for clothing, shoes and accessories, was rejected in 1998 but an application to 
register the word mark CANNABIS CLOTHING was accepted, subject to conditions, in 2016. The CANNABIS ENERGY DRINK 
label (below, right) was also registered in 2015, with no apparent issues.

Durban Poison, the internet tells me, is the street name for a specific strain of cannabis. The mark DURBAN POISON is not 
objectively offensive, but those who understand the reference may take offence to its use as a trade mark in relation to 
beer (or any other product for that matter). The brewery selling Durban Poison beer may run into difficulties on this basis 
should it seek statutory protection for the mark. However, looking at the potentially offensive marks already on the trade 
marks register, it may well fly…at least on the first obstacle. 

Another possible obstacle would be Section 10(2)(b) of the Trade Marks Act which prohibits the registration of a mark 
which is descriptive of, amongst others, the kind or quality or other characteristic of a product. Marks which are common 
or reasonably required for use in the trade will fall foul of Section 10(2)(b).  

It is arguable that, since the beer in question does not contain the Durban Poison strain of cannabis, but rather hemp, 
the trade mark is not descriptive of the goods in question. This leads us back to the first obstacle in Section 10(12), which 
also prohibits the registration of a mark which is deceptive. Using the mark DURBAN POISON in relation to a beer not 
containing the Durban Poison strain of cannabis is perhaps deceptive.   

Apart from trade mark laws, various other laws and regulations may also come into play, including labelling and 
advertising laws, as well as plant breeders rights and plant variety laws. One would imagine that the cannabis industry 
would be as strictly regulated as the tobacco industry in South Africa. Non-compliance with such laws may also lead to 
problems if you’re seeking trade mark protection. 

In addition to trade mark protection, brand owners should look at other forms of IP available to them. Formulations and 
medical and non-medical indications for cannabis products or even genetically modified cannabis may qualify for 
patent, plant variety and/or copyright protection, provided the necessary requirements are met. 

Domain names should also not be forgotten. A quick search revealed that <cannabis.co.za> has already been snapped 
up! So too has <durbanpoison.co.za>. A <dot.cannabis> gTLD is not yet available but, once (or if) it is, brand owners 
should consider registering their most valuable trade marks in this space to explore new opportunities and avoid third-
party abuse.

For now, the commercialisation of cannabis (apart from hemp) in South Africa is theoretical, since the cultivation and 
use of cannabis is only allowed in private. However, legitimate commercial opportunities will inevitably shape policy and 
decisive IP strategies will pay dividends. Choosing a protectable brand from the start is essential!

GETTING HIGH ON INTELLECTUAL PROPERTY RIGHTS
By Kareema Shaik | Senior Associate TM Litigation – Adams & Adams
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UNPACKING DIRECT MARKETING
By Dr. Danie Strachan, Commercial Attorney | Partner – Adams & Adams

THE CURRENT POSITION IN SOUTH AFRICA
Currently, the Electronic Communications and Transactions Act, 2002 (the ECTA) and the Consumer Protection 
Act (the CPA) regulates the sending of unsolicited commercial communications (emails, texts and the like). An 
unsolicited communication can be sent, unless the recipient has requested the marketer to refrain from sending 
such communications (opted out). The ECTA specifically provides consumers with the option to cancel mailing list 
subscriptions. Consumers can also request the identifying particulars of the source from which that person obtained the 
consumer’s personal information. Under the ECTA it is also an offence to keep on sending unsolicited communications 
after the recipient has opted out.
 
The CPA also follows an opt-out regime and gives consumers the right to object to unwanted direct marketing. If a 
consumer objects, a marketer must desist from sending further direct marketing. The CPA also makes provision for 
creation of a “do not contact” registry. Once this registry has been established, consumers will also be able to register 
pre-emptive blocks against unwanted direct marketing. 

HOW DOES THE GDPR AFFECT MARKETERS IN SOUTH AFRICA?
The EU’s General Data Protection Regulation (GDPR) came into force on 25 May 2018. A South African marketer will 
need to comply with the GDPR’s requirements if it processes personal information of EU residents, but only if they process 
personal information in relation to the marketing of goods or services or the monitoring of behaviour that takes place 
in the EU. (Behaviour is monitored, for example, if a marketer’s website tracks behaviour by using cookies that store 
personal information.) Even if the GDPR applies to a South African market, it remains to be seen how this will be enforced 
against parties outside the EU.

The safest way to conduct direct marketing in compliance with the GDPR is to send direct marketing communications 
only to recipients who have provided their consent. On the basis that it is in their legitimate interest (one of the processing 
grounds in the GPDR), marketers could also consider sending such communications to persons who have not consented. 
However, marketers would have to evaluate this option carefully and ensure that they the actually comply with the 
GDPR’s requirements in this regard.

THE FUTURE POSITION IN SOUTH AFRICA
The Protection of Personal Information Act, 2013 (POPI) has been signed by the President, but, apart from some 
preliminary provisions, it has not yet entered into force. The position regarding direct marketing will change from opting 
out to an opt-in regime once POPI comes into force. 

Under POPI, marketers will only be allowed to send unsolicited electronic communications to persons who have provided 
their consent or who are existing customers. A marketer will only be allowed to send unsolicited communications to 
someone on the basis that they are a customer if the marketer has obtained the customer’s contact details in the 
context of the sale of products or services and it relates to the marketer’s own similar products or services. In addition, the 
customer must have been provided the opportunity to opt-out, which must free and informal, at the time of collection of 
the information and on the occasion of each communication.

As far as telephone calls are concerned, POPI will only cover direct marketing by way of electronic communications, 
which includes automatic calling machines but excludes telephone calls. This means that opt in will not be required for 
unsolicited telephone calls for purposes of direct marketing, however the current opt-out rules will still apply.
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PREVENTING CORPORATE FAILURES AS A 
RESULT OF ECONOMIC CRIME
By Prof. Jan van Romburgh | MD Adams Forensics and  
Shanine Viljoen | Associate – Adams & Adams

COST OF CRIME
There can be no doubt that every organisation is exposed to economic crime. The PWC economic crime survey for 
2018 sets the score at 77% of participating companies being the victim of economic crime. The Association of Certified 
Fraud Examiners calculates that approximately 5% of revenue is lost as a result of economic crime, whilst the reputational 
damage and concomitant loss of business/clients caused by fraud and corruption scandals can sink an otherwise 
profitable business. 

RISK
Despite entities employing large teams of internal auditors, external auditors and even risk managers, organisations 
remain particularly vulnerable to theft, fraud and other economic crimes flowing from inadequate fraud risk 
management. Organisations remain particularly vulnerable to theft, fraud and other economic crimes flowing 
from inadequate fraud risk management. Regular risk management techniques appear insufficient to address an 
organisation’s risk of economic crime. Combating of this pervasive risk should form part of an entity’s overall risk 
management processes – the cost of not doing so has simply become too great.

FRAUD RISK MANAGEMENT
In managing the risk of fraud, aiming for prevention is always better than detection of, and responses to, actual 
fraudulent conduct. In addition, legislative obligations imposed on some entities by, for example, the US Foreign Corrupt 
Practices Act, the UK Bribery Act and OECD Recommendations on Preventing Corruption, require them to develop 
and adopt adequate internal controls, ethics and compliance programmes for preventing and detecting bribery and 
corruption.

The first step of prevention is identification of the fraud risk prone areas. A key tool which fraud investigators utilise in this 
regard is identifying the triangular elements triggering fraudulent conduct:  pressure, opportunity and rationalisation/lack 
of moral compass.  

The second phase is to determine, develop and enhance the entity’s mechanisms to address these risks, including:
1. Developing and implementing robust anti-bribery and whistleblowing policies.

2. Developing and implementing a fraud response plan and investigative protocol – including fraud reporting lines, 
appointment of fraud response investigators, recovery procedures and classification of incidents. 

3. Appointing an independent and ethical anti-fraud champion, who is empowered to report to, for example, the audit 
committee.

4. Performing anti-bribery due diligences on agents and intermediaries.

5. Promoting employee awareness of and compliance with company policies and internal controls, by conducting 
regular fraud awareness training with staff.

6. Employing the right people after vigorous scanning and vetting procedures and binding them by warranties and 
covenants.

7. Testing and continuous evaluation of the control mechanisms.

Adams & Adams Forensics is experienced in performing fraud risk assessments which are tailored to your particular 
industry. If you would like more information on our service offering in this regard, please contact Prof Jan van Romburgh 
on 082 331 0188 or JanV@adamsforensics.com. 
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RECENT LABOUR LAW CASES –  
LESSONS AND TIPS
By Irshaad Savant | Senior Associate – Adams & Adams

ACCRUED ANNUAL LEAVE PAYMENTS
There are three possible instruments that regulate the payment of accrued annual leave upon an employee’s 
termination of employment.  The first is the Basic Conditions of Employment Act (BCEA)1 , second, an employment 
contract and the third, a leave policy.

The BCEA does not stipulate the minimum amount of statutory accrued annual leave that ought to be payable to 
an employee upon the termination of employment.  The Labour Court however, in Ludick v Rural Maintenance (Pty) 
Ltd [2014] 2 BLLR 178 (LC) held that the payment of untaken statutory leave is limited to the current and immediately 
previous leave cycles2. 

That being said, the employee in Bester v Selfmed Medical Scheme (C171/2015) [2018] ZALCCT 25 (31 July 2018) 
(unreported decision), successfully claimed inter alia 213.5 days of accrued annual leave from Selfmed, following the 
termination of her employment, totalling an amount in excess of R1.4 million.  Mrs Bester argued that her annual leave of 
213.5 days accrued in terms of a policy that the Trustees of Bestmed adopted in 2005 and which was never rescinded. 
Even though Bestmed was of the view that Mrs Bester should not be paid the above amount of accrued annual leave, it 
was unable to gainsay Mrs Bester’s evidence that the policy applied. Accordingly, the Labour Court ordered Bestmed to 
pay Mrs Bester inter alia 213.5 days of accrued unpaid leave, totalling an amount in excess of R1.4million (less an amount 
of R281 422.08, which equated to 45 days of accrued leave that Bestmed paid to Mrs Bester upon the termination of her 
employment).

LESSONS / TIPS:
• It is advisable for employers to assess their leave policies against applicable employment contracts. 

• Generally, it is not advisable for employers to regulate the payment of accrued leave in employment contracts 
because the employee’s consent is required before amending the contract.

• If the BCEA regulates the minimum amount of annual leave payable upon the employee’s termination of 
employment, as held in Ludick, employers may not pay employees less than the minimum statutory accrued annual 
leave entitlement, even if this is agreed between the parties.

• If an employer wishes to curtail the payment of possible excessive accrued leave, it is important to ascertain whether 
the payment for the accrued leave is due in terms of an employment contract or a policy.

• If it is due in terms of an employment contract, as mentioned above, the employee’s consent is required before 
amending the contract.

• If the leave is due in accordance with a policy, an employer should assess whether grounds exist to reduce the 
number of accrued days payable in terms of the policy, to safeguard against potential unfair labour practice 
disputes.

NEGATIVE INFORMATION CONCERNING SUCCESSFUL JOB APPLICATIONS
IIn Eskom Holdings v Fipaza & others [2013] 34 ILJ 549 (LAC), in 2006 Ms Fipaza, an employee at Eskom agreed with it that 
she would go overseas to further her studies but failed to return by a certain agreed date. Eskom subsequently inter alia 
dismissed her for being absent without authority.  

In 2008, Ms Fipaza successfully applied for a position at Eskom.  However, after realising that it dismissed her in 2006, Eskom 
withdrew its offer of employment, effectively dismissing Ms Fipaza.

The employee unsuccessfully challenged the fairness of her dismissal in the CCMA and later took the award on review 
to the Labour Court where she succeeded.  Eskom appealed to the Labour Appeal Court (LAC).  Eskom took issue with 

1 Although it does not necessarily apply to all employees – see section 19 read with section 40 of the BCEA.
2 A ‘leave cycle’ in terms of the BCEA, means 12 months employment with the same employer immediately following an employee’s commencement of 

employment or the completion of that employee’s prior leave cycle.
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the employee’s non-disclosure, that the employee failed to disclose that it dismissed her in 2006, notwithstanding that the 
employee answered all questions openly and honestly and that the reason why she left Eskom in 2006 was not canvassed 
during the recruitment process. The LAC held that on the facts of the case, the employee had no duty in contract or 
in law to disclose to Eskom that it dismissed her in 2006.  The LAC took into account that the employee acted openly 
and honestly throughout the recruitment process and that the information was not within the employee’s exclusive 
knowledge. This does not necessarily imply that a job applicant has a duty to disclose all information within his or her 
exclusive knowledge to a prospective employer during a recruitment process.  The information must be material and its 
non-disclosure must have induced the employer to employ the job applicant (see par 5 & 6 of ABSA Bank Ltd v Fouche 
[2002] 4 All SA 245 (SCA) and par 50 of Eskom Holdings v Fipaza). In the circumstances, the LAC dismissed the appeal. 
In Blue Ribbon Bakeries (Premier Foods) v CCMA & others (21 September 2018 – unreported decision), in 2008 Premier 
dismissed Mr Harrington for misconduct. In 2016, he applied at Premier for a vacant sales representative position.  In his 
CV he misrepresented that the reason for his departure from Premier in 2008 as ‘accepting a better offer’ and persisted 
with this lie through the recruitment process. Premier appointed him to the position and shortly thereafter became aware 
of his misrepresentation, subjected him to disciplinary proceedings and dismissed him.

Mr Harrington subsequently challenged the fairness of his dismissal at the CCMA. The CCMA found that his dismissal was 
substantively unfair and ordered his reinstatement.  Mr Harrington contended that he obtained the position based on 
merit and not on the contents of his CV. In relying on Eskom Holdings v Fipaza, the commissioner held that Mr Harrington 
owed no duty to disclose to the interview panel that he was dismissed for misconduct in 2008.

In the Labour Court Premier argued inter alia that the commissioner misconstrued the nature of the enquiry as he 
enquired into the fairness of Mr Harrington’s dismissal for not disclosing the reasons for his dismissal in 2008 when in fact 
Premier dismissed him for deliberate misrepresentation during the recruitment process.

The Labour Court found that Mr Harrington’s dismissal was substantively fair. It held that Mr Harrington induced Premier 
to employ him through his dishonesty and that Premier’s failure to do background checks before appointing him did not 
‘diminish his obligation to be honest and tell the applicant the true reason for leaving Premier… in 2008’.  Accordingly, 
the facts in Premier are distinguishable from the facts in Eskom Holdings v Fipaza.

In Nogcantsi v Mnquma Local Municipality & others (2017) 38 ILJ 595 (LAC), Mnguma Local Municipality hired an 
employee.  The contract of employment stipulated that Mr Nogcantsi’s employment was subject to the employer 
conducting a screening process and that if it ‘revealed outcomes become negative your employment will be 
automatically terminated’.  Shortly after the employee’s appointment, the employer received ‘negative’ information 
from the employee’s erstwhile employer, the SAPS, which revealed that several criminal cases were pending against 
the employee, which included charges of attempted murder and that it dismissed the employee.  Accordingly, the 
municipality informed the employee that his employment automatically terminated in light of this information and in 
terms of his employment contract.

The employee challenged the fairness of his dismissal in the CCMA and the matter ultimately ended up at the LAC.  The 
employee argued that the automatic termination clause was contrary to section 5 of the LRA and consequently invalid. 
The LAC held that this case was distinguishable from other cases which otherwise would have found the dismissal to be 
unfair.  The LAC held that it was not an act by the employer which brought about the termination of employment but 
the objective negative information from the SAPS which caused the contract to automatically terminate.  Accordingly, it 
was held that the employee was not dismissed but that his contract automatically terminated.

LESSONS / TIPS:
• It is advisable for interview panels to keep records of questions posed and answers given during the recruitment 

process of successful candidates.

• If an individual applies for employment at a company in which the employee was employed, it is advisable for the 
employer to check its records why the employee previously left its employ.

• Employers ought to carefully word any automatic termination provisions in employment contracts, given that the 
LAC in Nogcantsi took into account that the information obtained was objectively negative.  This implies that 
subjective criterion in automatic termination provisions may well be susceptible to challenge3. 

RECENT LABOUR LAW CASES –  LESSONS AND TIPS
By Irshaad Savant | Senior Associate – Adams & Adams

3 The recent 2015 amendments to the LRA permits fixed term contracts to terminate upon the occurrence of a specified event. This section does not apply 
to all employees (see 198B(2)). It will be interesting to track how this section is interpreted by our courts over time.
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THE STATE LIABILITY AMENDMENT BILL: A 
MISSED OPPORTUNITY FOR CHANGE
By Richard Wiers | Senior Associate – Adams & Adams

The State Liability Amendment Bill, as published in Government Gazette No. 41658 of 25 May 2018, in its preamble, aims 
to amend the State Liability Act, Act 20 of 1957, seeking to “provide for structured settlements for the satisfaction of 
claims against the State as a result of wrongful medical treatment of persons by servants of the State”. 

The introduction is sought to reduce the impact of lump sum payments and aimed to ease the financial strain on the 
budget of provincial departments of health, in an ever-increasing climate of medical malpractice litigation in South 
Africa, to allow for an increase in financial resources available for provincial hospitals to provide health care services. The 
Bill aims to inter alia, recoup unused portions of a lump sum paid to an injured for future medical expenses and future loss 
of earnings that were not previously retrievable if they had died prematurely, in contrast to what had been postulated 
at time of settlement or adjudication, and to combat, although unlikely it would appear, what Minister of Health Aaron 
Motsoaledi deems to be “rampant fraud” in some provinces4.   

The Bill specifically seeks to inter alia, introduce Section 2A to the State Liability Act, in terms of which compensation in 
respect of claims against the State, exceeding R1 million, are to be paid to the injured in terms of a structured settlement 
and periodic payments, in relation to claims for future care, future medical treatment and future loss of earnings, which 
further will cease once the injured has passed away. Payments are to be made, at the very least, at yearly intervals. 
More importantly, and possibly restrictively so, a court may in lieu of payment of the anticipated amount, order the State 
to provide such treatment to the injured party at a public health establishment which complies with the standards set 
by the Office of Health Standards Compliance, or conversely order, that a reduced amount may be awarded to be 
tendered for private care, akin to the compensation that would have been paid for the future medical treatment of the 
injured party, at a public health establishment. Minister Motsoaledi indicates that the Bill directs claimants for treatment 
to public healthcare facilities, in preparation of the National Health Insurance legislation to be implemented5. 

THE PROPOSED LEGISLATION TO BE INTRODUCED, RAISES CERTAIN POINTS OF CONTENTION:
i. It derogates from the well established “once and for all” rule, that ensures finality and certainty in the resolution of 

delictual claims.

ii. Structured payments, as evidenced by the proposed Bill, call for proper administration facilities to be in place, to 
regulate and process claims and payments so awarded. The administrative burden to enforce payments continues 
to reside with the injured, who is forced to go through lengthy processes to ensure and enforce due payments not 
honoured by the state, as is currently already being experienced, which further serves to deprive the injured from 
immediate compensation which ought to maintain and care for his or her day to day care and well-being. 

iii. The legislation is devoid of provisions catering for the furnishing of security to the courts or undertaking to be liable 
to pay the full capital amount, or remedies available to the injured in the alternative, in the absence of periodic 
payments being honoured in the long term6.  

iv. In considering the Law Reform Commission Report, issue paper 337,   published for commentary, prior to the 
publishing of the proposed Bill, it is noted that:

a. The countries used as a comparative study, such as Canada, the UK, Ireland and Australia, who employed 
a system of periodic or structured payments, are first world countries, whose financial resources and socio-
economic circumstances differ greatly from that of a developing country like South Africa8. 

b. Structured settlements or periodic payments, for some of these countries, are further discretionary by the courts 
and not legislatively made compulsory. As such the basis of their introduction in our jurisdiction carries a different 
weight of consideration if not equally applied9. 

4 Article, “Staggered medical negligence bill “unfair, Business Day, dated 5 June 2018
5 Article, “Staggered medical negligence bill “unfair, Business Day, dated 5 June 2018
6 South African Law Reform Commission, Issue Paper 33, as published 17 July 2017 at page 44
7 South African Law Reform Commission, Issue Paper 33, as published 17 July 2017
8 South African Law Reform Commission, Issue Paper 33, as published 17 July 2017 at page 40 - 45
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v. Litigation and payments of compensation for medical malpractice should not be paid from operational budgets of 
state health establishments, further straining resources for adequate and proper medical care but rather should be 
separately budgeted for.

vi. A reconsideration and proper implementation of introducing compulsory professional indemnity insurance of 
medical practitioners should be considered, to ease the financial burden of the state, to be viewed in context of 
the National Health Act to be similarly implemented. 

vii. The amendment of the Act serves to circumvent litigation in ensuring greater risks to recoup legal costs, brought 
on by periodic payments, once the litigation has finalised, in instances where lump sum payments would normally 
have covered within reason, the attorney and client costs not capable of being recouped on a party and party 
scale. An indigent injured is accordingly prejudiced, by his or her financial means, to pursue litigation as a result.

viii. In advocating for treatment at a state facility, the injured is forced to seek care from the very person or provider 
that caused the harm, without a guarantee that health standards are enforced and maintained.

ix. The injured is still liable at private healthcare services, for the portion of accounts that exceed public sector rates10,  
placing the financial burden on the injured and thereby limiting and negating the compensation which is received, 
which is to be sourced for payments of additional obligations imposed, rather than for the injured’s day to day 
care.

The Bill is anticipated to be passed on a date still to be determined by the President by proclamation in the Government 
Gazette. It is doubtful at this stage if the Bill will be able to withstand constitutional scrutiny, which will no doubt require 
a careful consideration of not only state interest, but also the patient’s rights. It is inherent for the patient, to have a right 
of recourse, to be placed in a position he or she would have been had it not been for the negligent act, which caused 
or contributed to his or her damage, without being burdened, restrictively, and to be forced to absorb undue hardships 
that would not have ensued were it not for the negligent act to start with. Ever increasing social awareness, and the 
constitutional dispensation, warrant an equitable approach that serves to address and find systemic solutions that aim 
to improve the health care system as a whole without detracting from the health care providers ability to perform its 
functions and duties effectively and efficiently whilst most importantly still safeguarding the patient’s interests, rights and 
well-being. 

THE STATE LIABILITY AMENDMENT BILL: A MISSED OPPORTUNITY FOR CHANGE
By Richard Wiers | Senior Associate – Adams & Adams

9 South African Law Reform Commission, Issue Paper 33, as published 17 July 2017 at page 45
10 Article, “Staggered medical negligence bill “unfair, Business Day, dated 5 June 2018
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WHAT ROLE DO IP RIGHTS HAVE IN 
DISCOURAGING CULTURAL APPROPRIATION?
By Kim Rampersadh | Senior Associate – Adams & Adams

What role, if any, do intellectual property rights have in discouraging cultural appropriation? Cultural appropriation may 
loosely be defined as the borrowing of elements from a culture without the consent of people belonging to or observing 
that culture.

Cultural appropriation frequently enters mainstream debate in the realm of haute couture.  This topic is where the 
protection of traditional knowledge (TK) by way of intellectual property law and/or other legal mechanisms has garnered 
some importance.

Examples of the adoption of cultural elements in high fashion which have come under scrutiny include Louis Vuitton’s 
Basotho blanket inspired men’s collection of 2017 and Urban Outfitters use of the mark NAVAJO and the tribal patterns of 
the Navajo Nation in relation to, inter alia, clothing and jewellery designs.

Some have lauded the fashionistas for being inspired by these cultural emblems and sharing them with the rest of the 
world, while others have accused them of unashamedly committing what is, in their view, a cultural faux pas.

It is not the first time that fashion houses have traded ethnic apparel as runway hits and it certainly will not be the last. At 
the heart of this sociological dilemma is the question whether the borrowing of cultural elements or TK should be allowed 
and regulated in some way.

There is no international instrument or convention for the protection of TK which, like other conventions, demands the 
reciprocal protection for the rights of nationals of contracting member states. The countries of the world have been left 
to their own devices in creating domestic law for the protection of TK or indigenous knowledge and this has also led to 
an inconsistent international approach.

In South Africa, attempts to protect TK have been made but the proposed legislation is questionable.

First attempts, which have been passed into law, saw TK being slotted into existing legislation for the protection 
of intellectual property rights. This was severely criticised on the basis that TK and intellectual property rights are 
contradictory in nature and cannot be protected under one umbrella.

These contradictions include that TK is intended to exist in perpetuity, is created for reasons borne of or affecting a 
community and it relates to and seeks to protect communal property.  Intellectual Property rights on the other hand 
mostly exist for a limited period, are sought after primarily for commercial gain and are intended for the use (generally) 
of a single registered  or rightful owner. Naturally, therefore, the country’s first attempt at protecting TK has been severely 
criticised. It is for this reason that the changes in the law have not been implemented in practice.  This criticism of the 
existing laws eventually led to the drafting of the Protection, Promotion, Development and Management of Indigenous 
Knowledge Systems Bill, 2016 or the TK Bill, which is yet to be made law.

The TK Bill is considered a step in the right direction as it seeks to afford sui generis protection to TK. The Bill also makes 
way for the inclusion of indigenous cultural expressions as part of TK or indigenous knowledge. “Cultural expressions” has 
also been defined to include content that has been assimilated into the cultural make-up or essential character of an 
indigenous community. This definition, it seems, is wide enough to include cultural dress and accessories.

The Bill ultimately envisages that the holder of TK will be entitled to benefit from the commercial use of that TK and 
restrain any unauthorised use of that TK, much like the proprietor of an intellectual property right.

However, the legislation is intended only to protect indigenous communities of this country and only South Africans will be 
restricted from using the TK of those communities. For the rest of the world, the TK or cultural expressions of our indigenous 
communities will continue to be a rich source of inspiration to be borrowed at will.

In light of the above, it appears that the commercialisation of TK and protection against its unauthorised use outside of 
South Africa would be best protected via intellectual property mechanisms until, at least, the introduction of international 
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treaties demanding reciprocity of rights. Indeed, copyright, which includes artistic works (like clothing designs), and trade 
marks for pattern and ornamentation, might assist in protecting cultural expressions that find application in the fashion 
industry. However, copyright is of limited duration and, in the case of traditional designs, may already have expired. 
Insofar as trade marks are concerned, these would specifically need to be applied for in different territories or regions 
and, in the case of marks emanating from cultural expression or traditional practices, they might need to be applied for 
as collective trade marks.

Given the complexities surrounding TK, it is advisable that indigenous communities wishing to protect or commercialise 
their TK or cultural expressions first seek assistance or advice from our experts.

WHAT ROLE DO IP RIGHTS HAVE IN DISCOURAGING CULTURAL APPROPRIATION?
By Kim Rampersadh | Senior Associate – Adams & Adams

9 South African Law Reform Commission, Issue Paper 33, as published 17 July 2017 at page 45
10 Article, “Staggered medical negligence bill “unfair, Business Day, dated 5 June 2018
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OMG! CAN YOU JUST BE CHILL!?
By Alissa Nayanah | Senior Associate – Adams & Adams

OMG, OMFG, WTF!?, COOL AF – offensive and inappropriate or effing cool taglines? This is a question that was recently 
considered by the Advertising Standards Authority of South Africa in Typo Stationery / Kathrine Marsden & Another / 2018-
809F.

Popular stationery store, Typo, advertised a sparkle ball point pen. The advertisement consisted of an image of the pen, 
a bubble with the acronym OMFG (where the F stands for the F word) and an image of a model holding her cheeks 
seemingly astonished by the offer. The advertisement was circulated in an email that was sent to Typo customers.

A consumer filed a compliant with the ASA arguing that the advertisement was contrary to the Advertising Practice 
Code (“the ASA Code”) in that it was highly offensive and insensitive towards children.

CLAUSE 1 OF SECTION II – OFFENCE
The ASA had to consider the advertisement in terms of Clause 1 of Section II of the Code which provides that 
advertisements should contain nothing that is likely to cause serious, wide-spread or sectoral offence. The Clause 
provides that the fact that an advertisement may be offensive to some is not in itself sufficient grounds for upholding an 
objection to the advertisement. In considering whether an advertisement is offensive, consideration will be given to the 
context, medium, likely audience, the nature of the product or service, prevailing standards, degree of social concern, 
and public interest.

The ASA looked at a series of cases in which it had considered whether the acronym OMG and the word “effing” 
were considered offensive.  In Department of Social Development/E Cillie/17620, the Directorate held that whilst the 
complainant had a personal view on the acronym OMG, it does not believe that the use of OMG is likely to cause 
serious, widespread or sectoral offence, especially since the term has become widely used in the media.

In Webafrica / Fibre Internet / Timothy Wege & Another / 2018 – 7354F, the ASA held that the word “effing” is not per se 
offensive, is commonly used and other phrases or acronyms such as “WTF” are also in common use. Considering the 
widespread use of the word effing and that it was used in a way intended to be humorous, the hypothetical reasonable 
adult would not be offended by the use of the word “effing”.

In the present case, the ASA accepted that OMFG, where the F stands for the F word, was arguably more offensive than 
the acronym OMG, particularly to religious people. However, the ASA, by a slim majority held that OMFG was similar to 
the use of “effing” or OMG and, therefore, would not be offensive to adults.

CLAUSE 14 OF SECTION II – CHILDREN
The ASA also had to consider the advertisement in terms of Clause 14 of Section II, which provides that advertisements 
addressed to or likely to influence children should not contain any statement or visual presentation which might result in 
harming them mentally, morally, physically or emotionally.

The ASA, again, considered previous decisions. In particular, Dial A Nerd // AA Milford / 15791, which involved a radio 
advertisement where the F word had been bleeped out. The ASA held that the use of the F word in the commercial, 
although censored, is still not desirable when young and easily impressionable children are listening to the radio.

In Webafrica Fibre Internet / Timothy Wedge & Another / 2018-7354F, the advertisements under review was a billboard 
which contained the phrase “Effing Fast Internet” situated on school grounds and a radio advertisement where the word 
“Effing” had been bleeped out. The ASA enquired whether a child imitating the commercial and using the word “effing” 
would be acceptable and concluded that it would not. The ASA held that it was highly unlikely that a child would not 
understand the meaning of “effing” as used in the context of the advertisements. The ASA noted that it is required to err 
on the side of caution in matters involving children.

In the Typo case, it was the placement of the advertisement which resulted in the ASA finding that the use of OMFG 
in the advertisement was not harmful to children. Whilst the ASA accepted that the product, a sparkle pen, would 
be attractive to children, the advertisement was circulated via email to Typo customers only. Typo customers were 
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identified as aged 18 – 35. The ASA held that a child who could be harmed by inappropriate language should not have 
unchecked access to emails.

Therefore, whilst the ASA has adopted quite a liberal approach in holding that advertisements containing commonly 
used phrases alluding to the F word are not offensive to adults, the same principles do not apply to advertisements that 
are accessible to children. It is likely that if the phrases, OMFG, WTF, EFFING, AF are included in advertisements that are 
easily accessible by children, whether on radio, in print media, billboards or point of sale material, such advertisements, 
whilst effing cool, will most likely be found to contravene the provisions relating to children in the ASA Code.

OMG! CAN YOU JUST BE CHILL!?
By Alissa Nayanah | Senior Associate – Adams & Adams



21

ATTORNEYS
Patent  |  Trade Mark  |  Copyright  |  Design  |  Commercial  |  Property  |  Litigation 

www.adamsadams.com

COPYRIGHT IN TATTOOS |  
A PRICKLY LEGAL QUESTION
By Nicole Smalberger | Senior Associate – Adams & Adams

Would it ever occur to you that a third party might be able to claim rights in your skin? In the case of art that has been 
inked into your skin, namely tattoo art, that may well be the case.

A tattoo is an artistic work. If it is original and reduced to a material form (which it very arguably is when it is inked into 
your skin), copyright subsists. In the case of artistic works, it is the artist or creator of the work who owns the copyright, 
namely the tattoo artist and not the person on whom the tattoo appears, irrespective of the fact that the latter has paid 
for his/her tattoo. In short, when you pay your tattoo artist, you pay for the tattoo, not the copyright subsisting in it.

This issue has come up for legal consideration in the United States, more recently in a matter involving Solid Oak Sketches 
and video game maker Take-Two Interactive. The latter is involved in the creation of the popular “NBA 2K” basketball 
video game series and Solid Oak Sketches has alleged that it owns the right to exploit the copyright in the tattoos 
appearing on a number of players in the games.

In a rather astute business move, Solid Oak Sketches purchased the exclusive rights to license certain basketball players’ 
tattoos from the original tattoo artists. Solid Oaks Sketches has therefore made the argument that, by reproducing 
detailed depictions of the body art appearing on some of these players in its games, Take-Two Interactive has infringed 
its copyright. In its defence, Take-Two has argued that it is only depicting the players as they appear in real life, that 
the focus of the game is not on the players’ tattoos, that the issue is de minimis and, in any event, that a finding in 
favour of Solid Oaks would result in public figures having to “seek its permission every time they appear in public, film, or 
photographs”, which would be impractical and untenable.

On face value, copyright infringement has indeed occurred. An original artistic work, which a tattoo undoubtedly can 
be, has been reproduced without the artist’s authority by a third party in the course of trade and for financial gain. At the 
heart of copyright law is the idea that creators, artists, should be compensated for their creativity, and there is no reason 
why the creativity of a tattoo artist should be discounted.

However, a tattoo artist’s rights, thanks to his medium, are less straight-forward than those of artists working on canvas 
or with clay. Although a tattoo is an artwork which has been reduced to a material form, the material form to which it 
has been reduced is on a human body. The sport stars appearing in the NBA 2K game series are human beings who, 
tattoo artists are well-aware, will be photographed, make public appearances and quite possibly wish to exploit their 
own likeness, being celebrities, for financial gain. Legally, there must be a fairly broad implied licence given by the tattoo 
artist to the person being tattooed to make use of the tattoo in his or her everyday life, but the argument will turn on how 
broad that licence might be.

Of course, the difficulty for Take-Two Interactive is that it is not making use of, for example, photographs of the players, 
which would be “real life” depictions of them, but rather artistic representations of them as the video game versions of 
them appear in the games. While Take-Two argues that its use constitutes “fair use”, the question is whether it is strictly 
necessary for it to have included the players’ body art in its depictions, or “avatars”, of them, and whether depictions 
of that nature would be covered by the implied licence mentioned above. Solid Oak Sketches argues that the answer 
is a clear no. If the appearance of the tattoos on the players in the game is merely incidental and of minimal focus and 
importance, this begs the question why the tattoos have been reproduced in the game at all. The depictions being used 
by Take-Two have been created by it and are not images of the basketball players and their actual skin, as one might 
find on the cover of a magazine, for example. It is questionable whether the “fair use” defence can successfully be 
invoked in Take-Two’s circumstances.

Indeed, the US District Court, in 2016, disagreed with Take-Two’s arguments that its use is fair, or that it is de minimis and 
its motion to dismiss the matter was rejected. One relevant consideration was the fact that, as a medium, unlike films, 
video games allow viewers to view images in different ways, and for as long as they like. The depiction is not fleeting or 
momentary.

Given the increasing popularity of tattoos in our popular culture, and quite notably with sport stars, it is recommended 
that public figures seek assignment of the copyright in their tattoos from their tattoo artists. The National Football League 
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(NFL) in the United States has already been making similar recommendations to its players to avoid them getting into hot 
water over the depiction and commercial exploitation of their tattoos and our local sports stars in South Africa would be 
well advised to follow suit.

Acquiring the rights in their tattoos will prevent future claims from the tattoo artists for royalties or other compensation 
where public figures might wish to exploit their own image, which will naturally include their tattoos, for financial gain 
(for example, in advertisements, film or television). It will also allow public figures to restrain third parties, on the basis of 
copyright infringement, from making use of depictions of their tattoos to suggest a relationship between themselves and 
the public figure when, in fact, none exists. The value in the names and likenesses of celebrities is undeniable and the 
popularity of celebrity “endorsement deals” and sponsorships is a testament to that. A person who is in the public eye 
would not want to be limited in any way from exploiting his or her own image and celebrity status.

It is not inconceivable that a person’s tattoo might become so recognisable that third parties might wish to use it to call 
that person to mind and perhaps suggest an endorsement by that person. A good example of this is the dispute that 
arose around the film, The Hangover Part II, where one of the characters woke up, with shock, horror and hilarious results, 
to find Mike Tyson’s well-known face tattoo inked onto the side of his face. Mr Tyson’s tattoo artist took legal action 
against Warner Brothers for using the tattoo without authority and, although the case settled and the judge did not need 
to render a decision, the tattoo artist may well have succeeded in court. After all, the artist’s design did not appear on 
Mr Tyson’s face which, under the implied licence discussed above, would surely be allowable in a film featuring Mr Tyson, 
but was copied and reproduced on the face of another with the reference to the original tattoo being clear.

As the popularity of “getting inked” continues to mark the prevailing popular culture, legal issues around that ink, 
particularly intellectual property concerns, will become more prominent.

The matter between Solid Oak Sketches and Take-Two Interactive is one of the few body art disputes that has not, to 
date, been settled out of court and it will be interesting to see how this matter progresses.

COPYRIGHT IN TATTOOS | A PRICKLY LEGAL QUESTION
By Nicole Smalberger | Senior Associate



23

ATTORNEYS
Patent  |  Trade Mark  |  Copyright  |  Design  |  Commercial  |  Property  |  Litigation 

www.adamsadams.com

THOU SHALL NOT LIE – EVEN FOR LOVE
by Wensel Britz | Senior Associate – Adams & Adams

Earlier this year eHarmony Ltd (an online dating website) had one of its advertisements banned by the ASA in the United 
Kingdom for being untruthful – about love. The advertisement was a billboard on a London Underground platform and 
read: “Step aside, fate. It’s time science had a go at love.”

It was complained to the ASA that the advertisement is misleading as there was no scientific evidence to support the 
efficacy of mathematical dating applications or websites – whether it was possible to find the love of your life based on 
science. The advertisement in issue seemed to claim that one could.

eHarmony argued that their advertisement did not make any claims other than suggesting that their matching system 
was scientific, and that consumers would interpret the advertisement to mean that their scientific method would suit 
them better, but would not believe that it was a guarantee at finding love. eHarmony submitted evidence of the 
workings of their algorithm. The algorithm was based on data collected from more than 50 000 married couples in 23 
different countries. They claimed that the algorithm was based on certain scientific theories relating to relationships 
between persons. eHarmony had obtained a patent for its algorithm and submitted further proof of two published studies 
which reported higher levels of marital satisfaction for couples who met through eHarmony.

The ASA accepted that consumers would perceive the advertisement to refer to a dating website and that they 
would not understand the advertisement to imply a guarantee of finding everlasting love. However, consumers would 
understand the phrase “scientifically proven matching system” to mean that scientific studies had demonstrated that 
eHarmony’s website offered users a significantly greater chance at fining lasting love compared to what could be 
achieved if they did not use the service. The ASA found the evidence submitted by eHarmony to be insufficient proof 
that the algorithm used for their website provided a greater chance of finding lasting love. While eHarmony’s algorithm 
had been shown to result in a lower percentage of marital break-ups, it was higher compared to those who had met 
through other online means (e.g. e-mail, chatrooms, etc.).

The ASA rejected one of the studies submitted by eHarmony on the basis that the participants in the study were offered 
an incentive to participate and that the data obtained was accordingly not sufficiently random and objective.

In all, the ASA held that the studies submitted did not provide objective insight into the likelihood of eHarmony’s website/
algorithm finding users lasting love compared to others who did not use the service. The result was that eHarmony could 
not substantiate the claim. The claim “scientifically proven matching system” was held to be misleading and eHarmony 
was ordered to withdraw the advertisement in its current form.
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Although the case was decided in the United Kingdom, the lessons to be learnt from it are equally true for businesses 
in South Africa. The Code of Advertising Practice of the South African ASA contains similar clauses dealing with 
substantiation of claims and misleading advertising in general. The merits of the decision aside, it illustrates the value of 
reviewing advertisements beforehand, and the need to be very careful of the content of the advertisement and how it 
may be perceived by the reasonable average consumer.

Quite often businesses include phrases or exaggerated statements in their advertisements, being of the view that 
consumer would see them as mere puffery. Puffery in its true form has always been accepted by regulatory authorities 
in South Africa. The reason for this is that consumers would not be prejudiced if they realised that the business is 
merely bragging. However, the line between puffery and misleading statements has become very thin of late and it is 
quite often found that a statement would not be perceived as puffery, but rather as a claim, which in many cases is 
misleading (e.g. best hairdresser in Cape Town).

Claims can be made either expressly or they can be implied. Businesses should be very careful in reviewing their 
advertising before it is published to determine whether it contains any claims and, if so, whether the claims are truthful 
and can be substantiated with objective (independent) research. It is not enough for the business itself to believe 
that the claim or statement is true. It must be capable of being substantiated objectively, and the business must have 
such substantiation available when called upon to provide. The Code of Advertising Practice of the South African 
ASA contains detailed provisions dealing with substantiation.  Apart from ASA’s code, there is also a host of labelling 
regulations pertaining to goods imported into or sold in South Africa that contain provisions dealing with misleading 
advertising.

It seems obvious, but it is certainly worth restating: avoid misleading claims, be truthful and obtain independent objective 
legal advice in cases of doubt.

THOU SHALL NOT LIE – EVEN FOR LOVE
by Wensel Britz | Senior Associate – Adams & Adams
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PHOTOBOMBED? PROTECTING  
YOUR COPYRIGHT 
BY AMINA SULIMAN | SENIOR ASSOCIATE – ADAMS & ADAMS

It was reported some time ago that a photographer named Shaun Earl Harris is suing the South African government for 
an astonishing amount of R2.1 billion for copyright infringement relating to the government’s alleged unauthorised use of 
a photograph featuring Nelson Mandela that Mr. Harris had taken.

Mr. Harris made an impactful statement that got me thinking – “Copyright is what enables a photographer to make a 
living from taking photographs. What is the use of taking pictures if they steal your copyright and you can’t live?”

As copyright is not a registrable right (unlike a trade mark, patent or design) and can be quite difficult to understand, it is 
often overlooked.  However, its value should never be underestimated.

A poignant story that illustrates the value of copyright is that of J K Rowling, the author of the famous Harry Potter series.  
Ms. Rowling licenced her copyright to Bloomsbury Publishing by permitting it to print and distribute her book in return 
for royalty payments.  Of course, the first book was an enormous success and the royalties and advance payments Ms. 
Rowling earned helped her out of her impoverished state. Six more books followed as well as a film series and much 
more, which met with even greater success.  J K Rowling is now a very wealthy woman – thanks to copyright.

Essentially, copyright entitles the owner of the copyright in a “work” to exploit that work for his/ her own advantage and 
to prevent the unauthorised reproduction or adaptation of his/ her work.

However, in order to rely on copyright, it is necessary to, firstly, prove that copyright actually subsists (i.e. exists) in the 
“work” in question and secondly, ownership of the copyright in the work.

There are various types of “works” that can qualify for copyright protection.  Briefly, the works in which copyright can 
subsist are the following:  literary works, musical works, artistic works, cinematograph films, sound recordings, broadcasts, 
programme-carrying signals, published editions and computer programmes.  A book would, of course, constitute a 
literary work while a photograph is a type of artistic work.

Before copyright may subsist and be conferred upon a work, certain requirements have to be met.  The main 
requirements are as follows:

• The author (i.e. the person who first made or created the work in question) must have been a South African citizen or 
domiciled or resident in South Africa when the works were created or the works must have been first made available 
(i.e. published) in South Africa or another Berne Convention country;

• The work must be original; and

• The work must be in a material form (e.g. written down or recorded, etc.).

While the first and third requirements are usually not that difficult to understand or prove, the second one presents more 
difficulty.  In order for copyright to subsist in a work, the work must be original.  This does not mean that the work must 
be unique, novel or inventive but simply that the work must have been the product of the author’s own labour, skill and 
effort.  To prove that a work is original, it is usually necessary to obtain evidence from the author of the work relating to 
the creation of the work in question.

Once the subsistence of copyright in a work has been established, it is then necessary to consider who the owner of the 
copyright in that work is.

The author of a work is usually the first owner of the copyright in such work, provided that he / she has not assigned (that 
is, transferred) some or all of his / her copyright to someone else.  However, there are exceptions such as, for example, 
where a work is created by an author during his / her employment under a contract of service or apprenticeship.  In this 
case, the copyright would vest with the employer.
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In the case of photographs, copyright would usually vest with the photographer (who is the author).  However, there is 
an exception to this as well – where a person commissions the taking of a photograph and pays or agrees to pays for it in 
money or money’s worth and the photograph is taken pursuant to that commission, then the copyright would vest in the 
person who commissioned the taking of that photograph.

As the owner of copyright in a work, you would be entitled to reproduce or adapt the work in any way you like, sell 
(by assigning) part or all of your copyright in a work to someone else or licence third parties to make use of some or all 
of your copyright.  For example, an author of a book could licence a publishing house to print and distribute his/ her 
book, a film studio to adapt the book into a cinematograph film and a playhouse to adapt the book into a theatrical 
production – much like J K Rowling did.

Of course, if someone copies or commercially exploits (i.e. reproduces) or adapts the work without the owner’s consent 
or authority, this would constitute copyright infringement and that party could be sued for an interdict, damages or 
reasonable royalties.

The above is a rather simplistic account of copyright.  If you have any works that may be subject to copyright, it may be 
well worth the effort to contact your IP attorney for advice on how to go about protecting such works.

PHOTOBOMBED? PROTECTING YOUR COPYRIGHT 
by Amina Suliman | Senior Associate – Adams & Adams
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COMMERCIAL COURT REVIVED 
BY MIA DE JAGER | CANDIDATE ATTORNEY – ADAMS & ADAMS AND
JAC MARAIS | PARTNER – ADAMS & ADAMS

The Commercial Court has recently been revived in the Gauteng Division of the High Court of South Africa. This Court 
was originally established in terms of the Supreme Court Act 59 of 1959 (Practice Note No. 1 of 1996: Commercial Court 
Practice Direction), but was never fully operational. However, the Judge President of the Gauteng Divisions of the High 
Court of South Africa, Justice Dunstan Mlambo recently published the directives of the Commercial Court, effective from 
3 October 2018.

The purpose of the Commercial Court is to promote the efficient conduct of litigation in the High Court and will assist 
litigants with the faster resolution of commercial matters. The Commercial Court will deal with a variety of matters that 
have their foundation in a commercial transaction or commercial relationship, and includes disputes arising from the 
following non-exhaustive list:

• the export or import of goods;

• the carriage of goods by land, sea, air or pipeline;

• the exploitation of oil and gas reserves or other natural resources that do not involve Administrative Law;

• insurance and reinsurance;

• banking and financial services;

• the operation of markets and exchanges;

• the purchase and sale of commodities;

• medical scheme matters;

• commercial matters arising out of business rescue and insolvency cases;

• all commercial matters affecting companies arising out of the Companies Act 71 of 2008 and its interpretation;

• arbitration;

• delictual cases that take place in a commercial context for, e.g. unlawful competition cases;

• generally, appropriate contractual matters; and

• intellectual property cases.

Litigants may transfer a trial action or an application in a commercial matter to the Commercial Court by delivering 
a letter to the Judge President or Deputy Judge President, setting out reasons why the case is a commercial case, or 
should be considered as such, which would warrant a transfer under the Commercial Court Directive.

The Commercial Court Directive is specifically designed to ensure that matters are trial ready by the inclusion of various 
case management conferences, the resolution of interlocutory matters and by introducing timetables by which the 
litigants will be bound.

For more information on the Commercial Court, or should you require assistance with a commercial matter, please 
contact the Adams & Adams Commercial Litigation Team at mail@adamsadams.com
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BREXIT AND THE FUTURE PROTECTION FOR 
OWNERS OF EUROPEAN TRADE MARKS (EUTMS) 
BY WENSEL BRITZ | SENIOR ASSOCIATE | ADAMS & ADAMS AND 
STEVEN YEATES | PARTNER | ADAMS & ADAMS

European Union Trade Marks (EUTM’s) are trade mark rights granted by the European Union Trade Marks Office (EUIPO), 
which rights are enforceable in all countries that are members of the European Union. It provides a useful mechanism to 
avoid the need to register a trade mark in each of the EU member countries separately.

The United Kingdom was until recently part of this “merry” union of countries, with the benefit that the EUTM provided 
brand owners with a valuable extension of their rights in the United Kingdom. Following the United Kingdom’s decision to 
formally divorce from the union on 29 March 2017 (BREXIT), there has been much uncertainty as to the future protection / 
extension of EUTM rights in the United Kingdom. There currently is a transitioning period in place until 29 March 2019 during 
which the current position would remain in force.

Unless the United Kingdom and the European Union come to an agreement on the effect of EUTM rights in the United 
Kingdom, the default position would be that EUTM’s would have no protection in the United Kingdom and that brand 
owners would have apply anew to register their marks nationally with the United Kingdom Intellectual Property Office. 
The default position (i.e. worst-case scenario) is certainly of concern to brand owners as they would cease to have 
protection in the United Kingdom and would have to take steps to secure rights in their marks in the United Kingdom. 
Some brand owners have already adopted a “belts and braces” approach with respect to their trade marks and 
prepared for the worst-case scenario by applying to register their trade marks nationally in the United Kingdom.

The United Kingdom’s decision also has significant implications for South African businesses, not only from a brand 
registration perspective, but also from a larger trade perspective, as the United Kingdom is currently South Africa’s 
second largest export partner in the European Union, and the sixth largest in the world.

It was not, however, anticipated that the position would turn out to be as drastic as the worst-case scenario but, as with 
any divorce, the outcome may be quite uncertain if the parties do not end their relationship on good terms. Certainly, 
from the European Union’s perspective, it appeared to be severely angered by the United Kingdom’s decision to divorce 
from the union. The United Kingdom on the other hand did not want to come across as apologetic for its decision, being 
of the view that an aggressive stance would strengthen its bargaining position – though back home there was much 
disagreement as to what a good BREXIT outcome or negotiating strategy would be.

Some much needed certainly about the intended outcome came earlier this year on 19 March 2018 with the divorcing 
spouses agreeing to transition terms which, inter alia, ensure that there are no substantive changes to the present 
framework on intellectual property until 31 December 2020. This essentially bought the negotiating parties a little more 
than a year to iron out an agreement as to the future protection of EUTM’s.

It is envisaged that a good outcome would be that, after 31 December 2020, all EUTM’s will automatically be “cloned” 
onto the United Kingdom Trade Marks Register with identical rights to other national UK trade mark registrations, with no 
action or expense required by brand owners (i.e. the best-case scenario). This envisaged outcome was described as 
“agreed at negotiators level” in a draft agreement published by the United Kingdom on 19 March 2018.
If an EUTM was still pending as at 31 December 2020 (i.e. has not yet proceeded to registration), it is anticipated that 
its final registration would only cover the European Union member countries and not the United Kingdom. However, it is 
anticipated that the owners of such marks would have a grace period with in which to apply to register such marks in the 
United Kingdom and claim a priority date equal to that of their corresponding pending EUTM application for the same 
mark. Given the speed at which marks proceed to registration at the EUIPO, it is not expected that there will be many 
such cases.

Further clarity has recently come to light in the form of a statement by the United Kingdom Parliamentary Under-
Secretary for Exiting the EU, Mr. Robin Walker on 19 July 2018. Walker stated that the United Kingdom will protect all 
existing EUTM’s, even after the United Kingdom leaves the European Union. New United Kingdom trade mark rights will 
automatically be granted, free of charge, to extend such existing EUTM’s to the United Kingdom.
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Although it is only in the form of a statement, the statement corresponds with the “cloning” scenario / outcome and 
certainly provides much needed clarity for anxious brand owners and intellectual property practitioners. There is, 
however, much that still need to be ironed out in the final agreement.

Unfortunately, as with any divorce, nothing is agreed until everything is agreed, and brand owners would be wise not to 
rely completely on the envisaged outcome. The only way to fully BREXIT-proof trade mark rights would still be to apply to 
register the relevant trade mark nationally in the United Kingdom, even if only for main / core brands. It will certainly be 
interesting to see where the spouses land up after the divorce, not only from a brand registration perspective, but from a 
trade perspective in general.

BREXIT AND THE FUTURE PROTECTION FOR OWNERS OF EUROPEAN TRADE MARKS (EUTMS) 
By Wensel Britz | Senior Associate | Adams & Adams and Steven Yeates | Partner | Adams & Adams
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