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PREFACE

Getting the Deal Through is delighted to publish the fourth edition of 
Domains & Domain Names, which is available in print, as an e-book and 
online at www.gettingthedealthrough.com.

Getting the Deal Through provides international expert analysis in key 
areas of law, practice and regulation for corporate counsel, cross-border 
legal practitioners, and company directors and officers. 

Throughout this edition, and following the unique Getting the Deal 
Through format, the same key questions are answered by leading 
practitioners in each of the jurisdictions featured. Our coverage this year 
includes new chapters on Argentina, Denmark, the Netherlands and Russia. 

Getting the Deal Through titles are published annually in print. Please 
ensure you are referring to the latest edition or to the online version at 
www.gettingthedealthrough.com.

Every effort has been made to cover all matters of concern to readers. 
However, specific legal advice should always be sought from experienced 
local advisers. 

Getting the Deal Through gratefully acknowledges the efforts of all 
the contributors to this volume, who were chosen for their recognised 
expertise. We also extend special thanks to the contributing editor,  
Flip Petillion of Crowell & Moring LLP, for his continued assistance with 
this volume.

London
May 2017

Preface
Domains & Domain Names 2017
Fourth edition
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Global overview
Flip Petillion
Crowell & Moring LLP

Over the past few years, the internet’s naming system has been 
undergoing a profound change, initiated in June 2011 when the 
Internet Corporation for Assigned Names and Numbers (ICANN) 
started a programme to allow organisations anywhere to apply for a 
new generic top-level domain (gTLD). Now, in addition to .com, .fr 
or .be, you can find domain names under top level domains (TLDs) 
including keywords (.music), cities (.paris), industries (.bank) and 
brands (.yahoo). ICANN received over 1,400 new gTLD applications 
in 2012 and plans to open further application rounds in the future. We 
are now five years into the programme, with the number of TLDs now 
operational over 1,200. Yet, despite the fact that more than a third 
of gTLD applications are still being processed, there are calls from 
some quarters for a next round of applications; some even call for a 
permanent window. Companies such as Twitter – which let pass the 
2011 round – are among the brand owners already lining up for this 
future internet naming expansion. With internet fraud reaching new 
highs, many brands see the opportunity to control their link to the 
root zone of the global internet as a well-justified security investment. 
What this means for online branding, and indeed the internet naming 
system as a whole, remains to be seen. Early indications, however, are 
that change is inevitable. Key in barclays.com and you are redirected to 
home.barclays. Learn about BMW’s plans for the future of automobiles 
at next100.bmw. Social causes are also capitalising on the easier-to-
remember naming conventions possible with new gTLDs; for example, 
the autism research funded by concerts is promoted at autism.rocks. 

At the same time, internationalised domain names – domain 
names written in non-ASCII characters such as Cyrillic or Pinyin – are 
also now available. While still presenting some technical challenges (in 
other words, universal acceptance) this development sets the scene for 
the billions of non-native-English internet users to access websites in 
their native languages. 

When the new gTLD programme moved from concept to reality 
in 2011, a significant number of brand-holders expressed concern 
over the lack of attention for the protection of their digital assets. 
Cybersquatting was a growing problem for organisations within the 
300 or so existing TLD names at the time, with the general feeling that 
the domain name industry as a whole was not doing enough to prevent 
intellectual property abuse and infringement. The introduction of 
new gTLDs indeed brought new challenges for brand-owners and 
other organisations, whether they have applied for a gTLD or not. 
The following are only a few of the questions that the introduction of 
new gTLDs raises: what should you do if a company has applied for a 
gTLD that is identical or confusingly similar to your brand or business 
name? What should you do if a competitor has applied for a gTLD 
that captures your industry? When should you consider registering 
domain names in the new gTLDs? Can registration of domain names 
resembling your own brand or existing domain names (in other TLDs) 
be blocked in a new gTLD?

Meeting the challenges will require monitoring the introduction 
of new gTLDs, spotting and analysing any issues as they develop, 
considering strategic options and navigating the complex world 
of internet governance. There is a wide range of actions that may 
need to be considered, from strategies for defending an application 
to contesting the applications of others. Brand-holders will want 
to protect their trademarks and existing domain names in the new 
internet space.

The number of domain name registrations is expected to grow 
significantly. Monitoring and contesting domain name registrations 
will grow proportionately.

With over 1,200 of the new gTLDs being launched without any 
major restrictions, unprepared brand-holders will be facing the 
headache of formulating a strategy that balances the opportunity the 
evolution of the internet brings with the threat of cybersquatting and 
ultimately reputational damage to their brands. It would be foolhardy 
for any brand, irrespective of how deep its intellectual property pockets, 
to be expected to register its trademarks in every one of the 700+ open 
TLDs. While we did see some brands follow this strategy when the first 
dozen or so were released in January 2014, it soon became apparent 
that there was no need for registrations in each and every one – an 
organisation really did not need to proactively own a .bike, .plumbing 
and a .kitchen unless it really was operating across many verticals. 

The concerns of brand-holders were heard and a number of 
measures were put forward to protect brand-holders’ digital assets 
when the programme moved into the launch phase in 2013. This fourth 
edition of Getting the Deal Through – Domains & Domain Names is 
meant to guide aggrieved parties in the gTLD and domain name sphere 
and help them vindicate their interests through domain name disputes, 
both in court and through alternative dispute resolution procedures. 
We focus on ICANN’s rights protection mechanisms regime (including 
the Trademark Clearinghouse (TMCH) and the Uniform Rapid 
Suspension (URS)).

Whereas the URS does not seem to have become very attractive, 
one of the most successful instruments put in place was the creation 
of the TMCH. ICANN stipulated that the main purpose of creating 
a central database of trademarks was to enhance the protection of 
intellectual property. A total of nine applicants applied to run the 
service, with Deloitte eventually being chosen to build the central 
repository that every new TLD registry would have to connect to and 
provide authentication and validation services. The TMCH would 
provide an early warning system for trademark-holders should 
someone attempt to infringe their intellectual property during the 
initial registration phases of each TLD. 

While the current number of valid objects in the TMCH is 
significantly less than the estimated number, it has proved to be 
effective in preventing cybersquatting and intellectual property abuse 
in the Trademark Sunrise application period. The early warning system 
of presenting a potential breach of trademark notice to would-be 
applicants in this initial registration phase has proved to be over 90 per 
cent effective (ie, only one in every 10 domain names is registered once 
the warning notice is displayed). Any organisation that has utilised the 
TMCH essentially gets a first-mover advantage in securing its digital 
assets. The opportunity to get one step ahead of the competition is of 
paramount importance to some brands and that is the opportunity the 
TMCH delivers. 

As a cost-effective rights protection mechanism, the TMCH has 
proved to be the most successful element of the new gTLD programme 
so far and with some of the most eagerly anticipated and potentially 
most popular TLDs still to be released, it is still not too late for brand- 
and trademark-holders to take advantage of the benefits it offers as 
well as the protection it can bring.

Alternative dispute resolution centres such as the World 
Intellectual Property Organization (WIPO) Arbitration and Mediation 
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Center provide time- and cost-efficient alternatives to court litigation 
to resolve domain name disputes. The benchmark Uniform Domain 
Name Dispute Resolution Policy (UDRP) has resulted in the processing 
of tens of thousands of cases over almost 16 years.

Aside from pioneering the UDRP itself, WIPO championed 
paperless pleadings in 2009, and provides a free online searchable 
legal index of UDRP panel decisions and the WIPO Overview of WIPO 
Panel Views on Selected UDRP Questions, which is often said to be a 
practitioner’s bible for UDRP cases.

All of these developments make the life of a practitioner exciting, 
intense and innovative when it comes to resolving disputes in this 
dynamic world of abbreviations.

Flip Petillion fpetillion@crowell.com

7 rue Joseph Stevens
1000 Brussels
Belgium

Tel: +32 2 282 4082
Fax: +32 2 230 6399
www.crowell.com
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Litigation on top-level domains
Flip Petillion and Jan Janssen
Crowell & Moring LLP

Prior to the latest gTLD programme, ICANN had conducted two 
gTLD application rounds, which were limited in scope. Both of these 
application rounds were conceived as trial runs to evaluate the process 
of expanding the number of gTLDs. The previous rounds did not create 
any security or stability issues for the domain name system. However, 
the evaluation process needed adjustment and the ICANN board’s 
involvement in evaluating new TLD applications had led to expensive 
litigation for ICANN. Based on this experience, ICANN has spent years 
developing the evaluation process for the most recent round of new 
gTLD applications. This has resulted in a phased evaluation process, 
where ICANN has tried to limit the involvement of its board in the 
delegation of new gTLDs and has attempted to prevent decisions made 
in the framework of the new gTLD programme from being challenged. 
To that end, ICANN has outsourced the evaluation of applications and 
the conflict resolution between applicants to third-party panels and 
dispute-resolution providers. ICANN also required all applicants to 
agree to a broad litigation waiver, and ICANN attempted to condense 
its accountability mechanisms. If the litigation waiver is valid, the only 
option remaining for applicants who wish their final ICANN decision to 
be reviewed is to file a request for an independent review process (IRP) 
with the International Centre for Dispute Resolution of the American 
Arbitration Association.

Although this is contested by ICANN, IRP proceedings initiated 
by applicants under the latest gTLD programme all have the 
characteristics of an international arbitration. During the evaluation 
of new gTLD applications, ICANN has tried to limit the scope of IRPs 
unilaterally at both a procedural and a substantive level.

Procedurally, ICANN wanted to allow oral hearings only in 
exceptional circumstances and to limit them to argument only. As was 
later explained by ICANN, it wanted to exclude witness testimony and 
the (cross-)examination of witnesses. ICANN has consistently opposed 
in-person hearings. Until now, oral hearings took place in all but one 
case, where the claimant, Merck KGaA, did not want an oral hearing; in 
some cases, the IRP panel has organised in-person hearings. One IRP 
panel decided to allow live witness testimony, reasoning that it would 
be impossible otherwise to ensure that the parties in an IRP are treated 

with equality and that each party has the right to be heard and is given 
a fair opportunity to present its case. Although IRPs do not allow for 
US-style discovery, it is possible to obtain an order that ICANN produce 
narrowly defined categories of documents. So far, all applicants who 
have filed a substantive request for the production of documents held 
by ICANN have been granted their request. As a result, ICANN’s 
attempts to curtail IRPs from a procedural point of view seem to be 
blocked by fundamental due process rights.

Substantively, IRPs are only available for challenging actions 
(and inactions) of the ICANN board for consistency with ICANN’s 
articles of incorporation and by-laws. And, as the board’s involvement 
in the delegation of new gTLDs has been severely limited, new 
gTLD applicants face difficulties in identifying a board action or 
inaction that is inconsistent with ICANN’s articles of incorporation 
and by-laws. ICANN will argue that, although it is stated in the new 
gTLD programme that the ICANN board remains responsible for the 
programme, the board is not responsible for the actions of third-party 
evaluators or dispute-resolution providers, and that it was entitled to 
outsource the tasks attributed to these third-party providers.

Most IRPs under the new gTLD programme dealt with ICANN’s 
handling of evaluations and determinations made by third-party 
vendors. ICANN argued that these third-party vendors were not 
mandated to apply ICANN’s core values and must not comply with 
ICANN’s fundamental obligations. In view of the serious criticism 
expressed by IRP panels, this position seems no longer tenable for the 
future. ICANN has already been encouraged to adapt its procedures 
during the current round, but has refused to do so in a majority of the 
cases. However, recent decisions in the .charity and .sport cases seem 
to have compelled ICANN to change its processes to the benefit of the 
.charity and .sport applicants.

Also in the current round of applications, four IRPs deal with 
ICANN decisions that are more easily attributable to the ICANN board. 
In all of the cases decided so far ICANN was unsuccessful, because the 
ICANN board had accepted advice from the Government Advisory 
Committee without proper reasoning.
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ICANN dispute resolution 
procedures
Jan Janssen
Crowell & Moring LLP

Since its creation, the Internet Corporation for Assigned Names 
and Numbers (ICANN) has been responsible for the establishment, 
oversight, and implementation of policy for the internet domain name 
system (DNS), including delegation of responsibilities to DNS registries 
and registrars. In 1999, the Uniform Dispute Resolution Policy (UDRP) 
was created within ICANN, with the goal of providing an alternative 
to costly litigation for resolving disputes concerning cybersquatting in 
generic top-level domains (gTLDs). In 2004, ICANN created a dispute 
resolution policy for inter-registrar domain name transfers. In 2011, 
ICANN adopted the new gTLD programme with a view to expanding 
the DNS with the introduction of new gTLDs. With the introduction 
of new gTLDs, ICANN has introduced additional rights protection 
mechanisms to prevent and remedy cybersquatting. In 2016, all of 
ICANN’s rights protection mechanisms will be reviewed by an ICANN 
working group.

The UDRP
General overview of the UDRP
The UDRP sets out the legal framework for the resolution of disputes 
between a domain name registrant and a third party over the abusive 
registration and use of domain names in gTLDs and country code top-
level domains (ccTLDs) that have adopted the UDRP on a voluntary 
basis. All ICANN-accredited registrars that are authorised to register 
names in the gTLDs (and ccTLDs) have agreed to abide by and 
implement the UDRP. Any person or entity who registers a domain 
name in the gTLDs and ccTLDs in question is required to consent to 
the terms and conditions of the UDRP policy.

Since the adoption of the UDRP, over 70,000 complaints have 
been filed with the dispute resolution providers authorised by ICANN. 
The procedural rules for the UDRP have been reviewed recently and 
the new version of the rules is in effect for all UDRP proceedings in 
which a complaint is submitted to a provider on or after 31 July 2015. 
The UDRP itself is also up for review by an ICANN working group. 
However, the UDRP review will be part of a second phase, after the 
review of the other rights protection mechanisms has been completed. 

UDRP proceedings
Under the UDRP, any person or company in the world can file a domain 
name complaint concerning a gTLD alleging the abusive registration 
of a domain name against a domain name registrant.

The complainant can obtain the cancellation or transfer of, or other 
changes to, the domain name registration if he or she demonstrates that:
• the domain name is identical or confusingly similar to the 

trademark or service mark in which the complainant has rights;
• the registrant has no rights or legitimate interests in respect of the 

domain name; and
• the domain name has been registered and is being used in 

bad faith.

Complaints on the basis of the UDRP can be filed either in a court of 
proper jurisdiction or with an approved dispute-resolution service 
provider that will appoint an administrative panel (ie, administrative 
proceedings). The remedies available to a complainant before an 
administrative panel are limited to the cancellation or transfer of 
the domain name registration to the complainant. Administrative 
proceedings are mandatory, meaning that any domain name registrant 

must accept the competence of the ICANN-accredited dispute 
resolution service providers to rule on a UDRP complaint.

This does not prevent the domain name registrant or the 
complainant from submitting the dispute to a court of competent 
jurisdiction for independent resolution before such mandatory 
administrative proceeding is commenced or after such proceeding 
is concluded. If the disputed domain name is or becomes the subject 
of other legal proceedings during administrative proceedings, 
the administrative panel may suspend, terminate or continue the 
administrative proceedings. In most cases, administrative panels 
consider that the UDRP dispute can be evaluated separately from 
ongoing court proceedings and decide to continue the administrative 
proceedings. If proceedings are terminated on the basis of other 
pending proceedings, this normally does not prevent the filing of a 
future UDRP complaint pending resolution or discontinuation of 
such court proceeding. It is in the administrative panel’s discretion to 
determine what weight to ascribe to previous court decisions. Similarly, 
courts are not bound by the administrative panel’s determinations. 

Court proceedings immediately following the administrative 
panel’s determination are generally considered a de novo hearing of the 
case under national law. To allow for a useful hearing under national 
law, the domain name registrar will wait to implement the decision 
of an administrative panel to cancel or transfer a domain name for a 
period of 10 business days following the communication of the panel’s 
decision. The registrar will then implement the decision unless the 
domain name registrant communicates during that 10-business-day 
period official documentation (such as a copy of a complaint, file-
stamped by the clerk of the court) that the domain name registrant 
has commenced a lawsuit against the complainant in a competent 
jurisdiction. If the registrar receives such documentation in a timely 
fashion, the registrar will not implement the administrative panel’s 
decision, and will take no further action, until it receives satisfactory 
evidence of a resolution between the parties; satisfactory evidence 
that the lawsuit has been dismissed or withdrawn; or a copy of an order 
from such court dismissing the lawsuit or ordering that the domain 
name registrant does not have the right to continue to use the disputed 
domain name.

Pending administrative proceedings, court proceedings or arbitra-
tion, the registrar must ‘lock’ the domain name. This means that the 
disputed domain name may not be administered by another registrar or 
transferred to any party other than the complainant. In administrative 
proceedings, the lock will remain for a period of 15 business days after 
such proceedings are concluded. During court proceedings or arbi-
tration, the disputed domain name may be transferred provided that 
the party to whom the domain name registration is being transferred 
agrees, in writing, to be bound by the decision of the court or arbitra-
tor. The domain name registrant may also change registrars during a 
pending court action or arbitration, provided that the domain name 
shall continue to be subject to the proceedings commenced against the 
domain name registrant in accordance with the terms of this policy. In 
such event, the dispute shall remain subject to the domain name dis-
pute policy of the registrar from which the domain name registration 
was transferred.

The updated UDRP rules include the following modifications:
• a complainant is no longer required to transmit a copy of the 

complaint to the domain name registrant;
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• the registrar with which the domain name was registered must 
lock the domain name within two days following the receipt of the 
complaint from the UDRP provider. Within that time frame, the 
registrar must provide useful information such as the registrant’s 
contact details, which may have been hidden by a privacy service;

• a domain name registrant may request a four-day extension of the 
deadline to respond to a complaint, which will be automatically 
granted by the UDRP provider; and

• parties must follow specific steps in case they want to settle during 
the UDRP proceedings.

These amendments to the UDRP rules were designed to reduce the risk 
of cyberflight during an UDRP proceeding. A registrant can no longer 
change ownership of a domain name with intent to escape the dispute.

Competent dispute resolution providers
ICANN has accredited the following dispute resolution service 
providers (DRSPs) for handling administrative UDRP proceedings: 
the WIPO Mediation and Arbitration Center, the National Arbitration 
Forum (the Forum), the Czech Arbitration Court (CAC), the Asian 
Domain Name Dispute Resolution Centre (ADNDRC) and the Arab 
Center for Dispute Resolution (ACDR).

These DRSPs handle disputes regarding second-level domain 
name registrations in all new gTLDs and the following gTLDs: .aero, 
.asia, .biz, .cat, .com, .coop, .info, .jobs, .mobi, .museum, .name, .net, 
.org, .pro, .tel and .travel. Some of these gTLDs, the sponsored TLDs 
such as .aero, .biz and .jobs, apply registration criteria that differ from 
the UDRP and have additional policies for dealing with disputes about 
the registration criteria, such as the Restrictions Dispute Resolution 
Policy for .biz. 

Timing and costs of administrative proceedings
Administrative proceedings last for approximately 75 days. The filing 
costs range from US$550 to US$1,700 in the case of a complaint 
regarding one to five domain names with the designation of a single-
member panel. Higher costs may apply depending on the number of 
domain names at issue and the choice to appoint a three-member panel.

These costs do not include attorneys’ fees. 
Some DRSPs such as the WIPO and the CAC provide for a partial 

refund in the event of the withdrawal of a complaint (that is if the 
complainant fails to remedy any deficiencies identified by the DRSP 
regarding the formal requirements of the complaint) or the termination 
of the proceedings prior to the appointment of a panel. 

The prevailing party does not get a refund of his or her costs.

Dispute resolution in new gTLDs
The UDRP applies to all new gTLDs. In addition, ICANN has developed 
new procedures to prevent and combat cybersquatting and to deal with 
other disputes in relation to the registration requirements for specific 
types of gTLDs and with a view to preserving the public interest 
commitments of new gTLD registries. 

Preventing cybersquatting during the launch of new gTLDs:  
the Trademark Clearinghouse
The launch of every new gTLD must be preceded by a process whereby 
brand-owners will have the opportunity to protect their trademarks at 
the second level (ie, as a domain name) in such TLD. The Trademark 
Clearinghouse was established for this purpose. The Trademark 
Clearinghouse is a database holding validated trademark information 
in relation to domain names and provides a centralised location for 
storage and authentication of trademark information. The Trademark 
Clearinghouse supports both the sunrise period and the trademark 
claims service that precede the launch of a new gTLD. The sunrise 
period is a period of a minimum of 30 days allowing trademark-holders 
to register their validated trademarks as domain names in a new gTLD 
before others are allowed to register domain names. The trademark 
claims service provides notice to potential registrants of existing 
trademark rights that are validated in the Trademark Clearinghouse, 
as well as notice to rights holders of relevant names registered. The 
trademark claims service must be offered for a minimum of 90 days. 

New gTLD registries may offer additional rights protection  
mechanisms.

New mechanisms to combat cybersquatting in new gTLDs:  
URS and trademark PDDRP
As explained by its name, the Uniform Rapid Suspension System (URS) 
is a rights protection mechanism allowing the rapid suspension of 
domain names. It offers a low-cost, fast path to relief for rights holders 
in clear-cut cases of infringement. These cases are brought before 
ICANN-accredited URS providers. Currently, the Forum and the 
ADNDRC are the only approved DRSPs for handling URS complaints.

The complainant in URS proceedings must demonstrate that:
• the registered domain name is identical or confusingly similar 

to a word mark: for which the complainant holds a valid national 
or regional registration and that is in current use; that has been 
validated through court proceedings; or that is specifically 
protected by a statute or treaty in effect at the time the URS 
complaint is filed;

• the registrant has no legitimate right or interest to the domain 
name; and

• the domain was registered and is being used in bad faith.

The burden of proof is clear and convincing evidence. 
When submitting a URS complaint, the disputed domain name 

will be locked within 24 hours, meaning all changes to the registration 
data, including transfer and deletion of the domain, will be blocked. 
However, the name will continue to resolve to the website. After the 
filing of the complaint, the respondent has 14 days to file a response. In 
the absence of extraordinary circumstances, a decision must be issued 
no later than five days after this period or after the response is filed.

If the complainant prevails, the domain name shall remain 
suspended for the remainder of the registration period or until it is 
transferred following subsequent UDRP proceedings and will resolve 
to a web page explaining why the domain name has been suspended.

The costs of a URS procedure (excluding attorneys’ fees) vary 
between US$360 and US$500 in function of the DRSP and the number 
of disputed domain names. 

The trademark post-delegation dispute resolution procedure 
(PDDRP)
A rights holder can bring a complaint under the trademark PDDRP 
if it believes a new gTLD registry operator is actively engaging in or 
contributing to infringing behaviour. Infringing behaviour can either 
relate to the use of the gTLD itself or to the use of domain names in 
the new gTLD.

In relation to the use of the gTLD, a complainant must assert and 
prove, by clear and convincing evidence, that the registry operator’s 
affirmative conduct in its operation or use of its gTLD string that is 
identical or confusingly similar to the complainant’s mark, causes or 
materially contributes to the gTLD doing one of the following:
• taking unfair advantage of the distinctive character or the 

reputation of the complainant’s mark; 
• impairing the distinctive character or the reputation of the 

complainant’s mark; or
• creating a likelihood of confusion with the complainant’s mark.

An example of infringement at the top level is where a TLD string is 
identical to a trademark and then the registry operator holds itself out 
as the beneficiary of the mark.

In relation to the use of domain names in the new gTLD, complain-
ants are required to prove, through clear and convincing evidence, that 
through the registry operator’s affirmative conduct:
• there is a substantial pattern or practice of specific bad faith intent 

by the registry operator to profit from the sale of trademark-
infringing domain names; and

• the registry operator’s bad faith intent to profit from the systematic 
registration of domain names within the gTLD that are identical or 
confusingly similar to the complainant’s mark, which:
• takes unfair advantage of the distinctive character or the repu-

tation of the complainant’s mark; 
• impairs the distinctive character or the reputation of the com-

plainant’s mark; or
• creates a likelihood of confusion with the complainant’s mark.

It is not sufficient to show that the registry operator is on notice of 
possible trademark infringement through registrations in the gTLD. 
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The registry operator is not liable under the PDDRP solely because 
infringing names are in its registry; the registry operator knows that 
infringing names are in its registry; or the registry operator did not 
monitor the registrations within its registry.

A registry operator is not liable under the PDDRP for any domain 
name registration that is registered by a person or entity that is 
unaffiliated with the registry operator; is registered without the direct 
or indirect encouragement, inducement, initiation or direction of any 
person or entity affiliated with the registry operator; and provides no 
direct or indirect benefit to the registry operator other than the typical 
registration fee (which may include other fees collected incidental to 
the registration process for value-added services such as enhanced 
registration security).

An example of infringement at the second level is where a registry 
operator has a pattern or practice of actively and systematically 
encouraging registrants to register second-level domain names and to 
take unfair advantage of the trademark to the extent and degree that 
bad faith is apparent. Another example of infringement at the second 
level is where a registry operator has a pattern or practice of acting as 
the registrant or beneficial user of infringing registrations, to monetise 
and profit in bad faith.

The appointed expert panel in a trademark PDDRP may 
recommend a variety of graduated enforcement tools against the 
registry operator, ranging from remedial measures for the registry to 
employ to ensure against allowing future infringing registrations to the 
termination of a registry agreement in extraordinary circumstances.

The WIPO, the Forum and the ADNRC are competent DRSPs for 
handling trademark PDDRP complaints. The administrative costs, 
excluding the fees of the expert panel, amount to approximately 
US$1,700. Trademark PDDRP proceedings are expected to be handled 
within two months. Either party shall have a right to seek a de novo 
appeal within 20 days after an expert determination is issued. To date, 
no complaint has been filed under the trademark PDDRP. 

Dispute resolution in relation to registration requirements and 
public interest commitments
Restricted Registry Dispute Resolution Policy (RRDRP)
Some new gTLDs are defined to serve a community defined by the 
gTLD registry operator and apply registration restrictions that are 
outlined in the registry agreement between the registry operator and 
ICANN. The RRDRP is intended to address circumstances in which 
a community-based new gTLD registry operator deviates from these 
registration restrictions.

Complainants who assert being a harmed established institution as 
a result of the community-based gTLD registry operator not complying 
with the registration restrictions set out in the registry agreement 
have standing to file a complaint under the RRDRP. For a claim to be 
successful, the claims must prove by a preponderance of evidence that:
• the community invoked by the objector is a defined community;
• there is a strong association between the community invoked and 

the gTLD label or string;

• the TLD operator violated the terms of the community-based 
restrictions in its agreement; and

• there is measurable harm to the complainant and the community 
named by the objector.

The expert panel may recommend a variety of graduated enforcement 
tools against the registry operator if the expert panel determines 
that the registry operator allowed registrations outside the scope of 
its promised limitations. In extraordinary circumstances where the 
registry operator acted with malice, the expert panel may recommend 
the termination of a registry agreement.

An expert determination must be rendered within 45 to 60 days 
from the appointment of the expert panel. Either party shall have a 
right to seek a de novo appeal of the expert determination within 20 
days following the expert determination.

The Forum is currently the sole DRSP that is appointed. 

The Public Interest Commitment Dispute Resolution Policy 
(PICDRP)
The PICDRP addresses complaints that a registry may not be complying 
with the public interest commitments in its registry agreement. Unlike 
other dispute resolution mechanisms created by ICANN, no DRSP 
has been appointed. The PICDRP is organised under the auspices 
of ICANN, and ICANN appoints a PICDRP standing panel. On 14 
March 2017, a three-member PICDRP panel issued its first decision, 
finding that the registry operator of the .feedback gTLD failed to 
operate the TLD in a transparent manner consistent with general 
principles of openness and non-discrimination. The panel found the 
following violations: 
• announcements of policy changes were made in the news media 

instead of through the registry’s website and without adherence to 
the 90-day notice requirement established by the registration and 
launch policies of the .feedback gTLD;

• the registry operator also failed to adhere to the notice requirement 
for a change in policy when it introduced an ‘early access, free 
speech partner programme’ during the sunrise period;

• there was lack of transparency in relation to applicable fees and 
in relation to the policy applicable to the registry’s free.feedback 
website, which enabled the registration of domain names in 
the name of trademark-holders without the trademark-holders’ 
consent; and

• the self-allocation or reserving of domain names that correspond to 
the trademark-holders’ mark during the sunrise period constitutes 
a failure to adhere to the registry operator’s registration and launch  
policies.

Following the PICDRP panel’s decision, ICANN issued a notice of 
breach of the registry agreement to the .feedback registry operator, 
requiring the registry operator to cure the breaches by 15 April 
2017, failing which ICANN may commence the registry agreement 
termination process.
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Argentina
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Registration and use of domain names at ccTLD registry

1 Which entity is responsible for registration of domain names 
in the country code top-level domain (ccTLD)?

In Argentina the entity responsible for the registration of ccTLDs is 
NIC Argentina (National Directorate of Domain Names Registration), 
an entity that falls under the executive power of the federal govern-
ment, except for the edu.ar domain, which is handled by the Network 
of University Interconnection Association.

In addition, NIC Argentina is responsible for the only generic top 
level domain available in Argentina, which is .ar. The gTLD is reserved 
for official organisations. 

2 How are domain names registered?
During the past few years NIC Argentina has been introducing changes 
to the way that domain names are registered, handled and renewed. 
On 19 July 2016 a new Regulation for the Administration of Domain 
Names in Argentina (Resolution 110/2016) was published in the Official 
Gazette. By virtue of this new regulation, the older ones (issued in 2014 
and 2015) have been replaced or modified.

Article 13, Chapter 1 (Registration) of the above-mentioned regula-
tion establishes that the registration of a domain name will be granted 
to the person or entity that applies for its registration first, once a vali-
dation procedure has been completed.

The validation procedure consists of providing NIC Argentina 
with some information (name, address, country, email address, date of 
birth, tax ID) and creating a user account. Real persons are required to 
submit a copy of their ID or passport so as to allow the registry to con-
firm whether the information provided in the form is accurate. In the 
case of entities, their representative must submit documents showing 
that he or she has sufficient powers to represent said company.

Once completed, the applicant will have an account created at NIC 
Argentina through which domain names can be registered, renewed, 
delegated and transferred. 

As in many other domain name registries, before registering a 
domain name the registry confirms whether it is available. If so, then 
the procedure is very simple: confirmation of the owner’s information; 
choosing the payment method (credit card is provided as one of the 
means of payment); and receiving confirmation of registration. 

Although the domain name is registered a few hours after the 
payment has been approved, it should be noted that registrations and 
assignments of domain names are published in the Official Gazette 
(article 15, Chapter 1, Resolution 110/2016). This publication takes 
place a few days after the registration has been confirmed. 

Besides this general procedure, NIC Argentina has established 
some additional requirements for special ccTLDs such as tur.ar, 
musica.ar, gob.ar, and org.ar. To be able to register these domain 
names the applicant must provide evidence that it is registered as 
an authorised tourist agency (for tur.ar), registered at the Registry of 
the Musical Activity of the National Institute of Music or Registry of 
National Musicians (for musica.ar) or as a non-profit organisation (for 
org.ar).

3 For how long is registration effective?
NIC Argentina has established the effectiveness of registration of all 
types of ccTLD for one year. Domain names can be renewed repeatedly 
for the same period of time.

4 What is the cost of registration?
The cost of registration, renewal and assignment is 270 pesos.

5 Are registered domain names transferable? If so, how?  
Can the use of a domain name be licensed?

Domain names are transferable. The procedure requires entering the 
owner’s user account, choosing the domain name to be assigned and 
entering the ID number of the assignee. The assignee must have already 
completed the validation procedure. Once finished, the assignee will 
receive a request to confirm the assignment and to pay the official fees.

NIC Argentina’s regulation does not contain any provisions related 
to the licensing of domain names. However, as with any other IP asset, 
their licensing is permitted (Civil and Commercial Code, interna-
tional treaties).

6 What are the differences, if any, with registration in the 
ccTLD as compared with a generic top-level domain (gTLD)?

As described above, the registration procedure established in Argentina 
is similar for the registration of gTLDs. The only significant difference, 
compared for example with .com, is that registration is centralised with 
a single federal government entity.

Additionally, it should be noted that NIC Argentina is responsible 
for the only gTLD available in Argentina (.ar), which is reserved for offi-
cial organisations.

7 Can the registrant use a privacy service to hide its contact 
information?

There is no such privacy service to hide contact information. Part of 
the contact information is mandatory such as the name, tax ID and 
personal ID numbers. Other information, such as telephone or email 
address, may be hidden at the request of the registrant.

Pre-litigation actions

8 Under what circumstances will a registrant’s privacy-
protected contact information be disclosed? What processes 
are available to lift a registrant’s privacy shield?

There is no provision regarding the circumstances when NIC Argentina 
will disclose hidden contact information. In general, at the request of a 
competent authority (ie, a court order), NIC Argentina would have to 
reveal such information.

9 Are third parties (such as trademark holders) notified of a 
domain name registration or attempt to register a domain 
name? If so, how? If not, how can third parties receive notice?

Every registration or assignment of domain names is published in the 
Official Gazette for two days. This publication allows third parties to be 
aware of new registrations.

As usually happens with trademark applications in Argentina 
and many other countries, companies and law firms can monitor the 
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domain names that appear on a weekly basis and compare them with 
trademark registrations that might be infringed. 

10 Is there a need to notify the domain name registrant before 
launching a complaint or initiating court proceedings?

It is not mandatory to notify the registrant before initiating a complaint 
before NIC Argentina or filing a court action before the federal courts. 
Once the complaint is initiated, either NIC Argentina or the court will 
order service of the complaint to the registrant.

Transfer or cancellation

11 What is the typical format for a cancellation or transfer action 
in court litigation (domains registered in either a ccTLD or a 
gTLD) and through ADR (ccTLD only)?

In Argentina there are two ways of pursuing the cancellation or transfer 
of a domain name. One is provided by NIC Argentina, which is based 
on the ICANN rules, and the other consists of a lawsuit before the fed-
eral courts.

With respect to the cancellation procedure ruled by NIC Argentina, 
it is not strictly ADR, rather it is an administrative procedure where 
both parties will be heard and NIC Argentina will issue a decision. The 
administrative decision may be appealed before the courts.

If the complainant chooses to file a lawsuit before the federal 
courts, some jurisdictions require a mandatory mediation procedure 
that should be completed before being able to initiate the lawsuit.

The judicial procedure consists of three stages: lawsuit and 
response; initial hearing and evidence stage; and final arguments and 
decision. The decision can be appealed to the Chamber of Appeals.

In both cases (administrative and judicial procedure), the com-
plaint is generally based on the ownership of trademark rights over the 
domain name.

Additionally, the federal procedural law and many local laws con-
tain provisions that allow parties to submit the conflict to arbitration or 
voluntary mediation. However, the parties rarely choose ADR. 

12 What are the pros and cons of litigation and ADR in domain 
name disputes? What are the pros and cons of choosing a local 
forum to litigate a gTLD dispute compared with the ICANN 
ADR format for the gTLD?

The procedure before NIC Argentina provides a fairly quick decision 
from the authority, and it is more cost-effective. However, it is advis-
able only for those cases where the domain name and trademark in 
conflict are practically identical, and where the trademark owner has a 
valid trademark registration in Argentina.

In those cases where the factual situation is more complex, the 
possibility of discussing various issues and obtaining a wide range of 
evidence, or the need to obtain a preliminary injunction, could make it 
advisable to resort to a court of law.

13 What avenues of appeal are available?
As stated, both in the case of the administrative procedure before NIC 
Argentina and in the case of litigation before a court, appeals are avail-
able to the Chamber of Appeals.

It should be noted that on an appeal against an administrative deci-
sion (issued by NIC Argentina or any other administrative organisa-
tion) the parties at court are the complainant and NIC Argentina. The 
registrant is not the defendant, although it may be cited by any of the 
parties as a third party connected with the case.

14 Who is entitled to seek a remedy and under what conditions?
Rights holders, such as a trademark owners, are definitely entitled to 
pursue a cancellation or transfer of a domain name. Licensees may also 
be entitled to seek remedies if their licence agreement allows them to 
defend the licensed rights in Argentinian territory.

The first and most important condition to be ‘entitled’ is to have a 
legitimate interest in the domain name. In fact, article 24, Chapter III 
(Disputes) of Resolution 110/2016 states that ‘any user who considers 
that it owns a better right or has a legitimate interest with respect to the 
ownership of the domain name’ may file a complaint. 

15 Who may act as defendant in an action to cancel or transfer a 
gTLD in local courts?

The defendants in an action to cancel or to recover a domain name are 
always the registrants. Since NIC Argentina does not allow any pri-
vacy shield, the name and tax ID of the owners are always published 
in WHOIS, so there is no need to specify any respondent other than the 
real registrant.

16 What is the burden of proof to establish infringement and 
obtain a remedy?

In Argentina there is a general rule that determines that whoever files 
the complaint has the burden of proving the factual and legal issues in 
the case. If there is an infringement, the complainant has to prove that 
it has legitimate rights and legitimate interests and that certain actions 
or behaviour by the defendants are infringing its rights.

17 What remedies are available to a successful party in an 
infringement action?

In the case of the procedure before NIC Argentina, the only remedy 
available is the transfer of the domain name.

In the case of a court action, a petition for recovering litigation 
costs is usually added to the transfer of the domain name. In addition, 
if the complainant can prove that the behaviour of the registrant has 
caused him or her damage, he or she may also claim monetary relief. 
No punitive damages are available.

18 Is injunctive relief available, preliminarily or permanently, 
and in what circumstances and under what conditions?

Preliminary injunctions are only available if the complainant chooses 
court action.

The Procedural Law, the Trademark Law Act, the Paris Convention 
and TRIPS govern preliminary injunctions in these conflicts. Jurisprudence 
and doctrine determine that there are three main requirements for 
obtaining an injunction: danger in delay (irreparable damage); plausibility 
of rights (eg, likelihood of confusion); and security bond.

The usual time frame for obtaining a preliminary injunction is about 
one month. The judge makes the decision without hearing the defendant.

If the judge grants a preliminary injunction then he or she will order 
NIC Argentina to preliminarily transfer the ownership of the domain 
name to the complainant and will notify, at the same time, the decision 
to the defendant. The decision can be appealed by any of the parties. 

It should be noted that the Federal Procedural Law determines that 
in order to maintain the effectiveness of the preliminary injunction, the 
complainant must file a lawsuit in federal court within a short period of 
time, in order to obtain a final decision. 

19 How is monetary relief calculated?
Monetary compensation is usually related to an infringement and can 
only be requested in a court action. The basis of this general claim is article 
1716 of the National Civil and Commercial Code, which establishes that 
‘the violation of the duty of not damaging a third person, or the breach of 
an obligation, gives rise to compensation for the damage caused’.

The person who infringes a intellectual property right and causes 
damage to its rights holder should repair the damage caused. The dam-
ages sought should be estimated by the one who suffered the conse-
quences of the damage and are granted by a judge.

However, in the great majority of the cases related to intellectual 
property rights it is very difficult for the rights owner (eg, trademark 
owner) to prove the damage provoked by the infringer, and therefore 
there are some general rules that the courts usually apply: 
• how the trademark goodwill has been affected; 
• loss of profits; and 
• the infringer’s profits.

20 What criminal remedies exist, if any?
There are no specific regulations in connection with domain names 
and criminal remedies. Inasmuch as the use of a registered trademark 
belonging to a third party may be considered included within the rule 
of article 31(b) of the Trademark Law (‘whoever uses a counterfeit 
trademark or tradename, or one fraudulently imitated or belonging to 
a third party without their authorisation’) then such conduct could be 
considered a crime under the Trademark Law.
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However, the civil remedies described above (lawsuit or adminis-
trative proceedings) are much more straightforward and effective. In 
addition, criminal courts are more reluctant to condemn trademark 
infringers (or even cybersquatters).

21 Is there a time frame within which an action must be 
initiated?

There is no time frame within which an action must be initiated. NIC 
Argentina’s regulations do not contain any provision that determines 
that after a certain period of time the rights holder loses the opportu-
nity to file a lawsuit or a complaint.

22 Can a registrant’s rights in a domain name expire because 
of non-use. Can a registrant be estopped from bringing an 
infringement action? In what circumstances?

Unlike trademark registrations in Argentina, domain names are not 
vulnerable to cancellation based on non-use. Of course, the registrant 
must renew it every year and pay the official fees. If this does not hap-
pen, then the registration would expire and any third party (and the 
former registrant, as well) may apply for its registration.

23 What is the typical time frame for an infringement action at 
first instance and on appeal?

The usual time frame for an infringement action (or domain name can-
cellation or transfer) before the federal courts is three years. An appeal 
may take another two years.

If the case is decided by NIC Argentina, it is common to obtain 
a decision within three months. If the complainant or defendant 
appeals, the final administrative decision takes approximately two 
more months. The administrative decision can be appealed before the 
courts (although is quite unusual), which may take between three and 
four years. 

24 Is a case law overview available on procedural or substantive 
issues? Does the case law have a precedential value?

As in most civil law jurisdictions, jurisprudence is considered an impor-
tant source when deciding a case, although it is only mandatory when 
it comes from a decision issued the by Chamber of Appeals en banc, 
and only for those first-instance judgments under the Chamber of 
Appeals’ jurisdiction.

25 Can parties choose a panellist in an ADR procedure involving 
a ccTLD? Can they oppose an appointment?

As stated previously, arbitration – although it is ruled by the Federal 
Procedural Law – is not a popular form of ADR.

However, if the parties involved in a conflict related to domain 
names decide to take the case to arbitration, the rules that govern the 
proceedings will depend on the entity chosen to hold the arbitration. 
Most of the arbitration centres already created include provisions that 
allow the parties to choose one panellist each, and the third is chosen 
by the other two arbitrators. 

26 What is the typical range of costs associated with an 
infringement action, including pre-litigation procedures, trial 
or ADR, and appeal? Can these costs be recovered?

Court fees in connection with an infringement action are around 
US$100 to US$200. However, if the complainant requests monetary 
compensation based on damage caused by the infringer, court fees will 
be higher, since they are calculated upon a percentage of the amount 
claimed in the complaint.

When the judge issues his or her decision on the merits of the case, 
he or she may order the losing party to pay litigation costs to the other 
party. The litigation costs vary dramatically depending on the case, but 
in a typical infringement action based on a trademark right they might 
be estimated to be between US$6,000 and US$8,000.

Pablo T Armando parmando@noetar.com.ar

25 de Mayo 489, 8th Floor
Buenos Aires (C1002ABI)
Argentina

Tel: +54 11 4315 9200
Fax: +54 11 4315 9201
www.noetingeryarmando.com.ar
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Registration and use of domain names at ccTLD registry

1 Which entity is responsible for registration of domain names 
in the country code top-level domain (ccTLD)?

DNS Belgium is the registry for the .be ccTLD. DNS Belgium also 
became the operator of the .brussels and .vlaanderen gTLDs.

2 How are domain names registered?
Domain names are registered through a .be-accredited registrar or 
reseller of an accredited registrar. A list of accredited registrars is avail-
able at www.dns.be.

3 For how long is registration effective?
The registration is effective for a renewable term of one year.

4 What is the cost of registration?
DNS Belgium charges €4 (excluding VAT) for each of the following 
transactions made by an accredited registrar: 
• the registration of a new domain name; and
• the yearly renewal of a domain name.

Additional charges are due in case a domain name is in quarantine (ie, 
a maximum period of 40 days during which the domain name is deac-
tivated by the registrant or the registrar, but during which it is not avail-
able for registration by a third party without the registrant’s consent). 
DNS Belgium charges €10 (excluding VAT) for the reactivation of such 
domain names. 

Total registration costs depend on the registrar, who is free to 
determine their price in return for the services offered.

5 Are registered domain names transferable? If so, how?  
Can the use of a domain name be licensed?

Domain names in the .be ccTLD can be transferred. This can be done 
on the basis of a mutual agreement with the existing domain name 
holder (registrant) or following a court order or a decision by a panel of 
the Belgian Centre for Arbitration and Mediation (CEPANI), the com-
petent ADR provider.

A transfer requires the transfer code, which will always be commu-
nicated through the incumbent domain name holder (registrant). The 
new registrant must accept the terms and conditions for registration of 
the .be domain name and pass on the transfer code to an accredited 
registrar. The registrar can then set up a name server and submit the 
transfer request to DNS Belgium to have the transfer executed.

DNS Belgium charges €4 (excluding VAT) for each transfer of an 
individual domain name to another accredited registrar. Upon com-
pletion of the transfer, the domain name will be registered for one 
year, after which a renewal fee will be due. To enhance the security 
of a domain name registration, the registrant can block the domain 
name for voluntary transfer or any other change in the configuration 
of the domain name upon activation of the Domain Guard service. 
The Domain Guard service may be temporarily suspended four times 
a year to give the registrant the opportunity to transfer the domain 
name or change the configuration (eg, to implement a change of host-
ing provider). DNS Belgium charges €80 (excluding VAT) a year for the 
Domain Guard service. An additional fee of €80 (excluding VAT) is due 

if the Domain Guard service is suspended more than four times a year, 
in which case the additional fee allows for four additional suspensions.

When a registrar takes over (part of ) the business of another regis-
trar, domain names can be transferred in bulk between registrars. For 
the transfer of a portfolio of domain names between registrars, DNS 
Belgium charges €0.25 (excluding VAT) per domain name with a mini-
mum of €500 (excluding VAT) per requested transaction. 

DNS Belgium also charges €40 (excluding VAT) for the transfer of 
a domain name in quarantine.

The total costs for a transfer and transfer-related services will 
depend on the price that is charged by the registrar.

The licensing of domain names is permitted. However, the registrant 
remains the primary contact for third parties when addressing abuses.

6 What are the differences, if any, with registration in the 
ccTLD as compared with a generic top-level domain (gTLD)?

Registration of a domain name in the .be ccTLD is done on a first-come, 
first-served basis, as is the case for the majority of gTLDs. Anyone may 
register a .be ccTLD.

Domain names registered by private individuals will only show 
the registrant’s email address and language in the WHOIS database, 
provided that the registrant only filled in the fields that relate to pri-
vate individuals.

Belgian courts have jurisdiction regarding domain name disputes 
in the .be ccTLD, regardless of the place of residence of the registrant.

Registrars in the .be ccTLD are not necessarily accredited 
by ICANN.

The duration of the redemption grace period is 10 days longer than 
the redemption grace period for gTLDs. The redemption grace period 
is 40 days in the .be ccTLD immediately following the deletion of a 
registration, during which the domain name is put in quarantine. The 
deleted registration may be restored at the request of the registrant 
through the registrar that deleted it.

7 Can the registrant use a privacy service to hide its contact 
information?

The use of a privacy service is not authorised. However, if the registrant 
is a private individual, the WHOIS search function will disclose only 
the email address and the chosen language of the registrant for the pur-
pose of resolving disputes. 

Pre-litigation actions

8 Under what circumstances will a registrant’s privacy-
protected contact information be disclosed? What processes 
are available to lift a registrant’s privacy shield?

Third parties who would like to know the personal data of a registrant 
who is a private individual can obtain a lift of the privacy shield upon 
reasoned request to DNS Belgium. DNS Belgium will assess whether 
the requesting party has legitimate reasons for disclosure of the pri-
vacy-protected contact information, for example, when the requesting 
party wants to contact the registrant to inform him or her about a trade-
mark infringement that involves the use of the domain name. It will not 
disclose the requested data unless the requesting party undertakes not 
to use the requested personal data for any other purpose than the one 
detailed in the request.
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9 Are third parties (such as trademark holders) notified of a 
domain name registration or attempt to register a domain 
name? If so, how? If not, how can third parties receive notice?

There is no notification of registration attempts. Interested parties 
can receive notice of a registration through commercial monitoring 
services that are available on the market.

10 Is there a need to notify the domain name registrant before 
launching a complaint or initiating court proceedings?

There is generally no need to notify the domain name registrant before 
launching an ADR complaint or initiating court proceedings. Putting 
the registrant on notice may incite the domain name registrant to trans-
fer the domain name to a third party or straw person.

Transfer or cancellation

11 What is the typical format for a cancellation or transfer action 
in court litigation (domains registered in either a ccTLD or a 
gTLD) and through ADR (ccTLD only)?

Different types of actions are possible, depending on the urgency and 
the measures that are requested.

An injunction can be sought in summary proceedings before the 
president of any of the five competent courts of first instance (if the 
plaintiff does not carry on commercial activities) or the president of any 
of the five competent commercial courts (if the plaintiff carries on com-
mercial activities). These summary proceedings can be based on the 
Belgian Domain Name Act, trademark law or unfair commercial prac-
tices law. In a first instance court, the president of the court can order 
the transfer of the domain name; in a commercial court, the president 
of the court can order that the respondent ceases use of the domain 
name. No damages can be granted in summary proceedings.

A plaintiff can claim compensation for damages suffered through 
proceedings on the merits. Such an action can be based on differ-
ent grounds such as trademark law or the law on unfair commer-
cial practices.

In cases based on the Domain Name Act, Belgian courts have juris-
diction over all domain name disputes in the .be ccTLD, regardless of 
the location of the registrant, and all domain name disputes in other 
TLDs if the domain name registrant resides or has a registered office 
in Belgium.

To initiate court proceedings, a writ of summons must be served 
by a bailiff to the defendant. This writ mentions the hearing date and 
the court where the proceedings will be initiated. Parties will exchange 
one or more briefs before presenting their case at a final oral hearing.

DNS Belgium has also developed an ADR procedure in con-
junction with CEPANI. This procedure only applies to .be domain 
name disputes. 

The rules of this procedure are inspired by the ICANN Uniform 
Domain Name Dispute Resolution Policy (UDRP) with some differ-
ences. Unlike the UDRP, the terms and conditions of DNS Belgium 
expressly mention that various rights can be invoked in addition to 
trademark rights, such as a personal or commercial name or a geo-
graphical indication. Bad faith must be proven either at the time of reg-
istration or in the use of the domain name, while these are cumulative 
requirements under the UDRP.

The ADR procedure is initiated through the electronic filing of a 
complaint with CEPANI. The registrant may file a response. The dis-
pute is then assessed by an independent third-party decision-maker, 
who is a legal expert in the matter. At first instance, the costs of the ADR 
procedure paid to CEPANI are refunded to the prevailing complainant.

12 What are the pros and cons of litigation and ADR in domain 
name disputes? What are the pros and cons of choosing a local 
forum to litigate a gTLD dispute compared with the ICANN 
ADR format for the gTLD?

ADR proceedings are faster. Absent any exceptional circumstances, 
ADR proceedings are resolved in less than two months. Summary court 
proceedings easily take a couple of months more and proceedings on 
the merits quite often take up to a year.

It is also easier to identify the domain name holder in ADR 
proceedings. Even if no physical address is mentioned in the WHOIS 
records or if the data is incorrect, ADR proceedings can be initiated and 
the transfer can be obtained. In contrast, court cases cannot be initiated 

without the service of a writ of summons to a precisely identified and 
located defendant.

DNS Belgium will implement an ADR decision ordering the can-
cellation or transfer 15 days after being informed of the third-party 
decision-maker’s decision by CEPANI, except if the registrant has 
started an appeal procedure in time. In contrast, a court order will be 
implemented if it is final and served to the registrant.

Court proceedings are useful where a dispute is not limited to a 
domain name dispute. Proceedings on the merits allow claims for dam-
ages, which is not possible in ADR proceedings.

The choice of ADR or court proceedings may also affect the lan-
guage of proceedings. In ADR proceedings, the language depends on 
the registration agreement, whereas in court proceedings the language 
of the proceedings will depend on the location of the competent court.

13 What avenues of appeal are available?
An appeal can be filed against any court judgment. The appeal decision 
can be questioned before the Court of Cassation (Supreme Court) on 
limited grounds only. The Court of Cassation does not rule on the mer-
its of a case but only on procedural issues and questions of law. It may 
refer the matter to another court of appeal.

ADR proceedings relating to .be domain names allow each party 
to initiate an appeal with CEPANI against the decision of a third-party 
decision-maker within 15 calendar days following the notification of 
the decision.

At any time during ADR proceedings, parties have the option to 
submit the case to a competent court.

14 Who is entitled to seek a remedy and under what conditions?
ADR proceedings can be launched by a rights holder or licensee of a 
brand, trade name, registered name or company name, a geographi-
cal indication, a personal name or designation of a geographical entity.

Court proceedings can be launched by anyone having an interest 
in filing a claim. Remedies can be granted to anyone suffering damages 
from the registration or use of the domain name.

15 Who may act as defendant in an action to cancel or transfer a 
gTLD in local courts?

Actions to obtain the cancellation or transfer of a domain name are nor-
mally initiated against the registrant. An action against the registrar or 
ccTLD registry is also possible if the registrar or, as the case may be, the 
registry refuses to execute the cancellation or transfer.

16 What is the burden of proof to establish infringement and 
obtain a remedy?

In ADR proceedings, the plaintiff must prove the following in order to 
obtain the cancellation or transfer of the domain name: 
• the domain name is identical to or confusingly similar to a brand, 

trade name, registered name or company name, a geographical 
indication, a personal name or designation of a geographical entity 
in which the complainant has rights; and

• the registrant has no rights or legitimate interests with regard to 
the domain name; and

• the registrant’s domain name has been registered or used in 
bad faith.

The balance of probabilities is often applied as the burden of proof in 
ADR proceedings. 

To obtain the cancellation or transfer of the domain name through 
summary proceedings based on the Domain Name Act, the plaintiff 
will need to prove the abusive registration of a domain name that is 
identical or confusingly similar to a distinguishing sign, such as a trade-
mark, personal name or a commercial name. A domain name registra-
tion is abusive if it occurred without rights or legitimate interest and 
with the purpose to harm a third party or to take unfair advantage of 
the domain name.

The judge has a large margin of discretion over whether to consider 
a domain name registration abusive. In order to demonstrate that the 
domain name registrant has no rights or legitimate interest, it is gener-
ally accepted that it is sufficient to demonstrate that the existence of 
rights or legitimate interests is unlikely. The main difference between 
ADR proceedings and the Domain Name Act is the requirement of 
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‘registration or use in bad faith’ in ADR proceedings versus the require-
ment of ‘registration with the aim to cause damages or to obtain an 
unjustified advantage’ in the Domain Name Act. If no intention to prej-
udice a third party or to obtain an unjustified advantage was present 
at the time of registration, but the domain name is used in bad faith 
afterwards, the complainant will preferably initiate an ADR procedure.

Proceedings can also be based on trademark infringement or 
unfair commercial practices. General rules of trademark and commer-
cial practices law apply to stop infringing uses of the domain name. 
In proceedings on the merits, the plaintiff must prove the defendant’s 
fault, the existence of damages and a causal link between the dam-
ages and the defendant’s fault. It is not required to prove that the fault 
was intentional.

The burden of proof applied in court proceedings tends to be 
slightly higher than in ADR proceedings.

17 What remedies are available to a successful party in an 
infringement action?

In ADR proceedings, a complainant can obtain the cancellation or 
transfer of the domain name.

The cancellation or transfer of the domain name are also rem-
edies in summary proceedings on the basis of the Domain Name Act. 
If a domain name registration is considered abusive under the Belgian 
Domain Name Act, the president of the tribunal may order that the reg-
istrant ceases the infringement and, insofar as this may contribute to 
stopping the infringement, that the order be published. 

In summary proceedings that are solely based on trademark law 
or unfair commercial practices, the president of the tribunal can order 
that the registrant ceases the use of the domain name, but cannot order 
the transfer of the domain name or the payment of damages. In order 
to obtain damages, the plaintiff must initiate proceedings on the merits.

18 Is injunctive relief available, preliminarily or permanently, 
and in what circumstances and under what conditions?

Injunctive relief is preliminarily or permanently available through 
court proceedings based on trademark law or the law on unfair com-
mercial practices. It will be preliminarily available by initiating sum-
mary proceedings and permanently available through proceedings on 
the merits.

19 How is monetary relief calculated?
Damages can only be claimed in proceedings on the merits. Damages 
can be calculated on the basis of several factors such as the loss of gain 
and the actual damages suffered. These damages can include repu-
tational damages. It is generally accepted that when it is difficult to 
calculate the exact amount of damages, the court may determine the 
amount at its own discretion, based on what it considers to be fair and 
equitable (ex aequo et bono).

An amount for procedural costs and attorneys’ fees can also be 
granted, depending on the nature and importance of the dispute. This 
amount is rarely sufficient to cover the actual costs of the proceedings.

Costs that are incurred to stop the abusive registration or use of the 
domain name, but that are unrelated to court proceedings can be recov-
ered in proceedings on the merits. In a landmark case, the Ghent Court 
of Appeal ordered a cybersquatter to reimburse all costs related to an 
ADR procedure, inclusive of attorneys’ fees.

20 What criminal remedies exist, if any?
The abusive registration or use of a domain name does not give rise 
to criminal sanctions. However, the use of a false identity to register a 
domain name may be sanctioned with up to three months’ imprison-
ment and a fine of between €150 and €1,800.

The registration or use of a domain name will not be considered 
use of a trademark. However, if a domain name is used to create confu-
sion with a trademark or otherwise constitutes an act of counterfeit, 
the abusive use of the domain name can be sanctioned with up to three 
years’ imprisonment and a fine of between €600 and €600,000. The 
use of the domain name for other criminal activities, such as aiding and 
abetting child pornography, can also result in criminal sanctions.

21 Is there a time frame within which an action must be 
initiated?

Neither the terms and conditions for registration in the .be ccTLD 
nor the law provide for a deadline to combat trademark infringement 
or cybersquatting. As a result, a complainant will not be estopped 
from bringing an infringement action as long as the domain name 
is registered.

22 Can a registrant’s rights in a domain name expire because 
of non-use. Can a registrant be estopped from bringing an 
infringement action? In what circumstances?

A registrant’s right in a domain name will not lapse because of non-use. 
However, long-lasting non-use or the lack of proof of intent to use can 
result in loss of rights and legitimate interests as well as bad faith.

Damages resulting from the registration of a domain name must be 
claimed within five years of the discovery of the damage and within a 
maximum of 20 years since the damage occurred.

23 What is the typical time frame for an infringement action at 
first instance and on appeal?

ADR proceedings take 55 days on average. An appeal can be lodged with 
CEPANI within 15 days of the ruling handed down by the third-party 
decision-maker. The defending party then has seven days to respond to 
the arguments submitted by the other party. An appeal panel of three 
third-party decision-makers will be appointed by CEPANI. This panel 
must make a decision within 30 calendar days of appointment.

In urgent cases, summary proceedings can be handled within a 
couple of weeks. 

The same applies to appeal proceedings.
Court proceedings on the merits can last between 12 and 18 

months. In appeal this can even take longer.

24 Is a case law overview available on procedural or substantive 
issues? Does the case law have a precedential value?

Case law has no direct precedential value in Belgium, but judges and 
ADR panels tend to refer to previous decisions.

Case law overviews exist both for court cases and ADR proceed-
ings: Law on Computers 2007, No. 6, p 280 and No. 2, pp 74–87.

25 Can parties choose a panellist in an ADR procedure involving 
a ccTLD? Can they oppose an appointment?

CEPANI appoints one third-party decision-maker and a panel 
of three third-party decision-makers in appeal proceedings (the 
Appeal Committee).

A third-party decision-maker must notify the complaint manager 
in writing if circumstances could give rise to justifiable doubt as to 
his or her independence, in which case CEPANI will appoint another. 
There is no specific procedure to challenge the appointment of a third-
party decision-maker, but nothing prevents a party from notifying 
CEPANI of circumstances that could give rise to justifiable doubts as 
to a third-party decision-maker’s independence, if the appointed third-
party decision-maker failed to disclose these circumstances.

Update and trends

In 2016, DNS Belgium updated the terms and conditions for 
registration in the .be ccTLD. The new terms and conditions 
automatically apply as from 1 December 2016 to all .be domain 
name registrations. DNS Belgium made explicit that it will comply 
with orders of the Public Prosecutor. It also clarified that, when the 
domain name registration details mention both a personal name 
and a name of a company, the domain name will be considered 
registered in the company’s name. The updated terms and 
conditions also specify the manner in which DNS Belgium verifies 
the accuracy of registration details.

As is the case for intellectual property disputes in general, 
Belgian courts have gained expert knowledge of domain 
name disputes.

In 2015, the IP provisions of the new Belgian Code of Economic 
Law entered into force. Although the legislature aimed to integrate 
the Domain Name Act without modification, the codification has 
given rise to jurisdictional debates regarding the competence of the 
commercial courts versus the courts of first instance. Case law is 
not yet settled on the issue.
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26 What is the typical range of costs associated with an 
infringement action, including pre-litigation procedures, trial 
or ADR, and appeal? Can these costs be recovered?

The administrative fee charged for the ADR procedure must be paid 
when initiating the procedure. For up to five domain names, the admin-
istrative fee is €1,750. The fee is €2,110 for disputes involving six to 10 
domain names. An additional fee must be agreed with CEPANI if more 
domain names are involved. If the third-party decision-maker rules 
that the complaint is justified, DNS Belgium will refund the costs to 
the complainant. DNS Belgium will then claim this amount back from 
the respondent.

These costs do not include attorneys’ fees, which are usually lower 
than for court proceedings, given the written nature of the proceedings.

Costs for lodging an appeal amount to €4,050 exclusive of attor-
neys’ fees. These costs are not automatically refunded.

The cost for filing court proceedings includes the cost for the serving 
of the writ of summons by the bailiff and the actual filing costs. The total 
cost varies from €160 to €310. Compensation for procedural costs is 
granted to the prevailing party and will range from €150 to €30,000 
depending on the nature and value of the case.
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1000 Brussels
Belgium

Tel: +32 2 282 4082
Fax: +32 2 230 6399
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Denmark
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Registration and use of domain names at ccTLD registry

1 Which entity is responsible for registration of domain names 
in the country code top-level domain (ccTLD)?

Dansk Internet Forum (DIFO) has the overall responsibility for the 
ccTLD .dk. DIFO is appointed by the Danish Ministry of Trade and 
Industry. DIFO has delegated the day-to-day administration of .dk 
domain names to DK Hostmaster A/S (DK Hostmaster), a public lim-
ited liability company owned by DIFO. 

In Denmark, the administration of domain names takes the form 
of a sole registry that is administered by DK Hostmaster. In prac-
tice, .dk domains are purchased through a registrar approved by DK 
Hostmaster, while the contractual relationship is with DK Hostmaster. 
In March 2017 DK Hostmaster had 224 appointed registrars (web host-
ing companies) providing registration for .dk domain names.

2 How are domain names registered?
A domain name is registered online through one of DK Hostmaster’s 
appointed registrars. Subsequently, the domain name must be activated 
by confirming the agreement with DK Hostmaster. The registration 
agreement is concluded between the registrant and DK Hostmaster.

3 For how long is registration effective?
A registration period of one, two, three or five years can be chosen. 
The registration of a domain name is automatically renewed for a new 
registration period unless the registrant has requested otherwise or 
neglects to pay the renewal fee in time.

4 What is the cost of registration?
The Internet Domain Act provides that the price of a domain name 
must be cost-determined. This means that DK Hostmaster does not 
aim to generate profits.

The fees (inclusive of VAT) for the use of a domain name are: 
• one-year registration period – 45 kroner;
• two-year registration period – 90 kroner;
• three-year registration period – 135 kroner; and
• five-year registration period – 180 kroner.

However, total registration costs depend on possible fees charged 
by the chosen registrar. The typical total cost for registration will be 
around 100–300 kroner.

5 Are registered domain names transferable? If so, how?  
Can the use of a domain name be licensed?

Domain names are transferable. A transfer can be executed by using 
DK Hostmaster’s online self-service or via a transfer form, unless the 
domain name is disputed.

If a dispute is pending, the domain name may only be transferred 
with the approval of the management of DK Hostmaster and DIFO 
or upon a decision to this effect by the Complaints Board for Domain 
Names (the Complaints Board), Danish courts of law or arbitration.

A domain name may also be licensed. It is currently not possible to 
register a licence agreement with DK Hostmaster. Therefore, in cases 
of licensing, the registrant remains the primary contact person and 
party to the agreement with DK Hostmaster. 

However, if a domain name is trademark-protected, which is often 
the case, and the licence also includes the trademark, such a licence is 
registrable in the Register of Trademarks at the request of the proprie-
tor or the licensee, see section 40(2) of the Trademark Act. 

It should be noted that warehousing – where a registrant registers 
and maintains registrations of domain names solely with the purpose 
of reselling or licensing them to other parties – is expressly prohibited 
by section 25(2) of the Internet Domain Names Act. 

6 What are the differences, if any, with registration in the 
ccTLD as compared with a generic top-level domain (gTLD)?

Generally, the .dk ccTLD is as open and unrestricted as most gTLDs. A 
.dk ccTLD is assigned and registered on a first-come, first-served basis, 
and anybody can register a vacant domain name.

There are no specific eligibility requirements or other restrictions 
as to the type of name that can be registered besides that they must not 
infringe third-party rights.

According to section 3 of the Internet Domain Names Act, .dk 
domain names belong to the Danish government. Upon registration, 
the registrant therefore only acquires the right to use the registered 
.dk domain name. However, as the registration is exclusive and can be 
upheld for an unlimited period, registration provides de facto ownership.

Domain name disputes regarding the .dk ccTLD are governed by 
Danish law – most notably the Internet Domain Names Act – and must 
be settled before the Complaints Board or before the Danish courts. 

According to section 25(1) of the Internet Domain Names Act, reg-
istration and use of a .dk ccTLD must be consistent with ‘good domain 
name practice’. This section is a general clause applying solely to .dk 
domain names, enabling the authorities (ie, the Complaints Board and 
the courts) to make decisions based on fairness. This requirement of 
compliance with ‘good domain practice’ applies to business owners as 
well as private individuals. 

A great variety of decisions based on this general clause are avail-
able on the Complaints Board’s website at www.domaeneklager.dk.

The specific legislation regarding .dk domain names is closely 
linked to a thorough and detailed regulation on trademarks, personal 
names, company names and to the Marketing Practices Act, which 
domains must also comply with. The latter contains a general clause 
(section 1) requiring traders to exercise ‘good marketing practice with 
reference to consumers, other traders and public interests’. 

Apart from what is mentioned in question 7, the WHOIS database 
for .dk ccTLDs contains the registrant’s contact information such as 
name, address and telephone number.

7 Can the registrant use a privacy service to hide its contact 
information?

DK Hostmaster requires contact information on the registrant.
However, physical persons (as opposed to legal persons) with a 

Danish postal address have the option of being anonymous in the 
WHOIS database. Anonymity can be obtained by applying to the 
Danish National Register of Persons for name and address protection 
in the register. 

Physical persons with a foreign postal address are entitled to ano-
nymity as well, provided that they prove to DK Hostmaster entitlement 
to name and address protection according to the legislation in the 
country where they are residents.
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Pre-litigation actions

8 Under what circumstances will a registrant’s privacy-
protected contact information be disclosed? What processes 
are available to lift a registrant’s privacy shield?

Information on registrants who are anonymous in the WHOIS data-
base will always be disclosed to the Complaints Board in connection 
with the hearing of a specific case or to other parties to the extent per-
mitted under other legislation, see section 18(5) of the Internet Domain 
Names Act.

Information may in this regard be disclosed upon presentation of a 
court order or upon proof of a legal interest in the data.

9 Are third parties (such as trademark holders) notified of a 
domain name registration or attempt to register a domain 
name? If so, how? If not, how can third parties receive notice?

No notification is given to any third party upon registration of a domain 
name or an attempt to register a domain name.

Interested parties may in this respect use a commercial monitoring 
service available on the market.

10 Is there a need to notify the domain name registrant before 
launching a complaint or initiating court proceedings?

There is no requirement to notify a registrant before launching a com-
plaint before the Complaints Board or initiating court proceedings.

However, it is advisable to first contact the registrant in order to deter-
mine whether the domain can be recovered without costly proceedings. 

Transfer or cancellation

11 What is the typical format for a cancellation or transfer action 
in court litigation (domains registered in either a ccTLD or a 
gTLD) and through ADR (ccTLD only)?

Cancellation proceedings or transfer actions can be processed either 
before the courts or before the Complaints Board.

Initial proceedings before the Complaints Board are not com-
pulsory. Thus a party who is entitled to take proceedings against a 
domain registration can either take the complaint to the Complaints 
Board and then bring the complaint before the courts if the Complaints 
Board’s decision is unfavourable or simply refer the complaint to the 
courts directly. 

The typical format for each of these two processes is as follows.

Complaints Board (and subsequent court litigation)
The function and competences of the Complaints Board are regu-
lated by Chapter 6 of the Internet Domain Names Act, which states 
the following: 
• The Complaints Board processes disputes between registrants and 

third parties regarding registration and use of Danish ccTLDs (ie, 
.dk domains). The Complaints Board is not competent to process 
disputes regarding gTLDs, which instead must be processed before 
the Danish courts (provided that the Danish courts have necessary 
territorial jurisdiction). 

• The Complaints Board is competent to decide upon suspending, 
erasing, cancelling, transferring, upholding, amending or remit-
ting a ccTLD, whereas the Complaints Board is not competent to 
decide on damages, compensation or remuneration. 

• The Complaints Board consists of three members – a chairman and 
two expert members with theoretical and practical knowledge. The 
chairman is a high court judge, and the two expert members are 
legal experts (currently a law professor and a law PhD). In cases 
where either the registrant or the complainant is a consumer (non-
business), the Complaints Board is supplemented by two addi-
tional members appointed by Danish consumer organisations and 
the Danish business community (each appoints one). 

• The objective of the Complaints Board is to process complaints 
within a period of three months. 

• The process before the Complaints Board is only in writing, and 
each party is entitled to submit two special pleadings before the 
Complaints Board. 

• Anybody with sufficient legal interest can lodge a complaint to the 
Complaints Board. A complaint is subject to an administrative fee 
of 400 kroner. 

• Decisions do not have a delaying effect but are subject to a four-
week grace period during which execution cannot be levied. At 
the end of this period DK Hostmaster executes the Complaints 
Board’s decision. 

• Decisions of the Complaints Board can be brought before the 
courts within eight weeks. 

• An appeal from the Complaints Board is processed as regular court 
litigation where the matters of damages, compensation or remu-
neration can be settled. 

As the Complaints Board has a high degree of expert knowledge on 
domains, the courts are often reluctant to reverse the Complaints 
Board’s specialist conclusions. 

Court litigation or injunctive relief (no Complaints Board 
proceedings)
If the complainant refers the complaint to the courts directly, the typi-
cal course of action for the complainant is to pursue injunctive relief, 
which can be processed faster than regular court litigation. 

Injunctive relief is a preliminary legal remedy and so must be 
followed by a subsequent confirmatory litigation suit that must be filed 
within two weeks. See question 18 for more details. 

Alternatively, the complainant could choose to initiate a regular 
litigation case (without preceding injunctive relief ), but this would not 
be customary. 

Court litigation and injunctive relief are subject to written pretrial 
work and pleadings, whereas the trial procedure is oral. 

Litigation and injunctive relief are processed before the Danish 
city courts. However, at the request of either party, litigation or injunc-
tive relief can be assigned to the Danish Maritime and Commercial 
Court. Such requests are often sustained. 

The parties are free to agree to process disputes through arbitration. 

12 What are the pros and cons of litigation and ADR in domain 
name disputes? What are the pros and cons of choosing a local 
forum to litigate a gTLD dispute compared with the ICANN 
ADR format for the gTLD?

Complaints Board
The main advantages of the process before the Complaints Board are 
the limited costs and the short processing time. 

Also, as the Complaints Board has a high level of expert knowl-
edge, the board’s technical conclusions are not often set aside by the 
courts. Therefore, board decisions have high precedence. 

The main disadvantages this process are that the Complaints 
Board does not have competence to award damages, compensation 
or remuneration. Therefore a prevailing complainant must bring the 
board decision before the courts to be duly compensated. 

Court litigation
The main advantage of litigation is the opportunity to claim damages, 
compensation or remuneration. 

The main disadvantage of litigation is the long processing time 
and the often excessive costs. The opportunity to take injunctive relief 
decreases this disadvantage; however, as a subsequent confirmatory 
suit is required, the total processing time ultimately becomes long. 

Another disadvantage is that the city courts often have limited 
expert knowledge on domain law. By taking the complaint directly to 
the courts, the complainant risks being deprived of expert opinion. 
However, some expert knowledge could be ensured by having the 
court litigation assigned to the Maritime and Commercial Court. 

Local forum for gTLD
Disputes regarding gTLDs cannot be processed before the Complaints 
Board, but only before the courts (provided the courts have territorial 
jurisdiction). 

The advantage of choosing Danish courts is primarily the opportu-
nity to claim damages, compensation or remuneration. Also, a prohibi-
tion on using a domain issued by Danish courts is subject to penalty. 

The main disadvantages of choosing Danish courts are the long 
processing time and the costs. Also, reaching foreign domain-holders 
and enforcing the judgment upon a foreign domain-holder (particularly 
if the domain-holder resides outside of the EU) could prove difficult. 
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13 What avenues of appeal are available?
Decisions from the Complaints Board cannot be brought before any 
other public authority or board, but can be appealed to the Danish 
city courts within eight weeks. Upon the request of either party, court 
litigation can be assigned to the Maritime and Commercial Court as 
described above.

Judgments from the Danish city courts or from the Maritime and 
Commercial Court can be appealed to the High Courts. 

Principled High Court judgments of general public interest can be 
appealed to the Supreme Court with foregoing permission to appeal 
granted by the Court of Appeal. 

However, principled cases of general public interest before the 
Maritime and Commercial Court can be appealed directly to the 
Supreme Court with foregoing permission to appeal granted by the 
Court of Appeal.

Only few cases are given permission to appeal to the Supreme Court. 

14 Who is entitled to seek a remedy and under what conditions?
Anyone with sufficient legal interest (ie, a significant individual or per-
sonal interest) can object to the registration of a domain, seek to have 
a registered domain annulled or transferred or seek other remedies. A 
mere abstract or academic interest in a case does not grant the right to 
seek remedies.

An owner of a prior right has the required legal interest and there-
fore can seek remedies. Prior rights are, for example, trademarks, 
domain rights, company names, personal names, business identifiers, 
brand names or geographical indications. 

Subject to section 45 of the Trademark Act, both licensor and a 
licensee are entitled to seek remedies unless the licence agreement 
states otherwise. 

15 Who may act as defendant in an action to cancel or transfer a 
gTLD in local courts?

Only the legal owner (the registrant) of the gTLD is entitled to defend 
its gTLD before the local courts. A licensee or user of the website may 
act as defendant of the domain right if agreed upon with the owner or 
licensor of the domain.

16 What is the burden of proof to establish infringement and 
obtain a remedy?

The burden of proof vests with the rights holder or complainant who 
must substantiate that the contested domain violates the rights holder’s 
prior right (eg, a trademark, a domain right, a company name, a personal 
name, a business identifier, a brand name or a geographical indication).

The required level of evidence to be presented varies. Any piece of 
evidence is permitted as long as it is relevant. 

17 What remedies are available to a successful party in an 
infringement action?

A prevailing complainant or plaintiff can have an infringing domain 
suspended, erased, cancelled, transferred, amended or remitted.

Also, a prevailing complainant or plaintiff who has suffered a loss 
can claim damages. 

Further, the prevailing complainant or plaintiff can – regardless of 
loss suffered – also claim compensation or remuneration as reasonable 
coverage for incurred infringement. Usually, compensation or remu-
neration is granted only in relatively low amounts. 

Further, the infringer or domain name owner can be forced to 
publish the decision on its website. 

18 Is injunctive relief available, preliminarily or permanently, 
and in what circumstances and under what conditions?

Under Danish law, injunctive relief is a preliminary remedy which can 
be processed quickly, usually within a few months.

An owner of a prior right can use the legal remedy of injunctive 
relief to prohibit the use of a domain provided that the rights owner 
substantiates or renders it likely that the contested domain violates the 
rights owner’s rights and that immediate prohibition is necessary. 

An injunction is considered necessary if the process of regular 
court litigation, as result of its longer processing time, de facto prevents 
the rights holder from duly enforcing its rights (meaning that the prohi-
bition cannot await regular court litigation). 

A rights owner who does not object to an infringing domain without 
undue delay forfeits the right to process injunctive relief, as prohibition 
is then not considered urgent because of the rights owner’s passivity, 
in which case the rights holder must settle for regular court litigation. 

The claimant must provide due security for the validity of the claim. 
As injunctive relief is a preliminary legal remedy it must be 

followed by a confirmatory suit, which must be filed within 14 days. 
If the confirmatory suit upholds an issued prohibition, the injunction 
becomes permanent. 

19 How is monetary relief calculated?
Monetary relief is calculated in accordance with articles 13(a) and (b) 
of EU Directive 2004/48/EC on the enforcement of intellectual prop-
erty rights.

This means that all appropriate aspects, such as the negative eco-
nomic consequences, including lost profits, which the injured party has 
suffered, any unfair profits made by the infringer and, in appropriate 
cases, elements other than economic factors, such as the moral prej-
udice caused to the rights holder by the infringement, shall be taken 
into account. 

Alternatively, the damages may be set as a lump sum on the basis 
of elements such as at least the amount of royalties or fees which would 
have been due if the infringer had requested authorisation to use the 
intellectual property right in question.

Also, a certain amount for incurred legal costs can also be granted, 
though usually not enough not to cover the actual legal costs. 

20 What criminal remedies exist, if any?
Unlawful or abusive domain registration is not itself subject to crimi-
nal sanctions.

However, if a domain owner wilfully or with gross negligence 
infringes a trademark or another IP right, the owner of the domain may 
be sanctioned with a fine or, in the case of aggravating circumstances, 
with imprisonment. 

Only domains that have been taken into use risk infringing trade-
marks. Unused domains may, however, infringe a company name or a 
business identifier; such infringement is subject to damages, compen-
sation or remuneration but not to criminal sanctions. 

21 Is there a time frame within which an action must be 
initiated?

There is no mandatory time frame for cancellation actions or transfer 
proceedings. However, the right to take proceedings can be forfeited 
owing to years of passivity or tacit accept from the rights owner. 

Claims for damages, compensation or remuneration are, however, 
subject to a three-year statute of limitations calculated from the time 
where the rights owner first became aware or ought to have become 

Update and trends

Based on a public hearing in June 2016 about online crime, DK 
Hostmaster and DIFO are launching a number of new actions to 
reduce the amount of fraud within the .dk domain. To prevent 
increasing online crime, both globally and in Denmark, DK 
Hostmaster and DIFO are seeking to implement new and higher 
requirements for the identification of registrants and users of the 
.dk domain name. 

Thus, in order to increase checks on the identity of the person 
behind a domain name, DIFO is looking into making it mandatory 
to use NemID (a common secure login online). Additionally, the 
current letter-based validation of foreign people and companies 
that wish to use a .dk domain name will be changed. 

By use of information from international databases, DK 
Hostmaster and DIFO will implement a check as to whether the 
domain name, or person or company behind the domain name, lead 
to concerns. If so, the foreign citizen or company will be asked to 
identify with passport, identity papers or certificate of registration 
of the company.

For more information on this matter, see www.difo.dk/en/
news/dk-hostmaster-makes-online-fraud-more-difficult.
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aware of the registered domain. The right to damages, compensation 
or remuneration can also be forfeited before the lapse of this three-year 
period if the rights owner through years of passivity is found to have 
tacitly accepted the use of the domain. 

22 Can a registrant’s rights in a domain name expire because 
of non-use. Can a registrant be estopped from bringing an 
infringement action? In what circumstances?

A domain name is not subject to compulsory use. Thus, if renewal fees 
are duly paid, a domain name is not subject to cancellation because of 
non-use.

However, section 14(1)(1) of the Internet Domain Names Act 
grants DIFO the right to require use of domain in its standard terms 
and conditions. So far, DIFO has not used this right. 

Although there is therefore currently no obligation to use .dk 
domains, the registrant of an unused domain is, however, unlikely to be 
able to successfully oppose an abusive or similar domain, as an unused 
domain is unlikely to serve as the basis for an objection. Thus the owner 
of an unused domain name remains the defensive effect (to obtain) but 
forfeits the offensive effect (to oppose). 

An owner of an active domain name also risks forfeiting the right 
to take proceedings against abusive domains owing to years of passiv-
ity or tacit approval. Thus it is advisable for a domain owner to use the 
domain and to be aware of registration of abusive or similar domains. 

23 What is the typical time frame for an infringement action at 
first instance and on appeal?

The typical processing time at the Complaints Board is up to 
three months.

The time frame for injunctive relief is typically also up to three 
months, though occasionally longer, whereas the time frame for the 
subsequent confirmatory suit is typically around one year. 

The processing time for regular court litigation varies but often the 
time frame is around one year. 

An appeal process before the High Courts also often takes around 
one year. 

24 Is a case law overview available on procedural or substantive 
issues? Does the case law have a precedential value?

Case law is a significant source of law and has high precedential value.
An overview of the Complaints Board’s decisions is available at 

www.domaeneklager.dk/dansk/afgoerelser/. An overview of the deci-
sions of the Maritime and Commercial Court (which processes most 
domain cases) is available at www.soeoghandelsretten.dk/soeoghan-
delsretten/retsafdelingen/shdomsoversigt/Pages/default.aspx.

All Supreme Court judgments can be found at www.hoejesteret.
dk/om/afgoerelser/Pages/default.aspx.

Finally, Karnov Group and Schultz publish selected Danish 
judgments of general public interest or legal value, including judgments 
regarding domain rights. Access to the judgment database is subject 
to subscription.

25 Can parties choose a panellist in an ADR procedure involving 
a ccTLD? Can they oppose an appointment?

The members of the Complaints Board are appointed for a four-year 
period by the Minister of Trade and Industry. The parties can neither 
choose additional members nor oppose the Minister’s appointments. 
In case of incapacity, board members are replaced in specific cases by 
deputy members who are also appointed by the Minister.

In consumer cases – where one of the parties is a non-business – 
the board is supplemented by two additional members appointed by 
Danish consumer organisations and the Danish business company 
(each appoints one). The parties cannot oppose these supplemen-
tary members. 

26 What is the typical range of costs associated with an 
infringement action, including pre-litigation procedures, trial 
or ADR, and appeal? Can these costs be recovered?

Costs vary from case to case. However, based upon experience, the 
amounts set out below are typical. 

Pre-litigation costs depend on the strategic analysis to be carried 
out before initiating proceedings. Usually, the first step is to send a 
cease-and-desist letter to the owner of the domain. The costs of this 
are typically limited. 

If the claimant succeeds with injunctive relief and subsequent con-
firmatory relief, the claimant is entitled to legal costs from the infringer. 
Conversely, if the claimant loses the injunctive relief and confirmatory 
relief, the claimant must pay legal costs to the counterparty. Legal costs 
are settled by the courts on the basis of the claims of damages, com-
pensation or remuneration and on the basis of the provided security. 

The legal costs granted or imposed by the court rarely cover the 
actual attorneys’ costs. 

Injunctive relief is subject to security for costs for the prohibition. 
The amount of the security depends on the economic interest in ques-
tion and varies greatly. 

Attorneys’ fees for proceedings before the Complaints Board with 
subsequent court litigation are often around €25,000 to €40,000, 
whereas attorneys’ fees for injunctive relief with a subsequent confirm-
atory case are often between €30,000 and €50,000; however, depend-
ing on the case these amounts can be higher. 

The costs for an appeal case to the higher courts are often around 
€15,000 to €25,000. 

It should be noted that costs vary, and these amounts are merely 
estimates or guidelines. 
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Registration and use of domain names at ccTLD registry

1 Which entity is responsible for registration of domain names 
in the country code top-level domain (ccTLD)?

The entity responsible for registration of domain names in the .fr 
national extension is the French Association for a Cooperative Domain 
Name System (AFNIC). It is a non-profit association that was created in 
1997 to administer the French TLDs.

AFNIC was appointed as the French registry by an order of 
19  February 2010, pursuant to the law governing domain names 
in France.

The law provides that the French registry must be domiciled in the 
European Union and is appointed by the Ministry for Digital Economy 
pursuant to a public tender process, for a five-year period that can be 
renewed once (article 45 of the Postal and Electronic Communication 
Code, introduced by Law No. 2011-302 of 22 March 2011).

The Council of State, which is the highest administrative court in 
France, ruled that the French registry has a ‘mission of public policy’ 
(CE, subsections 10 and 9, 10 June 2013, MA v AFNIC).

The French registry is in charge of the .fr TLD and those of French 
overseas territories: .re (Reunion Island), .pm (St Pierre and Miquelon), 
.tf (French Southern and Antarctic Territories), .wf (Wallis and Futuna) 
and .yt (Mayotte). French law applies to all these extensions.

In this chapter the focus is on .fr, the national TLD for France.

2 How are domain names registered?

Registrars
The registration process is exclusively performed through registrars, 
which are service providers, including but not limited to internet ser-
vice providers. They are accredited by AFNIC to register domain 
names under .fr. A web agency can be accredited as a registrar for one 
of the French ccTLDs. An accredited registrar is a mandatory interme-
diary between AFNIC and the registrant. There are about 400 accred-
ited registrars.

The list of all accredited registrars is available at www.afnic.fr/en/
your-domain-name/how-to-choose-and-create-your-domain-name/
registrars-directory/.

The characters
Internationalised domain names have been permitted in a .fr domain 
name since July 2011.

The following characters are permitted: a, à, á, â, ã, ä, å, æ, b, c, ç, 
d, e, è, é, ê, ë, f, g, h, i, ì, í, î, ï, j, k, l, m, n, ñ, o, ò, ó, ô, õ, ö, œ, p, q, r, s, t, 
u, ù, ú, û, ü, v, w, x, y, ý, ÿ, z, ß, 0, 1, 2, 3, 4, 5, 6, 7, 8, 9 and - (hyphen or 
minus sign). 

The maximum number of characters allowed is 63. Since 17 March 
2015, AFNIC has allowed the registration of domain names under the 
.fr TLD that consist of only one or two characters. 

AFNIC has created and maintains a list of domains whose registra-
tion is subject to prior review. These are geographical terms, generic 
terms related to crimes and offences (bombe, deportation, profanation, 
assassinat, crime), beliefs (boudha, juif, tantrique, pasteur, secte, culte), 
health (acid, coke, marijuana), international organisations (asean, 
bird, bit, casque-bleu, casque-bleus, wipo, unesco), internet organisations 
(apnic, arin, centr, iana, icann), regulated businesses (architecte, artisan, 
chirurgien), the state (academie, impôt, drapeau, sénat), organisations 

(syndicat), values (bordel, racism), gTLDs (arpa, biz, cctld) and the 
names of French local authorities. 

Eligibility
There are eligibility rules for .fr (article L.45-3 of the Postal and 
Electronic Communication Code). 

Any third party can request verification from AFNIC if it has 
difficulties in contacting the holder of a domain name (through its 
postal address, telephone number or email) or to contest its eligibility. 
A template is available at www.afnic.fr/medias/documents/afnic-
formulaire-verification-en.pdf.

This procedure is intended to regulate the eligibility and contacta-
bility of registrants. It can also be started by AFNIC or by a registrar 
(article 3.2 of the registration rules for French extensions).

After an unsuccessful verification procedure, the domain name can 
be deleted.

Individuals
Since 2006, individuals domiciled within the European Union may reg-
ister a .fr domain name. 

Domain names registered in the name of individuals are by default 
anonymously registered, for the purposes of personal data protection. 
In the case of a conflict with a third party that can oppose a domain 
name on the basis of a prior right, the rights holder can request the dis-
closure of the registrant’s name by using a template that is available on 
the registry’s website (see questions 7 and 8). 

Legal entity: location in Europe
Any legal entity with its headquarters or principal place of business 
within the territory of one of the member states of the European Union 
or in Iceland, Liechtenstein, Norway or Switzerland can register a .fr 
domain name.

Validity rules
There are validity rules (articles L.45-2 and R.20-44-46 of the Postal 
and Electronic Communication Code).

According to these rules, a domain name must comply with public 
policy and morality and must not infringe rights recognised by the law. 
It must not infringe intellectual property rights or personality rights, 
unless the registrant justifies that he or she has a legitimate interest and 
is acting in good faith. The domain name must not be identical or simi-
lar to the name of the French Republic, or to the name of a territorial 
collectivity, which are the country subdivisions in France, or a group 
thereof, or of an institution or national or local public service, unless 
the registrant justifies that he or she has a legitimate interest and is act-
ing in good faith.

The French registry must allow the registrant to respond to any 
request to cancel or transfer his or her domain name; and if necessary, 
to resolve the situation.

3 For how long is registration effective?
A domain name is registered for an automatically renewable period of 
12 months.

The WHOIS database is the property of the French Republic.
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4 What is the cost of registration?
A .fr domain name is sold for a few euros by the French registry to the 
registrars, which are free to establish the resale price to the public.

The registration cost of a .fr domain name consisting of one or two 
characters is €200.

5 Are registered domain names transferable? If so, how?  
Can the use of a domain name be licensed?

Yes, domain names are transferable and the transfer process is 
conducted by email.

Only a registrar can be in charge of the process of moving a domain 
name from one registrar to another and of the process of modifying the 
name of the registrant. 

The registrant who wants to transfer its domain name to a new reg-
istrar needs the transfer code and the new registrant must be eligible to 
register a .fr domain name.

The registrant can change registrar. When the new registrant 
wants to change registrar, the process has to be started by the new reg-
istrar (the incoming registrar) and the former (outgoing) registrar has 
to be informed.

AFNIC will send two notification emails, one to the current regis-
trant and one to the future or new registrant. Each has 15 days to con-
firm that he or she accepts the transfer by clicking on the link provided 
in the email. If the registrants cannot proceed by email, a paper proce-
dure is available, but it is not common to use this. 

In the absence of any reply within 15 days, the transfer operation is 
cancelled and the name of the registrant is not modified. 

Since 24 February 2015, AFNIC has offered its new .fr lock ser-
vice, for locking the domain name at the registry level. The goal is to 
secure the registration and to prevent hacking risks. Operations on 
locked domain names follow a specific procedure including a process 
of authentication.

The use of a domain name can be licensed. There is no legal provi-
sion to prohibit or prevent this. It may happen more often in the future.

6 What are the differences, if any, with registration in the 
ccTLD as compared with a generic top-level domain (gTLD)?

French law regulates .fr domain names and the TLDs of French over-
seas territories. There are eligibility and validity rules (articles L.45 
to L.45.8 and R.20-44-38 to R.20-44-47 of the Postal and Electronic 
Communication Code, Law No. 2011-302 of 22 March 2011 and Decree 
No. 2011-926 if 1 August 2011, modified by Order No. 2014-329 of 
12 March 2014 and by Decree No. 2012-951 of 1 August 2012).

The .fr domain names cannot be registered directly with 
the registry.

There is a specific procedure, Syreli, administered by the French 
registry, for deciding on the validity of .fr domain names. Another pro-
cedure, PARL Expert, an alternative procedure for domain-name dis-
putes, was introduced on 14 March 2016 to provide an ADR procedure 
administrated by WIPO.

The state is represented on AFNIC’s board of directors, which has 
10 members, by members of the ministries for telecommunications, 
for industry and for research.

7 Can the registrant use a privacy service to hide its contact 
information?

As explained in question 2, domain names registered in the name of 
individuals are by default anonymously registered, for the purposes of 
personal data protection, in compliance with the requirement of the 
French data protection authority, CNIL (article 8.4, paragraph 166 of 
the AFNIC Naming Charter dated 22 March 2016). The details of the 
administrative contact must not be disclosed either.

The ‘restricted information’ option does not apply to the techni-
cal contact.

Pre-litigation actions

8 Under what circumstances will a registrant’s privacy-
protected contact information be disclosed? What processes 
are available to lift a registrant’s privacy shield?

In the case of a dispute with a third party wishing to oppose a domain 
name on the basis of a prior right, the rights holder can request the 

disclosure of the registrant’s name by using a template that is avail-
able on the registry’s website (article 8.4, paragraph 171 of the AFNIC 
Naming Charter dated 22 March 2016).

The claimed prior right can be:
• a trademark already registered and protected in France;
• other distinctive signs already registered (name of the company, 

signboard, trade name protected in France, domain names);
• an existing title protected by French intellectual property rights 

(copyrights); or
• a surname or a pseudonym.

The French registry will examine the application on the basis of the 
likelihood of confusion between the domain name at issue and the dis-
puted prior right, without analysing the content of the websites. 

The application has to contain as much detail as possible, and cor-
responding certifications and any documents justifying intellectual 
property rights must be enclosed (such as a company identification 
certificate delivered by a French chamber of commerce (K-bis), extract 
from the INSEE database (the French companies registry) or an associa-
tion identification certificate). AFNIC will respond to the application on 
the basis of the documents provided and will not carry out further inves-
tigations. See the personal data disclosure form online at www.afnic.fr.

In case of an anonymous WHOIS result, the French registry offers 
the use of its contact interface to communicate with the domain name’s 
administrative contact.

9 Are third parties (such as trademark holders) notified of a 
domain name registration or attempt to register a domain 
name? If so, how? If not, how can third parties receive notice?

Third parties are not notified of a domain name registration or attempt 
to register a domain name. There is no opposition procedure.

10 Is there a need to notify the domain name registrant before 
launching a complaint or initiating court proceedings?

Sending a cease-and-desist letter to notify the domain name regis-
trant is not required before launching a Syreli procedure or initiating 
court proceedings.

However, notifying the registrant provides an opportunity to 
recover the domain name without having to start proceedings.

It may also lead to ‘cyberflight’, meaning changing ownership of a 
domain name with intent to escape a dispute. The consequence can be 
that the new registrant is no longer domiciled in France. Therefore the 
strategy for recovering the domain name may have to be different. A 
Syreli procedure is much easier than court proceedings when the regis-
trant is not domiciled in France.

A distinction must be made between Syreli and court proceedings. 
Syreli is not as formal as court proceedings and, like in UDRP proce-
dures, notifying the registrant is not required, and very often there is 
no such notification.

The Syreli and PARL Expert procedures are meant to be fast and 
imply no hearings.

In France, court proceedings are financed by the state and the 
official fees are very low. French courts are reluctant to judge cases 
that could have been resolved with a simple notification sent to 
the registrant.

There is another reason for notifying the registrant before 
launching court proceedings: when the cease-and-desist letter refers 
to article 1153 et seq of the French Civil Code, the compensation for 
any damage suffered shall generate interest at the legal rate of interest 
running from the day of the notification. 

Transfer or cancellation

11 What is the typical format for a cancellation or transfer action 
in court litigation (domains registered in either a ccTLD or a 
gTLD) and through ADR (ccTLD only)?

The typical format for a cancellation or transfer action in court litigation 
is to file an action on the merits based on prior rights. Under French law, 
intellectual property rights may be protected, mainly trademarks or 
other rights, such as rights in a company name, trade name or sign that 
are known throughout the national territory. A cancellation or transfer 
action can also be based on a violation of the French law governing .fr 
and overseas territories’ domain names.
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French courts are competent if it can be shown that the website 
under the domain name in question, which can be any ccTLD or gTLD, 
targets internet users who are domiciled in France. 

There is no discovery. Pursuant to the notification of the writ of 
summons, there are procedural hearings that are meant to organise 
and follow up the communication of exhibits and documents between 
the parties. Once the judge considers that all parties have had enough 
time to explain their position, the case can be pleaded.

Intellectual property cases are judged in the civil courts. Parties 
must be represented by an attorney-at-law and it is a written procedure.

When no trademark or copyright is disputed, the case can be judged 
either by a civil court or by a commercial court, depending on the iden-
tity of the parties (merchant or non-merchant). Parties are not required 
to be represented by an attorney-at-law in the commercial courts.

There are two available online alternative dispute resolution pro-
cedures that enable a complainant to request the transfer or the cancel-
lation of a disputed domain name. The Syreli procedure was launched 
in November 2011. The PARL Expert procedure was approved by the 
Minister of Economy and Electronic Communications on 14 March 
2016 and has been available since 4 July 2016. The Syreli procedure is 
the AFNIC dispute resolution system. The decision is rendered by a 
panel of three members from AFNIC.

Complaints under the Syreli procedure are based on article L.45-2 
of the Postal and Electronic Communication Code, which provides 
validity rules (see question 2). The complainant has to first open an 
account on the Syreli platform to send the complaint and the attached 
evidence and to pay a charge of €250 plus VAT: www.syreli.fr/compte/
creer. The respondent does the same if it wishes to respond. It does 
not have to pay any charges. Each party can either file the complaint or 
respond in its own name or be represented by a third party. Unless this 
representative is an attorney-at-law, he or she must be duly authorised 
and must produce a signed power of attorney.

The decision is rendered within two months by a panel of three 
members composed of the AFNIC director and two other members 
designated by the director.

The PARL Expert procedure is managed by the Arbitration and 
Mediation Center, together with a rapporteur from AFNIC. The 
difference from the Syreli procedure is that the case is administratively 
managed jointly by AFNIC and the Arbitration and Mediation Center 
and that a single expert is designated to decide the case. The designated 
centre is the WIPO Arbitration and Mediation Center. The single expert 
is chosen from a list of accredited experts, which is available online on the 
AFNIC website and on the Arbitration and Mediation Center website. 
The procedure is opened on receipt of the complete claim submitted 
to AFNIC in electronic format. The deadline for deciding on the case 
is two months as of receipt of the commencement of the procedure. 
The procedure starts as soon as the Arbitration and Mediation Center 
informs AFNIC that the file is complete. The registrant/defendant has 21 
calendar days from the date of the complaint’s notification to respond. 
A single expert is appointed by the Arbitration and Mediation Center 
within seven days from the 21 calendar days’ deadline. The expert has 
to decide on the basis of the criteria as defined by French law on domain 
names, which are reproduced in the rules (article VI(b)) and which also 
apply to the Syreli procedure (see question 2). The expert has to render 
its decision within 12 calendar days as of the expiry of the deadline for 
the response. A list of panellists is available on the WIPO website at 
www.wipo.int/amc/en/domains/panel/panelists.jsp?code=frDRP.

Pursuant to article L.45-2 of the CPCE, a complainant must dem-
onstrate that the disputed domain name: 
• is likely to disrupt public order or violate principles of morality, 

or infringe any right protected by the French Constitution or by 
French law;

• is likely to infringe IP rights or legal personality rights, unless the 
domain name holder has a legitimate interest in the domain name 
and is acting in good faith; or

• is identical or similar to the name of the French Republic, of a local 
authority or group of local authorities, of a local or national institu-
tion or public service, unless the domain name holder has a legiti-
mate interest in the domain name and is acting in good faith.

One decision has been made under this procedure: on 20 October 
2016 the domain name osrix.fr was transferred to the Swiss company 
Pixmeo, the complainant (osirix.fr, Case 2016-0061). 

The Syreli and the PARL Expert procedures have common rules. 
The language of the proceedings is French. The complaint has to be 
filed in French, using a template available at www.parl-expert.fr/fr/.

If the decision is to reject the complaint, the complainant may file a 
new complaint based on new evidence. 

The decision is notified to the parties electronically and by post. 
It must be implemented 15 calendar days from notification, provided 
none of the parties has started a court action. The disputed domain 
name must remain suspended until a final court decision is rendered 
or until the parties inform AFNIC that the dispute procedure is no 
longer justified. The parties have to request the implementation of the 
decision. If the decision is not implemented within 60 calendar days, 
AFNIC reserves the right to cancel the disputed domain name.

12 What are the pros and cons of litigation and ADR in domain 
name disputes? What are the pros and cons of choosing a local 
forum to litigate a gTLD dispute compared with the ICANN 
ADR format for the gTLD?

The advantages of choosing ADR are: 
• speed of the procedure;
• automatic suspension of the domain name at issue; 
• it can be adapted to international cases;
• easy commencement of proceedings;
• when a trademark is disputed, there is no need to have a valid 

trademark in a specific country;
• ease of the implementation when the transfer or cancellation is 

ordered; and
• it is cheaper than a court action.

The disadvantages of choosing ADR are:
• no compensatory damages;
• no prohibition on use of the name at issue; and
• the debate is limited to the question of the defendant’s legitimate 

rights or interests and bad faith. 

After the ADR procedure is concluded, the winning party can start a 
procedure before a court of competent jurisdiction to claim compen-
satory damages and prohibition on use of the name at issue, subject 
to sanctions.

The advantages of choosing a local forum to litigate a gTLD dispute 
compared with the ICANN ADR format for the gTLD are as follows:
• the claim can include a request for compensation and prohibition 

on use of the disputed domain name, subject to sanctions;
• when the defendant is identified and domiciled in France, the 

implementation and enforcement of the decision will be easier; 
• it enables the discussion of issues other than the absence of the 

registrant’s legitimate rights or interests and the registrant’s bad 
faith; and

• it enables the suing of other parties in addition to the sole registrant.

The disadvantages of choosing a local forum to litigate a gTLD dispute 
are as follows:
• there is no automatic suspension of the domain name at issue;
• it is difficult to reach a registrant who is domiciled abroad and to 

serve a writ of summons;
• WHOIS is anonymous and there is no disclosure procedure, which 

prevents it from serving a writ of summons;
• when the registrant is not domiciled in France, it might be difficult 

to implement and enforce the decision abroad;
• it is preferable to limit the debate to the absence of the registrant’s 

legitimate rights or interests and to the registrant’s bad faith; and
• the court procedure might be longer and more expensive until a 

final decision is rendered.

13 What avenues of appeal are available?
There is no appeal procedure to contest a Syreli decision or a PARL 
Expert decision.

Each party can prevent the implementation of a decision by start-
ing a court action before a French court within a 15-day deadline as of 
the notification of the Syreli or PARL Expert decision to the parties. 

The action has to be brought before a first-instance court.
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14 Who is entitled to seek a remedy and under what conditions?
A civil action for trademark infringement is filed by the trademark 
owner. An exclusive licensee may bring an action, unless otherwise 
specified in his or her contract if, after formal notice, the rights holder 
does not defend his or her right.

Also, any party to a licence agreement is entitled to intervene in 
infringement proceedings brought by another party to obtain compen-
sation for his or her own loss allegedly suffered (article L.714-7 of the 
Intellectual Property Code). 

When the rights holder files a suit, the non-exclusive or exclusive 
licensee can join the action. An exclusive licensee has to produce a 
written agreement proving the exclusivity.

There is no requirement that a trademark licence be registered 
before the French trademark registry. The licence can be proven by 
any means.

15 Who may act as defendant in an action to cancel or transfer a 
gTLD in local courts?

The defendant is the registrant.
The registrar can be party to a court procedure, but it is not neces-

sary unless it can be proved that it has some liability in the case. 
The registrar is not considered by the French courts as a service 

provider. Therefore it does not benefit from the exemption of liabil-
ity provided by the French law implementing Directive 2000/31/EC 
on Electronic Commerce (Law No. 2004-575 of 21 June 2004). It has 
been ruled that a registrar has a mere technical role and is not liable 
on the basis of trademark infringement, because it does not make any 
use of the disputed trademark in the course of trade (Paris Court of 
Appeal, pôle 5, 2e ch, 19 October 2012, No. 09/20514, SA Air France, 
SCA Compagnie Générale des Établissements Michelin, SA Compagnie 
Gervais Danone, SA France Télévisions, SNC Lancôme Parfums et Beauté 
& Cie, SA L’Oréal, SAS Renault, SA Voyageurs du Monde v AFNIC, SA 
EuroDNS). 

It is not necessary to sue the registry. 
Chapter 7 of the AFNIC Naming Charter provides that:

As part of the resolution of disputes relating to domain names, 
AFNIC may only intervene pursuant to a decision handed 
down after legal proceedings or as part of an Alternative Dispute 
Resolution procedure managed by AFNIC.

It further provides that (article 7.1):

AFNIC is in no way party to judicial proceedings relating to 
domain names for which it is responsible.

AFNIC does not have the authority to take precautionary 
measures, since they can only be implemented further to a court 
order taken to meet the requirements of this article.

It is therefore the sole responsibility of the third parties 
concerned to take all the appropriate measures to stop any violation 
they claim to infringe their rights.

Since AFNIC is required to implement a court order taken as a 
result of legal proceedings, it is useless for it to intervene or to ask it 
to intervene in such proceedings.

This being said, AFNIC reserves the right to initiate a 
request for abuse of process as and when required, and to seek 
reimbursement of the expenses incurred by same.

The AFNIC Naming Charter requires that any decision rendered by a 
court requesting AFNIC to implement it must first be notified to AFNIC 
by a bailiff.

16 What is the burden of proof to establish infringement and 
obtain a remedy?

The burden of proof falls on the rights holder. It has to demonstrate 
that there are phonetic, visual or conceptual similarities between its 
sign and the respondent’s domain name, to prove that it is likely to 
create a risk of confusion in the public mind.

Infringement can be proven by any means. Good faith is not taken 
into account.

17 What remedies are available to a successful party in an 
infringement action?

The successful party can obtain:
• either the cancellation or the transfer of the domain name at issue; 

in certain cases, for example when the domain name in dispute is 
not a .fr domain name and when it is used in France and in other 
countries where the complainant has no rights, the remedy may be 
a prohibition on using that domain name in France;

• the payment of damages, including publication of the decision in 
reviews or on a website during a certain period of time, the costs 
involved being borne by the losing party;

• prohibition of use of the name at issue, for whatever purpose and 
in any way and for any means; if the prior right is a Community 
trademark, the prohibition on use can cover the territory of all EU 
member states; and

• compensation for the fees incurred, with the payment of a lump 
sum of €1,000 to €5,000.

18 Is injunctive relief available, preliminarily or permanently, 
and in what circumstances and under what conditions?

A preliminary injunction can be requested in urgent cases to obtain 
suspension of the domain name at issue, the prohibition of any use 
thereof or the award of an interim payment as compensation for 
damage suffered. The interim decision has to be executed, even in the 
case of an appeal.

In the case of a trademark infringement, the court provides the 
possibility to start summary proceedings to request measures subject 
to sanctions in order to stop the alleged imminent infringement. In 
certain circumstances, such measures may even be ordered on the sole 
request of the complainant who can start a non-adversarial proceeding 
(article L.716-6 of the Intellectual Property Code).

19 How is monetary relief calculated?
To calculate monetary relief, the judges take into consideration the 
economic damage, the non-economic damage and also, when a trade-
mark is infringed, the loss in the infringed trademark’s value.

Publication of the judgment is considered as complementary 
compensation for the damage suffered. Costs are paid by the losing party.

In trademark cases, the court may award compensation that is 
calculated on the basis of the loss suffered and of the benefit realised 
by the infringer. A lump sum can be awarded as global compensation 
(article L.716-14 of the Intellectual Property Code).

Statistics for 2015
Out of 56 decisions at first or second instance concerning domain 
names rendered and published in France in 2015, the judges awarded 
damages in 24 cases. Publication of the judgment in reviews or on a 
website was requested in 14 of the 56 cases and granted in two cases.

The monetary relief awarded was, for the majority, between 
€0 and €20,000. See below for the figures for 2014 and 2013.

2015 – amount of 
damages (published 
decisions on domain 
names)

3 summary 
procedures – 
provision on 
damages

14 decisions – 
TGI/T.com (first 
instance)

10 decisions 
– CA (second 
instance)

€0–5,000 1: €4,500 
1: €3 876

1: €1 
1: €800 
1: €3,000 
2: €5,000

2: €1 
1: €4,000

€5,001 –10,000 1: €9,000 1: €10,000 (T.com) 
2: €10,000

1: €8,000 
1: €10,000

€10,001–20,000 0 1: €13,000 
1: €15,000 
1: €20,000

0

€20,001–55,000 0 1: €30,000 
1: €38,000

1: €28,000 
1: €30,000

€55,001–100,000 0 1: €80,000 0

€100,000 –600, 000 0 0 1: € 120, 000 
1: €400,000 
1: €600,000
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Statistics for 2014
Out of 35 decisions concerning domain names rendered and published 
in France in 2014, the judges awarded damages in 21 cases. Publication 
of the judgment in reviews or on a website was requested in 12 of the 
35 cases and granted in two cases.

The monetary relief awarded was, for the majority, between 
€0 and €5,000. 

2014 – amount of 
damages (published 
decisions on domain 
names)

7 decisions –TGI  
(first instance)

14 decisions – CA 
(second instance)

€0–5,000 1: €1,500  
1: €2,000 
1: €4,000 
2: €5,000

1: €1,000 
1: €1,500 
1: €2,000 
1: €3,000

€5,001 –10,000 2: €10,000 1: €8,000 
2: €10,000

€10,001–20,000 0 1: €15,000 
2: €20,000

€20,001–55,000 0 1: €30,000 
1: €40,000 
1: €45,000 
1: €50,000

€55,001–100,000 0 0

€100,000 –600, 000 0 0

Statistics for 2013
Out of 58 decisions concerning domain names rendered and published 
in France in 2013, the judges awarded damages in 28 cases. Publication 
of the judgment in reviews or on a website was requested in 23 of the 
58 cases and granted in seven cases.

The monetary relief awarded was, for the majority, between 
€10,000 and €20,000:

2013 – amount of 
damages (published 
decisions on domain 
names)

8 decisions –TGI  
(first instance)

20 decisions – CA 
(second instance)

€0–5,000 1: €2 1: €1 
1: €1,500 
1: €2,000 
1: €2,500 
2: €3,000 
1: €4,000 
1: €5,000

€5,001 –10,000 1: €4,000 
1: €10,000 

2: €10,000 

€10,001–20,000 1: €15,000 
1: €20,000

2: €15,000 
1: €18,000 
3: €20,000

€20,001–55,000 1: €22,000 
1: €40,000 
1: €49,000

1: €23,000 
1: €30,000

€55,001–100,000 0 1: €75,000 
1: €80,000

€100,000 –600, 000 0 0

20 What criminal remedies exist, if any?
In the case of a trademark infringement, the suit can be filed before the 
criminal court.

Criminal remedies are identified in the Intellectual Property Code 
under articles L.716-9 to L.716-13. Article L.716-9 provides that:

Any person, who, for the purpose of selling, supplying, offering 
for sale or lending goods under an infringing mark, (a) imports, 
under any customs regime, exports, re-exports or transships goods 
presented under an infringing mark; (b) reproduces industrially 
goods presented under an infringing mark; (c) gives instructions or 
orders to commit the acts provided for at (a) and (b) shall be liable 
to four years’ imprisonment and a fine of €400,000.

Where the offences provided for under this article have been 
committed by an organised criminal group, the penalties will be 
increased to five years’ imprisonment and a fine of €500,000.

Article L.716-10 states that a person who does any of the following shall 
be liable to four years’ imprisonment and a fine of €400,000:

(a) holds without legitimate reason, imports under all customs 
procedures or exports goods presented under an infringing mark; 
(b) offers for sale or sells goods presented under an infringing mark; 
(c) reproduces, imitates, uses, affixes, removes, modifies a mark, a 
collective mark or a collective mark of certification in violation of 
the rights conferred by its registration and of prohibitions which 
rise from this; (d) delivers knowingly a product or provides a 
service other than that which is required of him under a registered 
mark shall be liable to three years’ imprisonment and a fine of 
€300,000. The infringement, under the conditions provided for 
at (d), shall not be considered constituted if a pharmacist exercises 
the faculty of substitution provided for under Article L.5125-23 of 
the Public Health Code. 

Where the offences provided for at (a) to (b) have been committed 
by an organised criminal group, the penalties will be five years’ 
imprisonment and a fine of €500,000.

The criminal or civil judge can order the total or partial closing of the 
enterprise (article L.716-11-1 of the Intellectual Property Code).

Legal entities may be declared criminally liable (article L.716-11-2 
of the Intellectual Property Code).

21 Is there a time frame within which an action must be 
initiated?

Trademark infringement
An action for trademark infringement shall be barred after five years 
from when the infringement ceased (article L.716-5 of the Intellectual 
Property Code).

Trademark cancellation action
The action will be declared inadmissible by the court if the trade-
mark owner has tolerated the use of the mark for five years, unless 
the applicant has acted in bad faith (article L.714-3 of the Intellectual 
Property Code).

Civil liability
The time frame is five years as of the day when the rights holder knew 
or should have been aware of the facts giving rise to the litigation 
(article 2,224 of the French Civil Code).

22 Can a registrant’s rights in a domain name expire because 
of non-use. Can a registrant be estopped from bringing an 
infringement action? In what circumstances?

A registrant’s rights in a domain name cannot expire because of non-
use. Nevertheless, a registrant who does not use its domain name is not 
able to dispute any right to a third party.

Using a domain name is a condition to be able to further request 
the protection of a ‘distinctive sign’.

A decision ruling that an active and previously existing domain 
name can prevail over a trademark was rendered by the court of first 
instance in Le Mans in 1998 (TGI Le Mans, 1re ch, 29 June 1999, RG No. 
9802878, Microcaz v Océanet and SFDI, JurisData No. 1999-133025).

The rulings of the court provide that a trademark is not valid if 
it infringes, ‘notably’, a list of rights such as a prior registered trade-
mark, a trade name that is known in the entire national territory or a 
copyright (article L.711-4 of the Intellectual Property Code). It has been 
ruled that, since this list of prior rights is not limited, a new right, such 
as a right to a domain name, which, like the right to a trade name, is 
acquired by use, can be regarded as a distinctive sign and protected 
as such.

In the Sunshine case, the Court of Cassation ruled that an action 
requesting the transfer of a domain name has to be an action on the 
merits (Cass com, No. 08-12,904, 9 June 2009, Mr André D v Sunshine, 
AFNIC, OVH, JurisData No. 2009-048529).
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23 What is the typical time frame for an infringement action at 
first instance and on appeal?

The typical time frame for an infringement action at first instance is 
one year and at second instance (appeal) a further year.

24 Is a case law overview available on procedural or substantive 
issues? Does the case law have a precedential value?

An annual case law overview of French court decisions has been avail-
able since 2009. The first case law review commented on the published 
decisions that had been rendered in 2008. Since 2008, between 37 and 
88 have been published each year: 57 in 2008, 62 in 2009, 62 in 2010, 88 
in 2011, 53 in 2012, 67 in 2013, 37 in 2014 and 59 in 2015.

All Syreli and PARL Expert decisions are available on the AFNIC 
website at www.syreli.fr/decisions.

Case law has no precedential value. It is meant to be used to know 
how to apply and interpret the law.

25 Can parties choose a panellist in an ADR procedure involving 
a ccTLD? Can they oppose an appointment?

The Syreli procedure does not provide for the designation of a panellist. 
However, the PARL Expert procedure does allow the choice of panellist 
(see question 11). A list of panellists is available on the WIPO website at 
www.wipo.int/amc/en/domains/panel/panelists.jsp?code=frDRP.

The panellist drafts a decision explaining the case and its position, 
while the final decision is issued by AFNIC, based on the panellist’s 
submissions. The PARL Expert procedure has been available since 
4 July 2016.

26 What is the typical range of costs associated with an 
infringement action, including pre-litigation procedures, trial 
or ADR, and appeal? Can these costs be recovered?

The fees payable to AFNIC for a Syreli procedure are €250 (plus VAT).
In the first- and second-instance courts, the costs are a few hun-

dred euros. Fees depend on the difficulty of the case and on the dura-
tion of the procedure. There is no official mandatory fee schedule.

In relation to the costs associated with an infringement action 
(including pre-litigation procedures, trial or ADR and appeal) there is a 
difference between the Syreli procedure and a court procedure, in that 
Syreli does not enable costs to be recovered. Pursuant to the Rules and 
Regulations of the Dispute Resolution System Syreli: 

The Claimant shall bear the costs of the Procedure. AFNIC is not 
held to take action until it has received full payment of the fees as 
indicated above. No reimbursement shall be made by AFNIC of 
any payments received, regardless of the outcome of the Procedure. 
(Section I (vi))

The official fees to be paid to start a PARL Expert procedure are €1,500 
(€500 for WIPO and €1,000 for the panellist). If the case is closed 
before the panellist has been designated, the panellist fees of €1,000 
are reimbursed to the complainant. A complaint can be filed for only 
one domain name.

In a court procedure, the official fees are paid by the losing party, 
unless the judge decides that they should be paid totally or partially by 
another party (Civil Procedure Code, article 696).

Each party’s attorneys’ fees are only partially reimbursed by the 
losing party. Each party requests reimbursement of its attorneys’ fees 
and the judge decides what amount should be reimbursed. Pursuant to 
article 700 of the Civil Procedure Code:

The judge will take into consideration the rules of equity and the 
financial condition of the party ordered to pay. He may, even sua 
sponte, for reasons based on the same considerations, decide that 
there is no need for such order.

Marie-Emmanuelle Haas meh@me-haas.eu

8, rue de Saintonge
75003 Paris
France

Tel: +33 1 85 08 06 60
Fax: +33 1 85 08 06 61
www.me-haas.eu
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Germany
Brigitte Joppich Brigitte Joppich, Rechtsanwaltskanzlei
Peter Müller BPM legal

Registration and use of domain names at ccTLD registry

1 Which entity is responsible for registration of domain names 
in the country code top-level domain (ccTLD)?

The registry for the German ccTLD .de is DENIC eG of Frankfurt, 
a registered cooperative under German law. Membership can be 
obtained by anyone who administers domain names under the ccTLD 
.de. In March 2016, DENIC eG had 309 members.

2 How are domain names registered?
Domain names can be registered directly with DENIC eG or through 
one of its members. The registration agreement, however, is always 
concluded between the registrant and the registry. If a domain name is 
registered with a registrar, the registrar acts as an agent for DENIC eG.

3 For how long is registration effective?
Registration is effective for 12 months. If a domain name is not renewed 
after this term, it will enter into a redemption grace period for 30 days 
before becoming publicly available again.

4 What is the cost of registration?
The cost of registration varies depending on the registrar and for a .de 
domain name starts at approximately €3 per annum. The most expen-
sive registration is probably a registration directly with DENIC eG, 
which currently costs €116 per annum.

5 Are registered domain names transferable? If so, how?  
Can the use of a domain name be licensed?

Domain names may be transferred to a third party using an authori-
sation code, which is provided by the current registrar of the domain 
name concerned. Usually, the transfer is effected by DENIC eG within 
hours. However, the transfer will be blocked by DENIC eG if the 
domain name is subject to a disputed entry (see question 6).

In addition, the use of a domain name can also be licensed.

6 What are the differences, if any, with registration in the 
ccTLD as compared with a generic top-level domain (gTLD)?

Unlike for gTLDs, the registration agreement is always concluded 
between the registrant and the registry (as opposed to the registrant 
and the registrar). Furthermore, the registrant has to provide a German 
administrative contact if the registrant is not located in Germany. The 
administrative contact acts as an authorised recipient for the registrant.

An important characteristic of registrations under .de is that any 
third party can apply to DENIC eG for a dispute entry in order to pre-
vent the transfer of the domain name concerned to a third party and 
changes with regard to the WHOIS data during pending litigation. The 
party applying for a dispute entry has to provide evidence that it enjoys 
rights in the domain name (based on a trademark or name) and to give 
assurance that it will take legal action to obtain the deletion or transfer 
of the domain name concerned. It is not sufficient to base the action 
intended only on cease-and-desist claims (claims for forbearance) with 
regard to the specific use of a domain name.

If a domain name is deleted while subject to a dispute entry, the 
domain name will automatically be registered in the name of the appli-
cant for the dispute entry and will not be open to the general public. As 

a result, the legal enforcement of a claim for deletion equals a transfer 
of the disputed domain name.

The dispute entry is valid for one year and can be renewed if the 
applicant provides evidence of claims pending. However, if a rights 
holder who has no claim for deletion or transfer of the domain name 
concerned is granted a dispute entry, the owner of the domain name 
may in turn claim forbearance as, according to case law, the right to use 
a registered domain name is protected as such by the law of torts and 
may be infringed by the dispute entry.

In 2014, DENIC eG received approximately 4,500 applications for 
a dispute entry. This number slightly decreased in 2015.

7 Can the registrant use a privacy service to hide its contact 
information?

DENIC eG does not allow the use of privacy services. If a party does 
not want to be named in the WHOIS data and uses third-party contact 
information in connection with its domain name registration, DENIC 
eG will consider the third party (ie, the registered owner) to be the 
actual owner of the domain name.

Pre-litigation actions

8 Under what circumstances will a registrant’s privacy-
protected contact information be disclosed? What processes 
are available to lift a registrant’s privacy shield?

No privacy services exist for .de.

9 Are third parties (such as trademark holders) notified of a 
domain name registration or attempt to register a domain 
name? If so, how? If not, how can third parties receive notice?

The registry does not notify any party of a domain name registration or 
an attempt to register a domain name.

10 Is there a need to notify the domain name registrant before 
launching a complaint or initiating court proceedings?

In general, there is no need to notify the domain name registrant 
before launching a complaint or initiating court proceedings. However, 
according to section 93 of the Code of Civil Procedure, the rights 
owner has to bear the costs related to a court action if the owner of the 
domain name did not give rise to the filing of the complaint with the 
courts, namely if there was neither a default nor any challenge of the 
claim or refusal of performance. This is an exception to the general 
rule that lawyers’ and court fees paid by a rights holder in relation to a 
court action directed against the owner of a domain name will have to 
be reimbursed to the rights holder by the owner of the domain name 
(infringing party) up to the amount calculated under the Legal Counsel 
Fees Regulation if the claim is justified (see question 26).

Transfer or cancellation

11 What is the typical format for a cancellation or transfer action 
in court litigation (domains registered in either a ccTLD or a 
gTLD) and through ADR (ccTLD only)?

No compulsory alternative dispute resolution policy exists with regard 
to the ccTLD .de. As a result, corresponding rights can only be enforced 
by means of court action.
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Types of procedure
There are two types of procedure with regard to legal conflicts concern-
ing the registration or use of domain names at the ordinary courts of 
law: interlocutory proceedings and main proceedings.

If a matter is urgent (ie, if not much time has elapsed since first 
knowledge of the infringement (see question 21)), an interlocutory 
injunction may be applied for in order to secure the rights infringed. In 
such urgent summary proceedings, a defendant may be ordered to cease 
and desist from a certain action and, in exceptional cases, to provide 
information. Moreover, the applicant can request that the injunction be 
granted without an oral hearing. In these cases an injunction may be 
obtained within a few days, while the defendant has no possibility to 
submit any observations. Even if the deletion of a domain name cannot 
be obtained in interlocutory proceedings due to their provisional char-
acter, an interlocutory injunction in practice often leads to a final settle-
ment of the conflict (ie, if the defendant does not file an opposition and 
accepts the injunction as a final and materially binding decision).

In addition, the infringed party may always assert its claim in 
main proceedings.

Finally, the parties may choose an alternative dispute resolution 
procedure. However, since no compulsory alternative dispute reso-
lution policy exists with regard to the ccTLD .de, legal conflicts are 
normally decided by the ordinary courts of law. German parties will 
generally not submit their dispute to mediation or arbitration.

Jurisdiction
At first instance, the local court is competent to decide about disputes 
with a value of up to €5,000, and the regional court is competent to 
decide about disputes with a higher value. 

In principle, the courts at the place of business of the owner of a 
domain name have local jurisdiction over all disputes resulting from the 
registration or use of a domain name. Other places of jurisdiction may 
apply, for example as the result of the infringement of a trademark that 
enjoys nationwide protection; in this case territorial jurisdiction lies 
with all German courts. If a business sign that is used regionally – and 
thus only protected regionally by trademark law – is infringed, territo-
rial jurisdiction lies with all courts within that region. 

Moreover, there is a specific competence ratione materiae in some 
cases: trademark disputes must be decided by the trade sign chambers 
that exist at some regional courts. In addition, where the regional court 
has jurisdiction in commercial matters (eg, competition cases), the 
complainant may apply for a hearing at the commercial chamber.

Evidence
The obtaining of evidence in main proceedings at the ordinary courts 
of law is determined by the types of evidence allowed under the Code 
of Civil Procedure. There are five conclusive means of evidence: the 
expert, the inspection, the hearing of the parties, documentary evi-
dence and the hearing of witnesses. In the context of disputes concern-
ing domain names, documentary evidence and the hearing of witnesses 
are of primary importance. In interlocutory proceedings, prolonged 
taking of evidence is often impossible. Therefore, rather than proving 
their case, the parties must generally only furnish prima facie evidence 
by supplying an affidavit of a party or a witness.

The parties are responsible for providing evidence of their own 
motion of the facts their claims or defences are based upon. There is no 
principle of ex officio investigation.

12 What are the pros and cons of litigation and ADR in domain 
name disputes? What are the pros and cons of choosing a local 
forum to litigate a gTLD dispute compared with the ICANN 
ADR format for the gTLD?

No compulsory alternative dispute resolution policy exists with regard 
to the ccTLD .de. As a result, corresponding rights can only be enforced 
by means of court action.

However, it is common practice that before filing an action with the 
courts, the rights holder sends a cease-and-desist letter to the infring-
ing party. Cease-and-desist letters should be sent immediately upon 
gaining knowledge of an infringing action. A cease-and-desist let-
ter requests the infringing party to make a declaration of forbearance 
within a short period of time in order to limit the risk of repetition estab-
lished by the infringement. In many cases, this approach leads to a final 
settlement of the conflict. 

Moreover, it is possible even before filing an action against the 
infringing party to inform third parties of an infringement to hold them 
liable later on for breach of duty of care (liability for interference – see 
question 16). This is often an appropriate way to exert more pressure on 
the infringing party.

13 What avenues of appeal are available?
In cases of an infringing use or registration of a domain name three 
court instances are available depending on the value of the lawsuit 
(see question 26), starting with the first instance at the local court or 
regional court.

An appeal on the facts or legal grounds can be filed against the first 
instance judgment. In the case of a judgment by a local court, an appeal 
can be filed with the regional court and in the case of a judgment by 
the regional court, with the higher regional court. According to sec-
tion 517 of the Code of Civil Procedure, the appeal must be filed within 
one month following the receipt of the complete wording of the first 
instance judgment and in no case later than five months after the judg-
ment was delivered.

A further appeal on legal grounds (revision) only to be decided by 
the Federal Supreme Court can be filed against the second instance 
judgment. This further appeal will only be admitted if the case is of 
fundamental significance or if a decision by the appeal court is required 
to ensure the development of the law or the consistency of case law 
and if the further appeal has been specifically admitted by the appeal 
court in its judgment. The denial of leave to appeal can itself be chal-
lenged by filing an appeal with the court of further appeal (the Federal 
Supreme Court).

14 Who is entitled to seek a remedy and under what conditions?
The beneficial owner of a trademark (section 4 of the Trademark Act), 
a business sign (section 5 of the Trademark Act), or a name (section 12 
of the Civil Code) is entitled to seek remedies based on the registration 
or use of a domain name. In cases of unfair competition, the person or 
entity targeted by the act of unfair competition enjoys standing.

If there is more than one beneficial owner of the sign or mark 
infringed, each owner may file a separate claim. See Ballermann 6, I ZR 
168/97 (BGH 24 February 2000). The licensee of a sign or mark can-
not on its own file an action for forbearance, not even in the case of an 
exclusive licence, and needs the consent of the rights holders to assert 
claims both in court and out of court as an authorised agent.

15 Who may act as defendant in an action to cancel or transfer a 
gTLD in local courts?

The question of who is the proper defendant depends on the nature of 
the infringing act.

In case of the infringement of rights in a name (section 12 of the 
Civil Code), case law generally proceeds from the assumption that the 
registration of the domain name as such (regardless of its subsequent 
use) constitutes an infringement, since registration itself is considered 
to be an unlawful use of a name under section 12 of the Civil Code. See 
Basler Haar-Kosmetik, I ZR 150/09 (BGH 9 November 2011); afilias.de, 
I ZR 159/05 (BGH 24 April 2008); mho.de, I ZR 65/02 (BGH 9 September 
2004); and shell.de, I ZR 138/99 (BGH 22 November 2001). As a result, 
the owner of the disputed domain name is the proper defendant.

In cases where the infringement is not caused by registration of a 
domain name but results from its use, the user of the disputed domain 
name is liable jointly with the owner of the domain name (the two par-
ties are not necessarily identical, see vossius.de, I ZR 317/99 (BGH 11 
April 2002)). However, the liability of the owner of the domain name 
as an offender may be restricted under certain circumstances (eg, if the 
owner of the domain name leases the name to a third party and is not 
aware of the infringing use). In this case, he or she may only be held 
liable for interference, see Domainverpächter, VI ZR 210/08 (BGH 30 
June 2009); and 42 O 127/16 (LG Aachen 27 January 2017).

According to the Federal Supreme Court, in addition to the 
offender, a third party may also be held liable for interference if such 
a party acts in any way that is a wilful infringement of protected rights. 
To limit the liability of third parties who did not undertake any unlaw-
ful actions, breach of a review obligation is necessary to ascertain 
liability. The scope of such a review obligation is determined by the 
question of if and to what extent the third party held liable for inter-
ference may reasonably be expected to review the situation under the 
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circumstances in each case. See sedo, I ZR 155/09 (BGH 18 November 
2010); Partnerprogramm, I ZR 109/06 (BGH 7 October 2009); Internet-
Versteigerung III, I ZR 73/05 (BGH 30 April 2008); and Internet-
Versteigerung, I ZR 304/01 (BGH 11 March 2004).

Along these principles, for example, DENIC eG as the registry (see 
regierung-oberfranken.de, I ZR 131/10 (BGH 27 October 2011)), hosting 
providers (see VI ZR 93/10 (BGH 25 October 2011); and VI ZR 144/11 
(BGH 27 March 2012)), registrars (see 28 O 11/15 (LG Köln 13 May 
2015); and 1 U 25/14 (OLG Saarbrücken 22 October 2014)) as well as 
telecommunication providers (see I ZR 3/14 (BGH 26 November 2015); 
and ZR 174/14 (BGH 26 November 2015)) have been held liable in the 
past for interference under certain circumstances, and liability of an 
administrative contact has been considered an option (see Basler Haar-
Kosmetik; and dlg.de, I ZR 150/11 (BGH 13 December 2012)).

16 What is the burden of proof to establish infringement and 
obtain a remedy?

The burden of proof depends on the type of rights on which a claim 
is based.

Infringement of signs or marks
It is sufficient but not necessary for a finding of trademark infringement 
that an identical trademark is used for identical goods or services (sec-
tion 14, paragraph 1 of the Trademark Act). A trademark infringement 
is also found in cases of confusing similarity between the two marks 
or signs concerned (section 14, paragraph 2 of the Trademark Act). 
According to case law, all relevant elements of the individual case must 
be taken into account. This comprehensive analysis implies an interde-
pendence between the factors at stake, in particular the similarity of the 
signs or marks and the similarity of the goods or services in question – a 
lesser degree of similarity of the signs or marks may be compensated 
for by a higher degree of similarity of the goods and services in question 
and vice versa.

Infringement of business signs
Similar to the principles established for the infringement of trade-
marks, an infringement of business signs may be present where there 
is a risk of confusion between the two signs concerned. Instead of the 
similarity of the goods or services, the proximity of the relevant trade 
sectors is assessed, and with regard to work titles, the similarity of the 
works or products.

Infringement of rights in a name
According to the Federal Supreme Court, the registration of a domain 
name by a person not entitled to do so constitutes the appropriation of 
a name and thus an infringement of the rights of the bearer of the name 
under section 12 of the Civil Code. The bearer of the name will succeed 
in an action against such an appropriation if the use of the name is 
unauthorised or causes confusion and if the name-bearer’s interests 
worthy of protection are harmed. These conditions are normally met 
in cases of registration of a domain name corresponding to rights in a 
name by an unauthorised third party under ccTLDs (see profitbricks.
es, I  ZR 82/14 (BGH 28 April 2016)) and most of the gTLDs (see, eg, 
solingen.info, I ZR 201/03 (BGH September 21, 2006); berlin.com, 5 U 
41/12 (KG Berlin March 15, 2013)).However, a domain owner might 
rely on third-party rights in a name under special circumstances. See 
grundke.de, I  ZR 59/04 (BGH 8 February 2007); grit-lehmann.de, I ZR 
185/14 (BGH 24 March 2016).

Infringement of competition law
An infringement of unfair competition law always requires an act of 
competition in the course of trade, which may influence the competi-
tive situation to the detriment of a competitor (section 3 and section 2, 
paragraph 1, No. 3 of the Unfair Competition Act). Moreover, competi-
tion law claims may be asserted only if the specific act of registration or 
use of the domain name is not subject to trademark law provisions or if 
it is accompanied by additional elements of unfairness not covered by 
the provisions of the Trademark Act. The main objects of unfair com-
petition law are cases of obstructive competition according to section 4, 
No. 10 of the Unfair Competition Act, including typo squatting, domain 
grabbing and the repeated registration of a generic term under different 
top-level domain names or in varying letters with intent to obstruct a 
competitor. See Literaturhaus, I ZR 69/02 (BGH 16 December 2004).

17 What remedies are available to a successful party in an 
infringement action?

German courts deny claims for transfer of a disputed domain name, 
proceeding on the assumption that if succeeding in an action for trans-
fer the complainant would be placed in a better position as compared to 
the situation where there is no infringement at all. See shell.de.

According to the Federal Supreme Court, claims for deletion of a 
disputed domain name will generally only succeed if the registration 
of the disputed domain name itself and not only its use establishes an 
infringement. As a result, claims for deletion only exist in cases where 
the complainant enjoys rights corresponding to the disputed domain 
name in an individual name under section 12 of the Civil Code or in 
a business sign under section 5 of the Trademark Act, and if the reg-
istration of its name as an internet address is excluded because of the 
registration by the infringing party. In addition, the registration of a 
domain name can imply an infringement for other reasons. For exam-
ple, if the disputed domain name is seen by the public as belonging to 
the well-known or famous sign or mark of the complainant, because 
the distinctiveness of the sign is adversely affected by the fact that the 
consumer is misled by the mere use of the domain name by the infring-
ing party, excluding the rights holder from the use of its sign or mark 
as a domain name and regardless of the content made available at the 
disputed domain name. A claim for deletion will also be successful if 
the registration of the domain name constitutes an anti-competitive 
obstruction with intent under section 3, in conjunction with section 
4, No. 10 of the Unfair Competition Act or leads to immoral damage 
under section 836 of the Civil Code.

An infringement generally entails claims for forbearance with 
regard to the specific infringement that can be attributed to the infring-
ing party (see question 18 for the scope of claims for forbearance).

Moreover, there may be additional claims in each individual case 
(eg, for information, damages or removal).

18 Is injunctive relief available, preliminarily or permanently, 
and in what circumstances and under what conditions?

Regardless of whether a rights holder is entitled to deletion or transfer 
of a domain name, an infringement resulting from registration or use 
of a domain name always attracts claims for forbearance.

According to case law, in the context of an unlawful registration 
or use of a domain name, the risk of repetition is (refutably) presumed 
with regard to infringements of competition law, industrial property 
rights or other provisions of civil law that have occurred, and give 
rise to a claim for forbearance, regardless of fault. In individual cases, 
even the risk of a first offence can justify a claim for forbearance. The 
claim for forbearance corresponds to the specific risk of repetition or 
first offence and refers to the actual type of infringement, which may 
be generalised only to the extent typical of the actual infringing activ-
ity. See Schuhpark, I ZR 49/05 (BGH 3 April 2008); Dorf Münsterland II, 
I ZR 31/02 (BGH 9 June 2004); Römer GmbH, I ZR 85/91 (BGH 1 April 
1993); and St Petersquelle, I ZR 96/86 (BGH 9 November 1988).

The risk of repetition may be eliminated by the infringing party 
by making a satisfactory declaration of forbearance, including a con-
tractual penalty clause. See Dax, I ZR 42/07 (BGH 30 April 2009); Haus 
& Grund III, I ZR 21/06 (BGH 31 July 2008); and comtes/ComTel, I ZR 
90/97 (BGH 14 October 1999). In case of a risk of first offence, case law 
is often less strict as to the requirements for removal of the risk since 
there is no general presumption that a risk of first offence continues to 
exist; therefore, behaviour contrary to an infringing action may be suf-
ficient in lieu of a declaration of forbearance with a contractual penalty 
clause. See Metrosex, I ZR 151/05 (BGH 13 March 2008); and Underberg, 
I ZR 94/06 (BGH 4 December 2008).

If no pre-court settlement is reached, the infringing party can file 
an action to enforce its claim for forbearance.

19 How is monetary relief calculated?
In addition to the obligation of forbearance and reimbursement of 
lawyers’ costs (see question 26), the infringing party also has to pay 
damages under certain circumstances. With regard to domain names, 
claims for damages will normally only succeed in case of fault, while 
the requirements for fault may be very low and negligence will be 
sufficient. Damages can be computed through three different methods: 
lost profits, infringing party’s profits or a fictitious licence fee. See 
Zerkleinerungsvorrichtung, X ZR 60/06 (BGH 25 September 2007); 
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Objektive Schadensberechnung, I ZR 16/93 (BGH 2 February 1995); and 
Tchibo/Rolex II, I ZR 107/90 (BGH 17 June 1992).

20 What criminal remedies exist, if any?
In addition to civil law claims, there are also criminal sanctions in cases 
of trademark infringements with intent (section 143 of the Trademark 
Act). Inter alia, anyone who in the course of trade unlawfully uses a 
trademark or business sign and with intent may be punished by up to 
three years’ imprisonment or a fine. Unfair competition law also stipu-
lates that particular anticompetitive acts may be subject to imprison-
ment not exceeding two years or a fine.

21 Is there a time frame within which an action must be 
initiated?

Claims for forbearance, information and damages are subject to the 
general statutory period of limitation of three years as established by 
section 195 of the Civil Code. Under section 199, paragraph 1 of the 
Civil Code, the limitation period normally starts at the end of the year 
the claim arose and the complainant had knowledge of the circum-
stances justifying the claim and the identity of the defendant (or should 
have had knowledge of them had he or she not acted with gross negli-
gence). In cases of continuing offences, however, the limitation period 
will only start to run once the infringing situation has come to an end. 
In cases of an infringing registration of a domain name, the statutory 
period of limitation will as a result only start when the infringing party 
no longer owns the domain name concerned, in cases of an infringing 
use of a domain name at the end of the use.

The granting of an interlocutory injunction is subject to certain 
additional limitation periods; interlocutory actions will only be admit-
ted if a matter is urgent. Generally, urgency is accepted if not much 
time has elapsed between the applicant first gaining knowledge of the 
infringement and the filing of a legal action with a court. In this con-
text, most courts will tolerate a period ranging from one month to three 
months. Therefore, pre-court action (such as sending a cease-and-
desist letter) should not be delayed.

22 Can a registrant’s rights in a domain name expire because 
of non-use. Can a registrant be estopped from bringing an 
infringement action? In what circumstances?

Ownership of a domain name is conceived as the sum of all contrac-
tual claims the owner of a domain name can assert against the registry 
based on the registration agreement. This includes in particular a claim 
for registration in the DENIC-register and the primary name server, 
the claim for continued registration in the primary name server as a 
prerequisite for the continued functionality of the domain name, the 
claim for adjustment of the register to change personal data and the 
claim for allocation to a different computer by changing the IP num-
ber. See VII ZB 5/05 (BGH 5 July 2005). These contractual rights in the 
domain name in relation to DENIC eG exist regardless of the use of 
a domain name. As a result, the non-use of a domain name does not 
affect the rights of the owner of a domain name.

Still, there are a number of reasons precluding the enforcement of 
rights. All claims are subject to the defence of estoppel according to sec-
tion 242 of the Civil Code if the rights holder has not asserted its rights 
for a long time and if the infringing party has relied on these conditions 
and was justified in assuming – according to the overall conduct of the 
rights holder – that the latter would no longer assert its rights. As a rule, 
estoppel will be considered only after a long period of time, exceeding 
the statutory period of limitation (see question 21). Further, section 21 
of the Trademark Act stipulates the principle of estoppel specifically for 
trademark claims: the owner of a trademark or business sign may not 
bring an action against the acts of use of a third party if he or she knew 
of and tolerated such a use during a period of five consecutive years. 

Trademark claims may also be precluded by prior rights of the 
owner of a domain name. With a view to rights in a name, claims for 
deletion of a domain name may not succeed if the rights in a name or 
sign of the complainant came into existence only after the registra-
tion of the domain name by the defendant or if the domain name is 
automatically considered as being generic by the public (see afilias.de). 
With regard to unfair competition claims, the Federal Supreme Court 
recently found that the use and registration of a ‘typo domain name’ 
was lawful in a specific case where the user of the typo domain name 
informed internet users by way of a clearly visible disclaimer that this 

was not the website available at the almost identical name spelled cor-
rectly. See wetteronline.de, I ZR 164/12 (BGH 22 January 2014).

23 What is the typical time frame for an infringement action at 
first instance and on appeal?

There is no alternative dispute resolution procedure and no other oppo-
sition procedure for .de.

An action at first instance normally takes from three to 12 months, 
depending on whether the defendant files a reply and on the scope of 
evidence that needs to be taken. The duration of the proceedings at 
second instance, which is normally from six to 12 months, also depends 
on these factors.

24 Is a case law overview available on procedural or substantive 
issues? Does the case law have a precedential value?

Courts are not bound by precedent, and precedent is conceived as an 
aid for interpretation only. Precedent will generally only be considered 
by German courts if an upper court makes a fundamental ruling with 
regard to the interpretation of statutory law. Strictly speaking, there is 
no precedent under German law, with the exception of certain deci-
sions by the Federal Constitutional Court, when it nullifies a statute for 
unconstitutionality or establishes an interim substitute regulation.

25 Can parties choose a panellist in an ADR procedure involving 
a ccTLD? Can they oppose an appointment?

There is no alternative dispute resolution procedure and no other oppo-
sition procedure for .de.

26 What is the typical range of costs associated with an 
infringement action, including pre-litigation procedures, trial 
or ADR, and appeal? Can these costs be recovered?

Cost of pre-court action
Before filing an action with the courts, the rights holder normally sends 
a cease-and-desist letter to the infringing party (ie, the domain own-
ers or the users of the domain name concerned), notifying them of the 
infringement based on the registration or use of the rights holder’s 
domain name and asking it to sign a declaration of forbearance includ-
ing a contractual penalty clause.

The computation of lawyers’ fees in relation to a pre-court action 
directed against the owner of a domain name can be based on a fee 
agreement or on the Legal Counsel Fees Regulation. The latter relies 
on the value of the lawsuit (ie, the value of the interest that the rights 
holder attributes to the act of forbearance). There are no regular flat 
fees; the value of the lawsuit always depends on the specific circum-
stances of the individual case. For example, in a case regarding the 
infringement of a sign or mark the value of the sign or mark and the 

Update and trends

An interesting question deals with infringements of rights in city 
names under new top level domain names. Until now, courts 
have proceeded on the assumption that confusion (necessary 
for the finding of an infringement of rights in a name) is present 
where a denomination protected by rights in a name is registered 
without any additional element as a domain name. Consequently, 
confusion has been found with regard to .de, .com, .net, .org and 
.info (eg, solingen.info; berlin.com). An exception to this rule was 
considered, however, for individual top level domain names if the 
public expects only information about but not necessarily provided 
by the bearer of the name, such as .biz or .pro (eg, solingen.info). In 
this context it is to be expected that a multitude of the new top level 
domain names currently being implemented will by themselves 
eliminate confusion, in particular endings with a strong commercial 
character such as .estate, .florist or .boutique, or endings that for 
other reasons imply that a relation to the bearer of the name is 
unlikely (eg, .buzz, .guru, .ninja or .cool).

In general, it will have to be seen whether some of the new 
top level domain names will be taken into consideration when 
discussing a risk of confusion. So far, infringements have always 
been considered with a view to the second-level domain name 
and its relation to the rights of the infringed party only. Now it 
seems possible that top level domain names will become part of 
the evaluation.
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degree of the infringement would be taken into consideration. Still, it 
can be assumed that the value of the lawsuit will amount to at least: 
€50,000 in trademark actions; €30,000 in actions for unfair competi-
tion; and €25,000 in actions for the infringement of a business name or 
€10,000 for a private name. Based on these assumptions, the lawyers’ 
fees a rights holder has to pay in relation to a pre-court action directed 
against the owner of a domain name will range from approximately 
€700 to €1,500, but may be considerably higher in cases of well-known 
signs or marks.

However, if the cease-and-desist letter is justified, the lawyers’ 
fees paid by a rights holder in relation to a pre-court action directed 
against the owner of a domain name will have to be reimbursed to the 
rights holder by the owner of the domain name (infringing party) up to 
the amount calculated under the Legal Counsel Fees Regulation. The 
same rule applies in cases of successful court actions. Other than in 
extremely urgent cases it is therefore advisable to engage in a pre-court 
action as described above and send a cease-and-desist letter for cost 
reasons before an action is filed with the courts.

Cost of court actions
In the absence of a fee agreement, lawyers’ costs in court actions also 
follow the Legal Counsel Fees Regulation. In a court action, based on 
the above-mentioned values of the lawsuit, each party normally has 

to pay fees of between €1,400 and €3,000. Again, these sums may 
be much higher in cases of well-known signs or marks, and fees may 
increase or decrease if, for example, a judgment for default is rendered 
or if the matter is settled.

In case of an agreement on fees, the lawyers’ fees charged for legal 
representation at court may not fall below the legal fees according to 
the Legal Counsel Fees Regulation. 

In addition to these fees there will be court fees in accordance with 
the Court Fees Act, which based on the approximate values of the law-
suit as set out above, will be between €723 and €1,638.

Again, lawyers’ fees paid by a rights holder in relation to a court 
action directed against the owner of a domain name will have to be 
reimbursed to the rights holder by the owner of the domain name (the 
infringing party) up to the amount prescribed under the Legal Counsel 
Fees Regulation. The total cost risk for a legal action in court (including 
the costs of both parties’ lawyers as well as court fees) will amount – on 
the basis of the above-mentioned values of the dispute – to approxi-
mately €3,600 to €7,500.

Contingency fees
Contingency fee arrangements are only admissible on very strict 
conditions (ie, if a client would otherwise have been prevented from 
initiating legal proceedings due to his or her economic situation).
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Registration and use of domain names at ccTLD registry

1 Which entity is responsible for registration of domain names 
in the country code top-level domain (ccTLD)?

The Japan Registry Service KK (JPRS) is responsible for registration 
of .jp, the ccTLD in Japan. The JPRS assumed registration services for 
.jp from the Japan Network Information Centre (JPNIC) in 2002. The 
JPNIC now primarily handles the administration of internet resources 
including IP addresses, the study of international practices and poli-
cies for internet-related matters, and researching technologies related 
to internet infrastructure.

2 How are domain names registered?
Applicants must apply for a registration to certain qualified registrars. 
The registrars deliver the application to the JPRS for review. Applicants 
can obtain a registration once the JPRS approves the application.

3 For how long is registration effective?
Registration is effective for one year. Usually registrars require reg-
istrants to complete a renewal procedure before the effective term 
expires. The effective period is extended for one year if the renewal 
procedure has been completed.

4 What is the cost of registration?
The cost of the registration fee varies from registrar to registrar.

5 Are registered domain names transferable? If so, how?  
Can the use of a domain name be licensed?

Registered domain names are transferable. A registrant can transfer 
a .jp domain name at its discretion by filing a transfer request to the 
JPRS through qualified registrars. Theoretically speaking, it is possible 
for a registrant to allow a third party to use a registered domain name. 
However, this is different from a licence for intellectual property rights 
and there is no registration of such licence for a domain name. In that 
sense, the possible licence for a domain name mentioned here essen-
tially equates to the rental of a domain name.

6 What are the differences, if any, with registration in the 
ccTLD as compared with a generic top-level domain (gTLD)?

Registration of a .jp domain name is administered by the JPRS and 
certain qualified registrars, whereas registration of a gTLD is adminis-
tered by ICANN and registrars appointed by ICANN. A notable differ-
ence in registration requirements is the locality requirement. In case of 
categorised domain names such as co.jp and ne.jp, the registrant must 
have a local entity that has a domestic address registered and verified 
in Japan (for example, company registration is required to apply for 
co.jp). Even if an applicant tries to register a generic domain name like 
.jp, an applicant needs to register at least a local contact address and 
person in Japan who is not necessarily registered or certified but can be 
reached by the JPRS.

7 Can the registrant use a privacy service to hide its contact 
information?

With regard to the .jp domain name, the registrant name and contact 
information of the person in charge are disclosed on the JPRS WHOIS 

website in principle. However, the registrant of the generic .jp domain 
name and prefecture .jp domain name can file an application to the 
JPRS to hide the registrant’s name on WHOIS.

Pre-litigation actions

8 Under what circumstances will a registrant’s privacy-
protected contact information be disclosed? What processes 
are available to lift a registrant’s privacy shield?

A third party may request a disclosure of the hidden information 
explained in question 7 against the JPRS by indicating the reason for the 
request; for example, to solve a problem regarding network operation 
or the registration of a .jp domain name. The outcome of such a request 
may be that the registrant’s other information, including their address 
and representative’s name, may also be disclosed to the requester.

9 Are third parties (such as trademark holders) notified of a 
domain name registration or attempt to register a domain 
name? If so, how? If not, how can third parties receive notice?

No. There is no general opposition procedure for third parties before 
registration. Third parties can find information at the JPRS WHOIS 
website, which is publicly accessible, concerning what domain names 
are already registered and by whom.

10 Is there a need to notify the domain name registrant before 
launching a complaint or initiating court proceedings?

No.

Transfer or cancellation

11 What is the typical format for a cancellation or transfer action 
in court litigation (domains registered in either a ccTLD or a 
gTLD) and through ADR (ccTLD only)?

Court proceedings are available for the granting of injunctions (ie, can-
cellation of domain name registration) and damage claims but not to 
grant the transfer of domain name registrations. ADR is available for 
the cancellation and transfer of .jp domain name registrations but not 
for damage claims.

Court litigation
For .jp domain names as well as gTLDs, the courts can have jurisdiction 
according to the jurisdictional provision of the Civil Procedure Code 
and can handle cases related to domain names by applying the provi-
sions of applicable domestic laws. In practice, such applicable laws can 
be found mainly under the Unfair Competition Prevention Act.

Court proceedings are commenced once a complaint (usually with 
documentary evidence) is filed. The parties submit briefs and evi-
dence. Oral court hearings are held. Discovery is not available. Court 
litigation may conclude with a settlement and not a court decision. A 
court decision is usually made public on the court’s website and the first 
instance typically takes about a year or more.

In addition to the court litigation, a preliminary injunction is also 
available under the Unfair Competition Prevention Act. It takes less 
time than an ordinary court litigation to enjoin the use of unlawful 
domain name use and holding.
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ADR
With an appointment from the JPNIC, the Japan Intellectual Property 
Arbitration Centre (JIPAC) is the only organisation that handles dis-
pute resolution proceedings regarding categorised domain names and 
generic .jp domain names. The proceeding is conducted by the JIPAC in 
accordance with the JP Domain Name Dispute Resolution Policy (DRP) 
and the Procedural Rules for the JP Domain Name Dispute Resolution 
Policy, both promulgated by the JPNIC.

The proceedings are commenced once a complaint (usually with 
documentary evidence) is filed. The respondent (the .jp domain name 
holder) can submit an answer, although in practice few respondents do 
so. Oral hearings are not held and the parties are not required to psy-
chically attend the proceedings. Discovery is not available. The panel, 
which is appointed from a list of registered panellists, renders the deci-
sion. In principle, the decision must be rendered within 55 business 
days from the filing of the complaint.

12 What are the pros and cons of litigation and ADR in domain 
name disputes? What are the pros and cons of choosing a local 
forum to litigate a gTLD dispute compared with the ICANN 
ADR format for the gTLD?

The advantages of ADR are that transfer of domain name registra-
tion may be allowed and the relatively short time frame and low 
costs involved.

The disadvantage of the ADR process is that it is only available if 
the following requirements are met (article 4(a) of the DRP):

i  the domain name of the registrant is identical or confusingly 
similar to any mark such as a trademark or service mark in 
which the complainant has rights or legitimate interests;

ii  the registrant has no relevant rights or legitimate interests in 
respect of the domain name; and

iii  the domain name of the registrant has been registered or is 
being used in bad faith (unfair purpose).

On the other hand, court litigation may handle a relatively complicated 
or wide range of cases and order compensation for damages. However, 
a court cannot order the transfer of domain name registrations and pro-
ceedings take longer and involve higher costs than ADR.

Similarly, the advantages of the ICANN ADR format in litigat-
ing a gTLD dispute over litigating in a local forum are that transfer of 
domain name registration may be allowed and the relatively short time 
frame and low costs involved. 

The local forum, namely court litigation, may order compensation 
of damages, but it cannot order the transfer of domain names.

13 What avenues of appeal are available?

Court litigation
A losing party can file an appeal to the High Courts in accordance with 
the Japanese general judicial system. After the proceeding at the High 
Court, appeal to the Supreme Court is allowed if certain requirements 
are met.

ADR
A losing party can file a lawsuit with the district courts. If the registrant 
files the lawsuit within 10 business days from the JIPAC panel decision 
ordering the cancellation or transfer of a .jp domain name, the imple-
mentation of the JIPAC panel decision is suspended in accordance with 
the DRP. If the complainant wins the lawsuit after a JIPAC panel deci-
sion declining the complainant’s claim, the complainant is required to 
again file the ADR with JIPAC to obtain a transfer of both categorised 
and generic domain names.

14 Who is entitled to seek a remedy and under what conditions?
In an ADR proceeding at the JIPAC, only a person who has rights or 
legitimate interests in a mark can be a complainant.

In a court litigation based on unfair competition, only a per-
son whose business interests have been infringed or are likely to be 
infringed due to unfair competition can be a plaintiff (eg, a person 
who owns the specific indication of goods or services used in the 
domain name).

15 Who may act as defendant in an action to cancel or transfer a 
gTLD in local courts?

The registrant of the domain name will be the defendant in such an 
action. The registry or registrar should not be the defendant.

16 What is the burden of proof to establish infringement and 
obtain a remedy?

The complainant in an ADR at the JIPAC and the plaintiff in a court liti-
gation carry the burden of proof to establish infringement. The burden 
of proof in this context means the preponderance of evidence.

17 What remedies are available to a successful party in an 
infringement action?

Transfer or cancellation of categorised domain names and generic .jp 
domain name registration is available for a successful complainant in 
an ADR proceeding at the JIPAC.

On the other hand, in court litigation, the transfer of a .jp domain 
name registration is not available, but cancellation of the registration 
of categorised domain names and generic .jp domain names, compen-
sation for damages and an additional remedy of measures to restore 
the victim’s business reputation are available if a plaintiff wins against 
a registrant.

18 Is injunctive relief available, preliminarily or permanently, 
and in what circumstances and under what conditions?

Injunctive relief is available. The transfer or cancellation of a .jp domain 
name registration is available through ADR at the JIPAC and the can-
cellation of the registration of categorised domain names and generic 
.jp domain names is available in court litigation.

Generally speaking, preliminary injunctions are available in court 
proceedings. However, it may be practically difficult to preliminary 
injunctive relief in a domain name dispute. This is because, under 
Japanese law, such preliminary proceeding requires the likelihood that 
it will become impossible or extremely difficult for the rights holder to 
exercise its rights in the event of any changes to the existing state. Since 
the registration of a categorised domain name and generic ‘.jp’ domain 
name is managed by the JPRS, such likelihood may be difficult to prove.

ADR at the JIPAC does not have any preliminary proceedings.

ADR
The conditions of a transfer or cancellation of the registration of cat-
egorised domain names and generic domain names are the same as 
those set out in question 12 regarding the availability of the ADR pro-
cess: similarity of the domain name and a mark, absence of a legitimate 
interest in the domain name and bad faith.

The bad faith requirement is satisfied in the circumstances includ-
ing those set out in article 4(b) of the DRP:

•  circumstances indicating that the registrant has registered 
or has acquired the domain name primarily for the purpose 
of selling, renting, or otherwise transferring the domain name 
to the complainant or to a competitor of that complainant, 
for valuable consideration in excess of the out-of-pocket costs 

Update and trends

According to statistics disclosed by the JIPAC, 75 per cent of cases 
of .jp domain dispute resolution proceedings at the JIPAC resulted 
in the transfer of domains. Domain cancellations comprised 9 per 
cent of cases and complainants’ requests were denied in another 9 
per cent of cases. Withdrawn requests made up 8 per cent of cases. 
Accordingly, complainants have been successful in over 80 per cent 
of cases of .jp domain disputes at the JIPAC. 

With regard to recent cases, the JIPAC decision to deny the 
request of complainants has not been rendered since March 2013 
(for reference, there were four cases in which the request was 
withdrawn during this period from March 2013). It is fair to say that 
parties who suffered from misappropriation, etc of .jp domains 
have a high success rate in dispute resolution proceedings at the 
JIPAC, which makes the proceedings worthy of consideration from 
a practical viewpoint.
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(amount to be confirmed by documentation) directly related to 
the domain name; or

•  the registrant has registered the domain name in order to 
prevent the complainant from reflecting any trademarks or 
other indication in a corresponding domain name, provided 
that the registrant has engaged in a plural numbers of such 
interference; or

•  the registrant has registered the domain name primarily for 
the purpose of disrupting the business of a competitor; or

•  by using the domain name, the registrant has intentionally 
attempted to attract, for commercial gain, internet users to the 
website or other online location of the registrant, by intending 
to make a confusion as to the source, sponsorship, affiliation, 
or endorsement of the website or location or of a product or 
service thereon.

The registrant can be found to have a right or legitimate interest in the 
domain name in circumstances including those set out in article 4(c) 
of the DRP:

•  before the registrant receives any notice of the dispute related 
to the subject domain name by any third party or the dispute-
resolution service provider, the registrant uses of, or apparently 
demonstrate preparations to use of, the domain name or 
a name corresponding thereto, in order to offer of goods or 
services for a valid purpose; 

•  the registrant has been commonly known by any name under 
the domain name, regardless of registration or others by the 
registrant of any trademark and other indications; or 

•  the registrant is using the domain name for a non-commercial 
purpose or is making fair use of the domain name, without 
intent for commercial gain to misleadingly divert consumers 
by utilising the trademark and other indications of the 
complainant or to tarnish any trademark and other 
indications of the complainant.

Litigation – Unfair Competition Prevention Act
Under the Unfair Competition Prevention Act, cybersquatting for the 
purpose of acquiring a wrongful gain or causing injury to another per-
son is deemed unfair competition and prohibited, as is the use of an 
identical or similar indication (eg, a trademark, mark or trade name) to 
a famous indication. Use of a well-known indication that causes confu-
sion between goods or businesses is also deemed unfair competition 
and is prohibited. 

19 How is monetary relief calculated?
The Unfair Competition Prevention Act contains provisions on the 
calculation of damages. Under the act, the amount of damages for 
cybersquatting is calculated in the same way as the royalty amount. 
With regard to well-known or famous identifications under the Unfair 
Competition Act, the amount of damages is calculated in one of the 
following ways:

• the amount of profit per unit of goods that would have been sold by 
the victim if there had been no such act of unfair competition, mul-
tiplied by the quantity of goods sold by the infringer (the maximum 
sum shall be the amount attainable by the victim in light of his or 
her capability. If there is any reason that the victim would have 
been unable to sell such number of goods as sold by the infringer 
the amount of damages will be limited accordingly);

• the amount of profit earned by the infringer; or
• royalties.

20 What criminal remedies exist, if any?
Under the Unfair Competition Prevention Act, use of another person’s 
well-known or famous mark is punishable by imprisonment with hard 
labour for up to five years, a fine not exceeding ¥5 million or a combina-
tion thereof. However, the Unfair Competition Prevention Act does not 
subject cybersquatting to criminal penalties.

21 Is there a time frame within which an action must be 
initiated?

There is no particular time frame to initiate an ADR at the JIPAC to 
transfer or cancel a domain name registration as long as the sub-
ject domain name is registered and currently active. As to a damages 
claim in court, in principle it is necessary to make a claim within three 
years from the time the victim comes to know of the damages and the 
infringer or within 20 years from the time of an infringement, which-
ever is earlier.

22 Can a registrant’s rights in a domain name expire because 
of non-use. Can a registrant be estopped from bringing an 
infringement action? In what circumstances?

Categorised domain name and generic domain name registrations do 
not expire because of non-use. There is currently no discussion of the 
latter question in Japan.

23 What is the typical time frame for an infringement action at 
first instance and on appeal?

A proceeding in a first instance court typically takes about a year 
or more.

An ADR decision must be rendered within 55 days in principle from 
the filing of the complaint.

24 Is a case law overview available on procedural or substantive 
issues? Does the case law have a precedential value?

Court litigation
Generally, most court judgments are made public on the court’s 
website. However, there are not many court precedents regarding 
domain name disputes. Court precedents have no binding legal effect 
on the following judgments but higher-level court decisions tend to 
be considered and respected as examples of legal interpretation for 
future disputes.
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ADR
All decisions rendered by the panel of the JIPAC are made public on the 
JIPAC website. Although panellists of the ADR would study these past 
decisions, a panel’s decisions do not have binding legal effect on later 
panellists’ decisions. However they can be considered as examples of 
legal interpretation for future disputes.

25 Can parties choose a panellist in an ADR procedure involving 
a ccTLD? Can they oppose an appointment?

The parties can choose between a one and three-member panel. If 
either party chooses a three-member panel, both parties make a can-
didate list of panellists and the JIPAC chooses one panellist from each 
candidate list submitted by each party and one last panellist from the 
JIPAC’s own candidate list. If both parties choose a panel consisting of 
just one panellist, the JIPAC chooses the panellist from its own candi-
date list. The parties cannot oppose the appointment.

26 What is the typical range of costs associated with an 
infringement action, including pre-litigation procedures, trial 
or ADR, and appeal? Can these costs be recovered?

Court litigation
In addition to costs paid to the court, attorneys’ fees are required if an 
attorney is hired.

The costs paid to the court depend on the amount of financial profit 
related to the specific case, which is calculated by a method determined 
by the court. These costs paid to the court can be recovered from a los-
ing party.

Attorneys’ fees may vary from attorney to attorney. Typically, fees 
are calculated based on the economic profit or amount of time the 
attorney spends on handling the case. Attorneys’ fees can partially be 
recovered from a losing party if a damage claim is granted in court.

ADR
In addition to costs paid to the JIPAC, attorneys’ fees are required if an 
attorney is hired.

The amount paid to the JIPAC is ¥180,000 (plus tax) for a one-
panellist proceeding (if there are four or more subject domain names 
in the same written application, ¥10,000 (plus tax) is payable for 
each additional domain beyond the fourth) and ¥360,000 for a three-
panellist proceeding (if there are four or more subject domain names 
in the same written application, ¥20,000 (plus tax) is payable for each 
additional domain beyond the fourth). These costs paid to the JIPAC 
cannot be recovered from a losing party.

Attorneys’ fees may vary from attorney to attorney. Typically, fees 
are calculated based on the economic profit or amount of time the 
attorney spends on handling the case. Attorneys’ fees may be lower 
than the attorneys’ fees in court litigation. Attorneys’ fees cannot 
be recovered.
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Netherlands
Manon Rieger-Jansen and Thijs van den Heuvel
Bird & Bird LLP

Registration and use of domain names at ccTLD registry

1 Which entity is responsible for registration of domain names 
in the country code top-level domain (ccTLD)?

The Foundation for Internet Domain Registration in the Netherlands 
(SIDN) is responsible for the registration of the .nl ccTLD. The SIDN 
also provides registry services for .aw (Aruba), .amsterdam and .politie 
(police).

2 How are domain names registered?
The first step to registering a domain name is to contact a registrar. A 
registrar is an intermediary who will represent the applicant in dealings 
with the SIDN. There are over 1,400 registrars in the Netherlands and 
they are all listed on the website of the SIDN (www.sidn.nl/registrars/). 
The registrar will provide the applicant with the general terms from the 
SIDN and will submit the application. After receiving the application 
from the registrar, the SIDN will register the domain name, unless the 
domain name does not meet the technical requirements or is contrary 
to public policy or morality. The SIDN may refuse to register a domain 
name if the applicant has failed to fulfil its obligations to the SIDN in 
the past. If all goes well, the registration procedure does not take more 
than an hour.

3 For how long is registration effective?
The applicant will enter into an agreement with the SIDN and the reg-
istrar. The agreement with the SIDN does not have an expiry date; the 
period of registration is indefinite. The registrant may unilaterally ter-
minate the registration by submitting a cancellation request through 
its registrar. The SIDN may terminate the agreement if the applicant 
fails to fulfil the obligations of the agreement and has failed to remedy 
that breach within 30 days after notification thereof. These obligations 
(included in the ‘General Terms and Conditions for .nl Registrants’) 
are mostly of an administrative or technical nature, but also relate to 
the use of the domain name (eg, its consistency with public policy and 
decency). The duration of the agreement with the registrar may vary 
from one registrar to another.

4 What is the cost of registration?
A .nl domain name has to be registered through an SIDN registrar. The 
applicant only needs to pay the registrar, because the registrar pays a 
contribution to the SIDN. The amount that the applicant has to pay to 
the registrar varies from one registrar to another and also depends on 
the services offered by the registrar. Generally the costs of registration 
are between €6 and €15 a year. The registrar may charge an additional 
one-time registration fee.

5 Are registered domain names transferable? If so, how?  
Can the use of a domain name be licensed?

Transfer to other registrant
A registered domain name is transferable and can be passed on from 
one registrant to another. In order to transfer a domain name, the regis-
trar must inform the SIDN about the new registrant so that the records 
can be updated. Like the registration itself, the modification of the 
registration goes through a registrar and therefore the procedure may 
slightly differ per registrar. The SIDN will send confirmation to the 

domain name’s administrative contact(s) and to the registrar. The new 
registrant of the domain name can also choose to use the services of 
another registrar.

Transfer to another registrar
A domain name registration can also be transferred from one registrar 
to another. After selecting a new registrar the domain holder can ask 
the existing registrar for a transfer token. With this token the domain 
holder can ask the new registrar to transfer the domain. The SIDN will 
confirm the transfer. 

6 What are the differences, if any, with registration in the ccTLD 
as compared with a generic top-level domain (gTLD)?

The SIDN is the sole registry in the Netherlands and is responsible for 
the registration of the Dutch ccTLD .nl. The SIDN also provides regis-
try services for the ccTLD .aw (Aruba) and the gTLDs .amsterdam and 
.politie. Anyone can apply for a .nl domain name. However, for .nl reg-
istrants living or registered outside the Netherlands, the SIDN’s office 
address serves as a domicile address for the purpose of legal proceed-
ings relating to the domain name.

Many Dutch registrars also provide registration services with regard 
to some of the other gTLDs that are under foreign control. Similar to 
registration of .nl domain names, these registrars will in principle take 
care of the whole registration process. However, the terms, including 
fees, may vary depending on the gTLD in which registration is pursued.

7 Can the registrant use a privacy service to hide its contact 
information?

The use of a privacy service is discouraged by the SIDN, but allowed. 
The SIDN has implemented a few measures to meet privacy concerns 
of domain name holders: the address of a domain name’s registrant 
is not visible to the public and it is also possible to keep the names of 
private individuals out of public view.

Pre-litigation actions

8 Under what circumstances will a registrant’s privacy-
protected contact information be disclosed? What processes 
are available to lift a registrant’s privacy shield?

The SIDN shares privacy-protected contact information under certain 
conditions with parties with a legitimate interest, investigative and 
enforcement authorities and certification authorities. 
• Parties with a legitimate interest can fill in a form to request the 

full contact details. Three legitimate interests are mentioned by 
the SIDN: 
• to resolve a technical problem relating to the working of 

the internet; 
• to protect intellectual property rights; or 
• to prevent or deal with illegal or damaging internet content. 

• The police and others with similar powers can also request the 
SIDN to disclose full details of a registrant. Some investigative and 
enforcement authorities have made arrangements with the SIDN 
to look up personal data by an automated process. 

• Certification authorities issue secure socket layer (SSL) certificates. 
Access is needed to verify the details. Some certification authorities 
have also made arrangements with the SIDN for automated access. 
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9 Are third parties (such as trademark holders) notified of a 
domain name registration or attempt to register a domain 
name? If so, how? If not, how can third parties receive notice?

The SIDN offers a domain name surveillance service. This is a moni-
toring service that identifies cybersquatting and other domain name 
registrations closely resembling trademarks. The service includes a 
profiler, which scans websites and categorises them, for example as 
phishing sites, normal sites or advertising sites. 

Third parties may also consult the WHOIS facility, which contains 
a list of all the registered .nl domain names and is available at www.
sidn.nl. To determine whether a domain name is available the WHOIS 
facility can be consulted. There are also are commercial parties that 
offer notification services for registrants.

10 Is there a need to notify the domain name registrant before 
launching a complaint or initiating court proceedings?

For ADR proceedings there is no need to notify the domain name regis-
trant before launching a complaint. There is even a risk in notification, 
as it might lead to the domain being transferred to a new registrar or 
registrant (also known as cyberflight). When an ADR complaint is filed, 
the registrar will therefore be requested to lock the domain name. A 
lock means that any modification to the registrant and registrar infor-
mation is prevented pending the proceedings.

For court proceedings it is common practice to notify the domain 
name registrant before initiating the proceedings. If the proceedings 
are initiated without any prior communication, the court may consider 
the proceedings to be premature (as a settlement might have been pos-
sible), which may also negatively affect the court’s willingness to award 
reimbursement of reasonable and proportionate legal costs. 

Transfer or cancellation

11 What is the typical format for a cancellation or transfer action 
in court litigation (domains registered in either a ccTLD or a 
gTLD) and through ADR (ccTLD only)?

The legal actions that can be instituted in respect of cancellation or 
transfer of a domain name are court proceedings (preliminary injunc-
tion (PI) proceedings or proceedings on the merits); and the UDRP-
based dispute resolution system for .nl domain names (.nl ADR). ADR 
proceedings are generally preferred over regular court proceedings 
as it is considered a quick, efficient and cost-effective way to resolve 
domain name disputes (see also question 12). 

Court proceedings
All Dutch district courts may have jurisdiction in respect of domain 
name disputes concerning a ccTLD or gTLD (to the extent the website 
linked to the domain name is directed at the Dutch public). However, 
if the proceedings are based on an EU trademark, the District Court of 
The Hague has exclusive jurisdiction.

Most domain name disputes that are brought before a court are 
dealt with through PI proceedings in order to obtain a quick injunction 
or transfer of the domain name. In PI proceedings only preliminary 
measures can be imposed. Therefore, in principle no damages (and 
often also no ancillary claims) can be claimed. Furthermore, no coun-
terclaim for nullification of invoked trademarks can be filed in PI pro-
ceedings. Nevertheless, usually the PI judges will also consider the (in)
validity of the trademark when assessing the claimed injunction.

In order to institute PI proceedings, urgent interest is required. It 
generally takes about four to 12 weeks from the service of the writ of 
summons until a judgment is rendered. The proceedings commence 
by service of the writ upon the registrant. After the writ of summons 
has been served, generally only an oral hearing will take place even 
though the defendant in principle has the right to file a written state-
ment of defence. Both parties will, however, usually submit evidence to 
the court in the form of exhibits. This can be done until shortly before 
the hearing.

Unlike PI proceedings, proceedings on the merits result in a final 
decision. This means that damages and other ancillary claims can in 
principle also be claimed. Furthermore, in proceedings on the merits 
a counterclaim to nullify the invoked trademark rights could be filed. 
Urgent interest is not required in these proceedings. 

The average duration of proceedings on the merits is about one to 
one-and-a-half years. Proceedings on the merits also commence by 

service of the writ. After the writ has been served, the defendant will 
have the opportunity to submit a written brief. In exceptional cases 
additional written briefs will be exchanged. Finally an oral hearing will 
take place.

In Dutch court proceedings there is no possibility to obtain evi-
dence similar to the discovery and disclosure proceedings as known 
in the United States and the United Kingdom. However, there are pos-
sibilities to obtain evidence prior to, or during, the court proceedings 
inter alia by means of a request for inspection of specific documents. 
However, in practice these proceedings are not used in mere domain 
name cases, if only because evidence of registration and use is by 
nature available on the internet.

Usually in court proceedings an injunction will be claimed against 
the use of the domain name or similar names. In most cases, such claim 
will be supplemented with a claim for cancellation or transfer of the 
domain name in dispute. However, the court has a discretion whether 
to grant such a supplemental claim even if the injunction is awarded, 
especially in PI proceedings. This has led to rather fragmented case 
law in which a transfer of the domain name is sometimes ordered and 
in other cases not. For example, in a judgment regarding the domain 
name ‘sitesupport.com’, the PI judge in the District Court of Zeeland-
West-Brabant not only awarded an injunction but also held that ‘the 
claimed transfer is to be regarded as an appropriate form of compen-
sation for the damage caused and should therefore be granted’. A few 
months later, however, the PI judge in the District Court of Overijssel 
granted an injunction, but denied the transfer of the domain name 
‘desmaakvantwente.nl’. The judge reasoned that the plaintiffs no 
longer had a proportionate interest in the transfer of the domain name 
and that, insofar as transfer could be seen as a form of compensation 
for damages, PI proceedings are not a suitable forum, because in these 
proceedings the extent of any damage suffered cannot be established. 
In a more recent case, the defendant was ordered not to infringe a 
trademark, but the additional claim for cancellation of the domain 
name was denied. The PI judge held that the rights holder did not have 
a separate interest in cancellation in addition to an injunction on the 
use of the domain name. 

.nl ADR
In .nl ADR proceedings only the change of registrant of the disputed 
domain name can be requested, whereby the complainant becomes the 
registrant. Consequently, in these proceedings the domain name can-
not be cancelled, nor can other claims be granted.

The .nl ADR proceedings commence by submitting a complaint 
(complaint form) including attachments electronically to the World 
Intellectual Property Organization (WIPO). The SIDN has accredited 
the WIPO as the centre for .nl ADR (Center). 

Within three days of receiving the complaint, the Center shall 
determine whether the complaint meets the requirements. If this is 
the case, the complaint will be forwarded to the SIDN. As soon as the 
SIDN receives this notice, the domain name in dispute will be locked. 
The effect of this is that the domain name cannot be cancelled or trans-
ferred by the registrant for as long as the proceedings are pending.

Once the WIPO has received the registrant’s response (no later 
than 20 days after commencement of the proceedings), a free-of-
charge mediation process commences. The mediation process involves 
a trained mediator (from the SIDN) contacting both parties in order to 
facilitate an amicable settlement of the dispute.

If the dispute is resolved during the mediation, the WIPO will 
terminate the proceedings. If the mediation is unsuccessful, the SIDN 
will inform the Center, the complainant and the respondent. The 
complainant then needs to pay an administration charge and panellist 
fee within 10 days. Within five days of receipt of the payment, the 
WIPO will appoint a panellist. The panellist will assess the documents 
submitted by the parties and will reach a decision on the basis of the 
criteria set out in the Dispute Resolution Regulation for .nl Domain 
Names. In principle, there will be no in-person hearing. However, the 
panellist may invite parties to submit further statements and further 
submissions or order a hearing if the panellist considers it necessary for 
deciding the dispute. 

The .nl ADR proceedings are in principle handled fully 
electronically. As regards the language of the proceedings, the Dispute 
Resolution Regulation for .nl Domain Names provides that the language 
of the proceedings is in principle in Dutch if both parties are residing 
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or registered in the Netherlands. In the event that one of the parties is 
established abroad, the language of the proceedings will be English. 
The panellist may, however, in exceptional circumstances, decide 
that the language of the proceedings will not be conducted in Dutch, 
but in English, or vice versa. The duration of .nl ADR proceedings is 
approximately three to four months from filing the complaint until the 
decision is rendered. Participation in the ADR proceedings does not 
prevent parties from submitting the dispute to a competent court.

12 What are the pros and cons of litigation and ADR in domain 
name disputes? What are the pros and cons of choosing a local 
forum to litigate a gTLD dispute compared with the ICANN 
ADR format for the gTLD?

As mentioned in question 11, in most cases ADR proceedings are pre-
ferred over regular court proceedings. ADR is relatively inexpensive, 
fast and efficient.

In order to decide on the right strategy for taking legal steps 
against a domain name registrant, it should first be established which 
rights can be invoked. Legal measures can in principle be sought if the 
domain name in dispute is conflicting with a trademark, a trade name, 
a personal name, the name of a public legal entity or the name of an 
association or foundation. These categories can be found in both court 
and ADR cases.

However, the criteria for deciding these disputes in court pro-
ceedings or .nl ADR proceedings, respectively, are not the same for 
all categories. For instance, with regard to trademarks, the court will 
assess whether the trademark is infringed on the basis of the criteria 
for infringement in Benelux EU trademark law. This means that meas-
ures can in principle only be obtained if the domain name is identical 
or confusingly similar to the domain name and there is also similarity 
between the goods or services for which the domain name is used. In 
.nl ADR the latter is not a separate requirement, which may favour in 
some cases .nl ADR proceedings. 

On the other hand, the criteria that should be applied in .nl ADR 
proceedings comprise additional requirements that do not neces-
sarily apply in infringement cases that are brought before a court. 
Complaints in .nl ADR proceedings are for instance only allowable if 
it is established that the registrant has no rights to or legitimate inter-
ests in the domain name and the domain name has been registered or 
is being used in bad faith. In practice this means that the thresholds 
for establishing a conflict between right and domain name are slightly 
lower in court proceedings, especially in PI proceedings.

A further key factor for the determination of strategy is the type 
of measures that can be obtained in the proceedings. See question 17, 
from which it follows that if relief other than transfer of the domain 
name is sought, one should bring the case before a court. This will 
apply even more so in complex cases where the registration and use of 
a domain name is only one of the issues at stake. However, if the plain-
tiff has a strong need to actually use the domain name itself and wants 
to safeguard that the domain name will be transferred to it if the dis-
pute were decided in its favour, the .nl ADR proceedings provide more 
certainty. Generally, .nl ADR proceedings are more favourable in true 
domain name-grabbing cases.

Other factors that should be taken into account relate to costs. 
Even though the costs of .nl ADR proceedings can be considerably 
lower (especially when no legal representation is sought), the actual 
costs may be retrieved in court proceedings, but not in .nl ADR pro-
ceedings (see question 26). 

Finally, the timing is also relevant. If the matter is extremely 
urgent, one could obtain measures at very short notice in PI court pro-
ceedings (as quickly as one week, even though usually this would take 
between four to eight weeks). However, if one is after a final decision, 
the .nl ADR proceedings are generally quicker than court proceedings 
on the merits (see question 21).

13 What avenues of appeal are available?
In respect of court decisions of (the PI judge of ) the Dutch district 
courts, appeal can be instituted at the court of appeal concerned and 
finally at the Supreme Court.

It is not possible to file an (out-of-court) appeal against the panel-
list’s decision in the .nl ADR proceedings. However, during and after .nl 
ADR proceedings it remains possible for both parties to bring the case 
before the court. In the event the registrant starts an action against the 

complainant before a Dutch court within 10 days of the day on which 
the SIDN received the panellist’s decision, the SIDN will not imple-
ment such decision, but will await the court’s decision.

14 Who is entitled to seek a remedy and under what conditions?

Court proceedings
In court proceedings the rights holder is always entitled to seek rem-
edies with regard to infringement. The position of the licensee is differ-
ent for licensees of Benelux and EU trademarks.

The licensee of a Benelux trademark has the right to join as a party 
in the proceedings in order to request damages, but requires explicit 
authorisation of the rights holder to start proceedings on damages in its 
own name. The licensee does not have the right to request an injunc-
tion, unless it is acting on the basis of a power of attorney in the name 
of the Benelux trademark owner.

The licensee of an EU trademark may start legal proceedings in its 
own name with permission of the rights holder, and an exclusive licen-
see may even start legal proceedings without permission if the rights 
holder does not, even after being given a reasonable term, initiate 
proceedings. If the owner of the trademark does start proceedings, the 
licensee may intervene in order to request damages. 

.nl ADR
Anyone who has rights in a trademark or trade name and who is of the 
opinion that a domain name constitutes an infringement may request 
transfer of a domain name in .nl ADR proceedings. Also, natural per-
sons, public legal entities and foundations may request the transfer of a 
domain name when identical or confusingly similar to their names. In 
all cases additional requirements are that the registrant does not have 
rights or legitimate interest in the domain name and that the use or reg-
istration of the domain name is in bad faith.

15 Who may act as defendant in an action to cancel or transfer a 
gTLD in local courts?

With regard to domain name cases brought before a Dutch court, 
including gTLD cases, the appropriate defendant would either be the 
registrant, or the registrant together with the actual user if these would 
be different parties. If the case is about more than the mere registration 
and use of a domain name, other parties might be involved as well.

Even though in principle the plaintiff will decide which parties it 
will involve in litigation as defendants, there is no use involving the reg-
istrar or registry in proceedings with regard to the cancellation or trans-
fer of a domain name. These parties will in principle not be considered 
relevant users of the domain name (unless the registrar and registrant 
are the same entity).

16 What is the burden of proof to establish infringement and 
obtain a remedy?

In general, the burden of proof rests with the complainant or plaintiff. 
In ADR proceedings the balance of probabilities or preponderance of 
the evidence is often applied. An asserting party typically needs to 
establish that it is more likely than not that the claimed fact is true. In 
court proceedings the plaintiff needs to make it sufficiently plausible 
that the domain name has been or will be used in an infringing manner. 
In PI proceedings the judge will make a provisional assessment of the 
case, which may include a balancing of the parties’ interests.

17 What remedies are available to a successful party in an 
infringement action?

In .nl ADR proceedings only transfer of the domain name may be 
requested. In court proceedings, depending on which rights are being 
invoked, a broader spectrum of measures may be granted: injunction, 

Update and trends

SIDN reports that the .nl domain continues to grow. The total 
number of domain names held by Dutch registrants is estimated 
to be 9 million – on a population of 17 million – which is the third-
highest total in Europe. According to SIDN the demand for domain 
names is mainly driven by the growth of e-commerce (webshops) 
and the rise of self-employment and start-ups.

© Law Business Research 2017



NETHERLANDS Bird & Bird LLP

40 Getting the Deal Through – Domains & Domain Names 2017

cancellation or transfer of the domain name, rectification, rendition of 
accounts, damages or transfer of profit, reimbursement of reasonable 
and proportionate legal costs and penalties for non-compliance with 
court orders.

18 Is injunctive relief available, preliminarily or permanently, 
and in what circumstances and under what conditions?

Yes, but only in court proceedings. A permanent injunction will be 
granted in proceedings on the merits if the court holds that (abso-
lute) rights of the rights holder have been infringed. In preliminary 
proceedings an injunction may already be ordered if there is a threat 
of infringement.

19 How is monetary relief calculated?
When infringement has been established by the court, it may award 
payment of actual damages or a transfer of profits. Orders to pay com-
pensation do not have a punitive character. However, the court will 
usually refer the claim for damages to follow-up proceedings aimed 
specifically at damages assessment. Such referral does not require the 
claimant to prove that it has actually suffered damage; the plausibility 
of damage suffices. In practice such follow-up proceedings are rarely 
litigated, since they may take a long time and it often proves very diffi-
cult to establish the actual amount of damage suffered or which profits 
of the infringer should be attributed to the infringement. More often 
than not, parties will reach a settlement on damages after the court has 
established infringement.

20 What criminal remedies exist, if any?
Disputes about infringement of intellectual property rights are mainly 
settled in civil proceedings. However, under circumstances the use 
of a domain name – not the mere registration – may constitute an act 
of counterfeit, which is a criminal offence and may be punished with 
imprisonment not exceeding one year or a fine of the fifth category 
(€82,000). The use of the domain name for other criminal activities 
can also lead to criminal sanctions. However, if a case is merely about 
domain names, any report thereof to the public prosecutor will almost 
certainly not get any priority.

21 Is there a time frame within which an action must be 
initiated?

In principle, there is no specific time frame for instituting court pro-
ceedings. However, in respect of PI proceedings urgent interest is 
required. Also in respect of the .nl ADR there are no specific require-
ments as regards timing. In exceptional cases, the owner of a prior 
trademark who has tolerated the use of a later-registered trademark 
during a period of five consecutive years may no longer object to the use 
of the later trademark, which may also comprise use as a domain name.

22 Can a registrant’s rights in a domain name expire because 
of non-use. Can a registrant be estopped from bringing an 
infringement action? In what circumstances?

No use is required in order to maintain the domain name registration. 
If a registrant of a domain name is bringing an infringement action as 
a plaintiff, he will need to invoke a right such as a trademark or trade 
name in order to be successful. The Dutch Supreme Court has held that 
the owner of a domain name can also take action against the use of a 
name that is similar to its domain name without relying on a trademark 
or trade name, if the use leads to confusion and if the designation is not 
purely descriptive. Domain name registrations as such – without any 
use – do not provide for an (absolute) right to bring an infringement 
action. Non-use by the plaintiff or registrant may also be relevant if the 
defendant is arguing that the plaintiff or registrant has no rights in its 
trademark on account of non-use of the trademark (including use as 
a domain name). In proceedings where the plaintiff is the owner of a 
trademark or trade name, of which genuine use is made, non-use of the 
domain name of the defendant may be relevant.

In .nl ADR proceedings. non-use of the attacked domain name 
could play an important role in establishing that the registrant thereof 
has no rights to or legitimate interest in the domain name and that the 
domain name has been registered in bad faith. This is different in court 
proceedings, as infringement will generally not be assumed in the 
event the domain name is not actually being used.

23 What is the typical time frame for an infringement action at 
first instance and on appeal?

The typical time frames for an infringement action at first instance and 
on appeal are as follows:
• court proceedings, PI, first instance: four to 12 weeks; 
• court proceedings on the merits, first instance: one to one-and-a-

half years;
• court proceedings, appeal: one to one-and-a-half years (slightly 

shorter in PI); and
• .nl ADR: three to four months.

24 Is a case law overview available on procedural or substantive 
issues? Does the case law have a precedential value?

The website domjur.nl publishes judgments and literature on domain 
names and .nl domain names in particular. Almost 2,000 judgments 
are included in the database. The website is an initiative of the SIDN in 
cooperation with Tilburg University.

The Netherlands has a civil law system, in which lower courts are in 
theory not bound to precedents established by higher courts. However, 
judgments should be predictable, which means that lower courts 
usually submit to judgments from higher courts.

Manon Rieger-Jansen manon.rieger.jansen@twobirds.com 
Thijs van den Heuvel thijs.van.den.heuvel@twobirds.com

Zuid-Hollandplein 22
2596 AW The Hague
Netherlands

Tel: +31 70 353 8800
Fax: +31 70 353 8811
www.twobirds.com
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25 Can parties choose a panellist in an ADR procedure involving 
a ccTLD? Can they oppose an appointment?

The WIPO Center chooses the panellist in the .nl ADR proceedings. 
The panellist has to declare that he or she has no personal or business 
connection to any of the parties. The parties cannot oppose the appoint-
ment of the panellist, but the WIPO Center may choose another panel-
list if it is of the opinion that there are reasons to do so.

26 What is the typical range of costs associated with an 
infringement action, including pre-litigation procedures, trial 
or ADR, and appeal? Can these costs be recovered?

The legal costs in court proceedings are highly dependent on the cir-
cumstances and complexity of the case. A typical range of costs can 
therefore not easily be provided. As court fees are quite low in the 
Netherlands, the costs mainly consist of costs for legal representation.

An indication is provided by the ‘indication fees in IP cases’. On 
the basis of the IP Enforcement Directive, the winning party is entitled 
to a reasonable reimbursement of its legal fees by the losing party. As 
the courts were in need of guidelines for determining which claimed 
legal costs are reasonable to award, the administration of justice has 
provided the indication fees for IP cases (excluding patent cases).

According to the indication fees, in first-instance PI proceedings a 
maximum of €6,000 for simple cases, €15,000 for normal cases and 

€25,000 for complex cases is considered reasonable. In proceedings on 
the merits these amounts are €8,000 for a simple case, €20,000 for a 
normal case and €40,000 for a complex case. 

Should the infringement action only concern use of the domain 
name and should the case furthermore be quite straightforward, 
this will probably be regarded a simple case. In this event, the actual 
costs may in a given case even be lower than €6,000. However, if the 
domain name issue forms only part of the dispute, the actual costs 
may be considerably higher. Roughly the same indication fees apply to 
appeal proceedings.

.nl ADR
The total fees for .nl ADR proceedings for one up to and including 
five domain names are €1,500 (a €500 administration charge and a 
panellist’s fee of €1,000) and for six up to and including 10 domain 
names €2,000 (€700 of administration charges and a €1,300 panellist’s 
fee). If an amicable settlement is reached before a panellist is appointed, 
the panellist’s fee will be reimbursed to the complainant. In addition to 
the above-mentioned fees, other costs may be incurred, such as costs 
for legal representation.

The regulations of .nl ADR proceedings do not provide for an 
award of costs to the winning party.

© Law Business Research 2017



RUSSIA Gorodissky & Partners

42 Getting the Deal Through – Domains & Domain Names 2017

Russia
Sergey Medvedev and Ilya Goryachev
Gorodissky & Partners

Registration and use of domain names at ccTLD registry

1 Which entity is responsible for registration of domain names 
in the country code top-level domain (ccTLD)?

The administration authority (registry) for the ccTLD .ru (and for the 
Cyrillic .rf), a non-profit organisation, ANO Coordination Center for 
TLD RU (the Coordinator), ensures the reliable and stable DNS infra-
structure operation of the Russian internet sector. The Coordinator 
accredits domain registrars (private companies) that provide com-
mercial services – registration and maintenance of domain names – to 
registrants. In this connection, the Coordinator performs functions 
targeted at control of the activities of local registrars. Similar functions 
have been given to the Russian Fund of Internet Development, which is 
a watchdog and another registry of the .su domain and related registra-
tion proceedings.

2 How are domain names registered?
To register a domain name a prospective registrant files a registration 
application and enters into a contract with a registrar. Any person, 
including a foreign or domestic one, can stand as the applicant and own 
a domain name in the .ru, .rf and .su digital zones. 

3 For how long is registration effective?
Registration is generally effective for one year. Unlimited registration 
renewals are possible if the registrant sends renewal applications in 
due course. Failure to renew a domain name registration will result in 
the loss of rights related to the domain name at issue.

4 What is the cost of registration?
The cost of registration varies from one registration to another. Usually, 
it ranges from approximately US$2 to US$20. Sometimes registrars pro-
vide rewards or discounts associated with domain name registrations.

5 Are registered domain names transferable? If so, how?  
Can the use of a domain name be licensed?

Domain names are transferable. For transfer purposes the current reg-
istrant needs to send a relevant application to the registrar, while the 
new registrant needs to enter into a contract with the registrar and con-
sent to the transfer. Once the application is filed, the contract is entered 
into by the parties and consent is given – the registrar has three days to 
complete the domain name transfer process.

Transfer of the .ru domain name is not allowed in the following  
circumstances:
• expiry of one-year registration term;
• within 30 days from the moment the new registrant has acquired 

the right to the domain name from the previous registrant;
• within 30 days from the moment the registrar of the domain name 

has been changed;
• the domain name is locked or on the blacklist;
• if the registrant fails to provide the registrar with the requested 

documents or information in the course of the registrar’s monitor-
ing process; and

• if there are certain restrictions imposed on the domain name (eg, a 
preliminary injunction granted by a court).

Strictly speaking, a domain name ‘licence’ is not possible from the 
Russian law perspective, since this particular legal tool applies to trans-
actions involving intellectual property (IP) assets under the provisions 
of the Civil Code, while domain names are not within the list of pro-
tected IP rights. That does not mean, however, that the registrant can-
not commercialise the domain name by allowing third parties to use it 
on the agreed terms. 

Owing to the freedom of contract principle, the registrant may 
lease the domain name in favour of a third party. At the same time, it 
has to be noted that in the case of an IP infringement dispute the regis-
trant will be engaged as the first defendant, while the actual user of the 
domain name (lessee) may stand as the co-defendant. In any event, the 
imposition of liability on a registrant who has leased the domain name 
to a third party, associated with the occurrence of an IP infringement, 
will depend on various factors and the facts of the case. 

According to a ruling of the Russian IP Court, the registrant of 
the domain name cannot escape liability for IP  infringement, or shift 
this liability to another person, by entering into a contract (including 
a domain name lease contract) (case ref A40-206553/2015). This posi-
tion may be applied to all related domain name disputes, when the 
registrant registers an infringing domain name and then, in case of a 
dispute, argues in court that another person in fact uses the domain. 

Importantly, if it has been proven that the registrant in no way con-
tributed to the IP infringement committed by the lessee of the domain 
name (ie, when the lessee publishes an offer for sale of counterfeit 
products without the registrant’s knowledge), the court may dismiss 
the claim against the registrant by holding liable only the lessee (actual 
user of the domain name) (case ref A40-136427/2012).

6 What are the differences, if any, with registration in the 
ccTLD as compared with a generic top-level domain (gTLD)?

The rules for the .ru ccTLD do not contain specific eligibility require-
ments for registrants. However, since the domain name registration is 
exercised on the basis of a contract between a registrar and a registrant, 
the registrant shall have legal capacity and be in good standing.

As for the selection of specific domain names, the rules for the .ru 
ccTLD would not allow the registration or use of domains that are con-
trary to the public interest and principles of humanism and morality 
(such as abusive words).

WHOIS records do not describe specific eligibility requirements. 

7 Can the registrant use a privacy service to hide its contact 
information?

The registrant is obliged to provide the registrar with correct and up-
to-date personal data (ie, full name, birth date, residential address, 
passport details and contact information). Submission of fake or false 
information is not allowed under the rules for the .ru ccTLD. Because 
of personal data legal restrictions, the public display of such (personal) 
information shall not be exercised by registrars. Therefore, the actual 
personally identifiable information is not always available for public 
access, including in WHOIS records.
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Pre-litigation actions

8 Under what circumstances will a registrant’s privacy-
protected contact information be disclosed? What processes 
are available to lift a registrant’s privacy shield?

The registrar is entitled to disclose a registrant’s privacy-protected 
contact information (eg, full name and address) in the case of a writ-
ten well-grounded request by a third party wishing to use the obtained 
information exclusively for filing a lawsuit.

In practice, the registrar provides the privacy-protected contact 
information based upon:
• a request by an attorney (advocate);
• a request from the law enforcement agency (eg, police); or
• a request from the court.

Therefore, registrants would not usually be able to hide such informa-
tion from the prospective litigation action. Also, such information must 
be obtained at the pretrial stage. 

9 Are third parties (such as trademark holders) notified of a 
domain name registration or attempt to register a domain 
name? If so, how? If not, how can third parties receive notice?

Third parties (including a trademark holder) are not automatically 
notified of domain name registrations or attempts to register domain 
names. Therefore, third parties may either monitor WHOIS them-
selves or hire commercial monitoring services. For new-era domains 
the best option would be to use the TradeMark ClearingHouse brand 
protection system.

10 Is there a need to notify the domain name registrant before 
launching a complaint or initiating court proceedings?

If the domain name dispute is initiated via a commercial court (when, 
for example, the registrant is an individual entrepreneur or a legal 
entity), the plaintiff is obliged to send a cease-and-desist letter, and 
only upon expiry of 30 calendar days from the date of the letter may 
the plaintiff bring the case to a commercial court. The mandatory pre-
litigation settlement procedure does not apply to cases filed before the 
court of general jurisdiction (when the registrant is an individual or 
physical person).

Transfer or cancellation

11 What is the typical format for a cancellation or transfer action 
in court litigation (domains registered in either a ccTLD or a 
gTLD) and through ADR (ccTLD only)?

ADR, such as UDRP or URS, does not apply to .ru ccTLD infringement 
matters. Thus domain name cancellations or transfers – in the case of 
disputes – are usually achieved based on the established IP infringe-
ment court decision.

In this regard, the forum will be either:
• a commercial court – if the registrant is an individual entrepreneur 

or a legal entity; or
• a court of general jurisdiction – if the registrant is an individual or 

physical person.

The IP-infringement case must be filed in the court located at the resi-
dence of the defendant (the registrant). If there are several defendants 
(eg, the registrant and the person who actually uses the domain or web-
site) resident in different regions (ie, giving rise to several courts poten-
tially competent over the dispute), the plaintiff may choose one of them 
to establish jurisdiction. 

Once the competent court institutes proceedings, there will be 
preliminary hearings and hearings on the merits. Each party is obliged 
to prove its own arguments, and the court may ignore all pieces of 
evidence that were not timely or duly provided during the action. 
Discovery proceedings are not available. 

If the court acknowledges an IP infringement, the domain name 
is subject to cancellation based on the court decision, and the plaintiff 
has priority (pre-emptive right) to register the litigious domain name in 
its own name within 30 days from the moment the court decision has 
become effective. 

For various gTLDs, including new-era domains, ADR proceedings 
(such as UDRP and URS) are generally available; however, it is also 
possible to litigate gTLDs in the Russian courts, as described above. 

12 What are the pros and cons of litigation and ADR in domain 
name disputes? What are the pros and cons of choosing a local 
forum to litigate a gTLD dispute compared with the ICANN 
ADR format for the gTLD?

ADR does not apply to disputes involving .ru ccTLDs. However, non-
traditional ADR proceedings (eg, cease-and-desist letters, amicable 
(non-judicial) settlements, domain name transfer negotiations, etc) 
have proven to be quite effective brand protection mechanisms in 
terms of timing and costs in certain instances. Local forum and court 
proceedings are usually a more efficient and stronger enforcement 
option compared with other international ICANN/ADR proceed-
ings, especially in terms of the ability to claim monetary relief from an 
infringer (registrant).

13 What avenues of appeal are available?
The following appeal venues are generally available.

Commercial court cases
• Appellate courts – which review the evidence in the court files as 

well as the new evidence if there is reasonable excuse for not sub-
mitting the same in the first-instance court;

• first cassation appeal – the Russian IP Court, which hears cases on 
the existing case records and does not re-evaluate the evidence 
and facts located in the court files;

• second cassation appeal – Economic Board of the Russian Supreme 
Court, which has no power to re-evaluate evidence and facts 
located in the court files; and

• supervision appeal – the Supreme Court of the Russian Federation, 
which is entitled to review and ascertain whether there has been a 
substantial breach in law enforcement. 

General jurisdiction court cases
• Supreme courts of the constituent parts of the Russian Federation 

(eg, in Moscow, the Moscow City Court) – which review the evi-
dence in the court files as well as the new evidence if there is reason-
able excuse for not submitting the same in the first-instance court;

• first cassation appeal – the presidium of the supreme courts of the 
constituent parts of the Russian Federation (eg, in Moscow, the 
Presidium of the Moscow City Court), which hears cases on the 
existing case records and do not re-evaluate the evidence and facts 
located in the court files;

• second cassation appeal – Economic Board of the Russian Supreme 
Court, which has no power to re-evaluate evidence and facts 
located in the court files; and

• supervision appeal – the Supreme Court of the Russian Federation, 
which is entitled to review and ascertain whether there has been a 
substantial breach in law enforcement.

14 Who is entitled to seek a remedy and under what conditions?
Generally, the valid rights holder (eg, trademark owner), its recorded 
assignee or recorded exclusive licensee, are entitled to seek injunc-
tive and monetary relief, provided their rights and legitimate interests 
are affected due to domain name registration or use. Non-exclusive 
licensees, distributors or other authorised IP users do not have the 
same privilege.

15 Who may act as defendant in an action to cancel or transfer a 
gTLD in local courts?

The first defendant in such an action will be the registrant. The actual 
domain name user (eg, website owner) may be the second defend-
ant and will bear the joint and several liability associated with the IP 
infringement. Local registrars may also stand as co-defendants in cer-
tain exceptional cases (eg, a case involving foreign registrant). 
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16 What is the burden of proof to establish infringement and 
obtain a remedy?

Russia does not adhere to UDRP. However, the national court system 
supports the international principle of unfair competition repression 
and applies the three-factor UDRP test through the implementation of 
article 10-bis of the Paris Convention for the Protection of Industrial 
Property. In other words, in a clear-cut IP-infringement or unfair 
competition matter, the following factors have to be proven by 
the plaintiff: 
• the domain name is identical or confusingly similar to a trademark 

in which the claimant has rights; 
• the respondent has no rights or legitimate interests in respect of the 

domain name; and 
• the respondent’s domain name has been registered and is being 

used in bad faith. 

Importantly, in a classic domain name dispute, the plaintiff must prove 
the following three fundamental factors: 
• the priority of the trademark over the domain name. 
• the similarity between the trademark and the domain name; and 
• the similarity of the trademarked (registered) goods and the goods 

offered for sale (sold) on the website under the domain name.

If one of these factors is not properly demonstrated by the plaintiff – 
whether under the first or the second scenario – IP infringement or 
unfair behaviour will not be established by the court, and remedies will 
not be awarded. 

Essentially, in asserting an IP infringement or unfair competition 
claim, the plaintiff must act in good faith to avoid unfair hijacking of 
the conflicting domain name. Abuse of rights will lead to dismissal of 
the case.

17 What remedies are available to a successful party in an 
infringement action?

In terms of remedies, injunctions would be the most appropriate 
relief according to local practice. Monetary compensation (ie, statu-
tory damages) are quite popular as well. Publication of the court order 
is also regarded as a feasible remedy, but it is not usually sought in 
domain name actions. Seizure and forfeiture of counterfeit or grey-
market goods will be available for serious IP-infringement matters on 
the internet.

18 Is injunctive relief available, preliminarily or permanently, 
and in what circumstances and under what conditions?

Procedurally, the plaintiff is entitled, before filing a lawsuit or simulta-
neously with filing the lawsuit, to file a preliminary injunction motion 
with the court to block the potential transfer or cancellation of the 
domain name. The plaintiff shall condition the grant of the prelimi-
nary injunction by arguing that non-grant of the same may harden or 
make it impossible to enforce the court decision. Prevention of substan-
tial damages will also be regarded as the valid condition. Permanent 

injunctive relief will be awarded by the court if the plaintiff is able to 
evidence and prove IP infringement. Pre-litigation procedures aimed 
at freezing or locking the conflicting domain names and effective for 14 
days are also feasible, provided that a warranty for indemnification is 
given by the rights holder in the corresponding motion.

19 How is monetary relief calculated?
Monetary relief is normally claimed and awarded in domain name 
conflicts. While regular damages are rarely used in practice, monetary 
compensation (ie, statutory damages) will be very popular.

Indeed, in order to get regular damages the plaintiff (ie, trademark 
or company name owner) must prove the following factors: 
• the amount of damage sustained (eg, lost profits) by disclosing the 

appropriate method of calculation of the same; 
• the facts of the IP infringement by proving the illegal activities of 

the infringer; and 
• the nexus between the calculated damages and illegal activities of 

the infringer. 

If one of these factors is omitted or failed to be demonstrated by the 
plaintiff, damages will not be awarded by the court. At the same time, 
in order to receive statutory damages the plaintiff has to prove only the 
fact of the claimed IP infringement. In addition, it is not necessary to 
disclose any evidence by showing the method of calculation of losses, 
even though it may be useful to a certain extent. 

Legally, there are three different avenues which trademark owners 
can select and follow when seeking to obtain monetary relief in domain 
name disputes: 
• an amount between 10,000 and 5 million roubles; 
• the double cost of counterfeit goods; or 
• the double cost of the lawful (licensed) trademark usage. 

Practically, the choice of the appropriate monetary compensation for-
mula will be vested with trademark owners, although in the absence 
of a large quantity of counterfeits being offered or purchased from the 
conflicting websites under litigious domain names, or the underlying 
recorded trademark licences with the stipulated licence fees, trademark 
owners will normally have to rely on the very first scenario described 
above, while the court will finally decide on the concrete amount of the 
award based on the nature of the IP infringement (if established).

20 What criminal remedies exist, if any?
Criminal remedies associated with trademark infringement matters 
do exist and may be sought by the rights holders. The usual sanctions 
will be: 
• a criminal fine; 
• forced labour; and/or 
• corrective works. 

In exceptional cases, imprisonment may be imposed by the court. In 
practice, criminal remedies are sought in cases that are more related to 
counterfeit trademarks, goods and products offered for sale and sold 
by counterfeiters in large quantities or repeatedly, including online (ie, 
under the conflicting domain names). In other words, substantial dam-
age or repeated IP infringement has to be shown in such types of action.

21 Is there a time frame within which an action must be initiated?
The general limitation period is three years, starting from the moment 
the plaintiff became aware or should have become aware of infringe-
ment of its IP rights. Domain name action is not an exception.

22 Can a registrant’s rights in a domain name expire because 
of non-use. Can a registrant be estopped from bringing an 
infringement action? In what circumstances?

A registrant’s rights in a domain name will not expire because of non-use. 
The registrant will keep domain-related rights for as long as the domain 
name registration is renewed. At the same time, a registrant cannot be 
recognised as an IP infringer on the grounds of expiry of the limitation 
period, abuse of the plaintiff ’s rights, non-extension of asserted 
trademark rights and in other material and procedural circumstances. 

Update and trends

The current hot topic is the correct selection of the jurisdictional 
forum. Previously, the judicial practice of commercial courts 
has recognised that a domain name dispute involving trademark 
rights is adjudicated by commercial courts irrespective of whether 
the registrant has had commercial status. However, recently the 
Supreme Court has started changing this practice, by strictly 
indicating that if the defendant does not have the status of an 
individual entrepreneur, the dispute will be considered by the court 
of general jurisdiction. 

Further, in view of current litigation practice, if a general 
jurisdiction court, having received a domain name-related lawsuit, 
considers that the case in fact has a commercial nature, then the 
case will be heard by the commercial court. In this regard, if the 
defendant does not appeal the general jurisdiction court ruling on 
the jurisdictional issue, then the defendant will be further barred 
from claiming that the subsequent commercial court decision on 
the domain name dispute should be revoked owing to a breach of 
the jurisdictional or procedural rules. 
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23 What is the typical time frame for an infringement action at 
first instance and on appeal?

The typical time frame for an IP-infringement action to be taken at 
the first-instance court will be around four to six months. Appeal pro-
ceedings, if commenced later, will add another three to four months to 
the action. Further cassation or appeal proceedings, if continued, will 
make it a year (or even more) for the domain name litigation.

24 Is a case law overview available on procedural or substantive 
issues? Does the case law have a precedential value?

Russia is not a case-law country. In other words, court decisions will 
not have a precedential value, or be treated as a source of law. At the 
same time, the Supreme Court of the Russian Federation as well as the 
former Supreme Commercial Court of the Russian Federation have (or 
had) competence to issue clarifications, guidance and orders, which 
must be treated as binding for all lowers courts. In practice, lower-
instance courts prefer to follow the approaches developed and tested 
by the local supreme courts. Domain name litigation is a good example 
in this regard.

25 Can parties choose a panellist in an ADR procedure involving 
a ccTLD? Can they oppose an appointment?

ADR procedures, such as UDRP or URS, are not applicable to .ru 
ccTLDs. Domain names involving .ru (or other local) zones have to be 
litigated before the commercial courts or courts of general jurisdic-
tion (as applicable). The appointment of a panellist (judge) by the par-
ties is not applicable in either national commercial or civil procedure, 
although they can oppose the same by trying to disqualify (recuse) the 
appointed judge during the trial. 

26 What is the typical range of costs associated with an 
infringement action, including pre-litigation procedures, trial 
or ADR, and appeal? Can these costs be recovered?

There is no typical or standard range of costs associated with IP 
infringement actions, unfair competition claims and cases involving pre-
litigation procedure or amicable settlements towards conflicting domain 
names. Such costs will usually be based on court fees, professional 
lawyers’ or attorney’ fees, expert fees (if any) and other disbursements 
(eg, travelling and accommodation expenses). Each particular domain 
name case has to be individually reviewed and assessed depending 
on the circumstances surrounding the same. Legal costs (including 
attorneys’ fees) are recoverable, although always within reasonable 
limits and at the discretion of the court.

Sergey Medvedev medvedevs@gorodissky.ru 
Ilya Goryachev goryachevi@gorodissky.ru

B Spasskaya 25, Building 3
Moscow 129090
Russia

Tel: +7 495 937 6116
Fax: +7 495 937 6104
www.gorodissky.com
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South Africa
Charné le Roux
Adams & Adams Attorneys

Registration and use of domain names at ccTLD registry

1 Which entity is responsible for registration of domain names 
in the country code top-level domain (ccTLD)?

Initially, the administration of the ccTLD .za was managed by Uninet. 
However, owing to the increase in registrations over time, this respon-
sibility was handed over to the ZA Domain Name Authority (ZADNA), 
which was established under the terms of section 59 of the Electronic 
Communications and Transactions (ECT) Act 25 of 2002.

The responsibilities of ZADNA include:
• the administration and management of the .za namespace in 

compliance with international best practice;
• licensing and regulating domain name registries;
• licensing and regulating the registrars for the respective registries;  

and
• providing guidance on the administration and management of the 

.za domain namespace, requirements and procedures for domain 
name registration, and maintenance of and public access to 
a repository.

2 How are domain names registered?
Depending on the registration criteria for the specific subdomains in 
the .za domain space, a domain name may be registered by any persons 
or entities based or active in South Africa or elsewhere. Applications for 
registration must be done through a duly authorised registrar who will 
process the applications at the relevant registry according to applica-
ble regulations, policies and procedures (www.zadna.org.za/content/
page/policies).

A domain name applicant must submit at least two independent 
and operational name server hosts (primary and secondary) in order to 
successfully register a domain name. The registration form provided by 
the domain name registrar or registry will further require the applicant 
to submit contact details (including postal addresses, telephone num-
bers, fax numbers and email addresses), as well as the administrative 
and technical contacts for the domain name. The email address for bill-
ing must also be submitted. 

3 For how long is registration effective?
A domain name registration is effective indefinitely as long as it is 
renewed annually, subject to the payment of an initial and then annual 
renewal fee (www.zadna.org.za/content/page/policies).

4 What is the cost of registration?
Costs are dependent on the registrar selected for registration as well as 
the specific subdomain space. Costs for registration in the most popular 
subdomain space, .co.za, are in the region of 150 rand.

5 Are registered domain names transferable? If so, how?  
Can the use of a domain name be licensed?

Domain names are transferable by agreement, and transfer is effected 
through cooperation of the registrars and registrants involved. Once a 
transfer request has been submitted by a domain name registrant to 
the relevant registrar, the registrar effects the transfer request at the 
registry for the domain name in question and the domain name is then 
marked and prepared for transfer.

As part of the transfer process, all contacts listed for the domain 
name are advised of the proposed transfer, and may indicate an 
approval or refusal of the transfer. Should no objection to the transfer 
be made, at the conclusion of a predetermined waiting period for the 
transfer, the new registrar or registrant is recorded.

Domain names may, absent any agreement, also be transferred 
under the following circumstances:
• where such transfer comes as a result of an outcome of a dispute 

resolution process; 
• where an order of court directs such transfer; 
• where a registrant’s rights are revoked based on its non-compliance 

with a second level domain policy; or 
• as a result of a measure taken in the interests of a stable domain 

name system.

Generally, upon being informed of a domain name dispute, the registry 
concerned must take steps to ensure that the domain name in ques-
tion is not transferred. In practice, the domain name will be locked and 
the registrant will be limited to updating the domain name’s techni-
cal information.

The use of domain names may also be licensed by the registrant to 
a third party through the conclusion of a licence agreement regulating 
the licensee’s use of the domain name.

6 What are the differences, if any, with registration in the 
ccTLD as compared with a generic top-level domain (gTLD)?

There are no significant differences in the registration process of .za 
domain names and gTLD domain names. WHOIS records contain 
similar information.

7 Can the registrant use a privacy service to hide its contact 
information?

It is possible for a domain name registrant to substitute its identity and 
contact information with that of a chosen registrar, and in so doing 
maintain ownership of the domain name.

Pre-litigation actions

8 Under what circumstances will a registrant’s privacy-
protected contact information be disclosed? What processes 
are available to lift a registrant’s privacy shield?

A registrar may be requested to provide the details of the registrant but 
is not under obligation to do so. However, in the likely event that such an 
approach is unsuccessful, reasons for the surrender of the registrant’s 
information may be submitted to the ZA Central Registry (ZACR), 
which may request such details from the registrar. ZACR is also under 
no obligation to make a request of this nature and will, based on the 
reasons submitted, decide whether to assist on a case-by-case basis.

9 Are third parties (such as trademark holders) notified of a 
domain name registration or attempt to register a domain 
name? If so, how? If not, how can third parties receive notice?

Domain name registrations are managed separately from trademark 
registrations, with the party responsible for the administration of 
domain names in the .za domain name space being ZADNA, whereas 
the Companies and Intellectual Property Commission administers 
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trademarks. There is no automatic notification system in place in 
respect of domain names.

10 Is there a need to notify the domain name registrant before 
launching a complaint or initiating court proceedings?

There is no formal requirement to notify a registrant prior to the launch 
of an ADR complaint or court proceedings. However, there is a risk of 
an adverse costs award where a litigant in court proceedings does not 
notify a defendant of potential proceedings in advance, the purpose 
being to provide the other party an opportunity to remove the cause 
for complaint.

Transfer or cancellation

11 What is the typical format for a cancellation or transfer action 
in court litigation (domains registered in either a ccTLD or a 
gTLD) and through ADR (ccTLD only)?

Domain name cancellation or transfer actions are brought either 
through ADR or High Court proceedings.

In ADR proceedings, upon receiving notification of a domain 
name dispute, there is an obligation on the registrar not to transfer, 
delete or refuse to renew the domain name that is the subject of an 
ADR proceeding. 

A dispute will be lodged with the relevant service provider who 
will forward it to the domain name registrant. The registrant will 
have 20 days from the date of the commencement of the dispute to 
submit a response to the dispute to the service provider. A complain-
ant has a right of further reply, which must be submitted within five 
days. Supplementary documentation may only be filed in exceptional 
circumstances. Once all the case documents have been filed, an adju-
dicator will be appointed. The complainant must specify in advance 
whether a single, or three adjudicators should be appointed. There are 
no hearings and disputes are decided based on the documents submit-
ted. The adjudicator must forward its decision to the service provider 
within 14 days of its appointment, and that service provider will com-
municate the full text of the decision to each party within three days. 

As there are no specific laws on cybersquatting, other than the ADR 
regulations that form part of the ECT Act, trademark proprietors who 
select to approach the High Court usually claim relief in terms of the 
Trade Marks Act and, to some extent, also common law. Civil action 
instituted in the High Court can take up to two years to be concluded, 
whereas a court injunction brought on an urgent basis usually takes 
between one week and one month to finalise, and is only available in 
very limited circumstances.

Depending on the type of relief claimed in High Court proceed-
ings, matters are argued either as part of motion proceedings on the 
basis of submitted documentation, or as part of trial proceedings on the 
basis of pleadings coupled with oral evidence.

12 What are the pros and cons of litigation and ADR in domain 
name disputes? What are the pros and cons of choosing a local 
forum to litigate a gTLD dispute compared with the ICANN 
ADR format for the gTLD?

ADR proceedings in domain name disputes allow for cost-effective and 
timely dispute resolution. There is also allowance for a mechanism to 
prevent the transfer of a disputed domain name pending the conclusion 
of the proceedings. ADR proceedings do not allow for monetary relief, 
costs awards, hearings, an appeal process following a decision by three 
adjudicators, or any restraining orders. 

On the other hand, High Court proceedings are costly, time inten-
sive and there is no mechanism to prevent the transfer of a disputed 
domain name pending the conclusion of the proceedings. A High Court 
may issue an order for costs, monetary relief and a restraining order 
that prevents use of the infringing mark. An appeal process also exists 
from a single judge in the High Court to the full bench of the High 
Court, the Supreme Court of Appeal or the Constitutional Court. 

A local High Court would be preferable to litigate a gTLD dispute 
where the respondent is based locally and the complainant seeks 
monetary relief or a restraining order.

13 What avenues of appeal are available?
The ADR Regulations make provision for either party to appeal the 
decision of a single adjudicator to a panel of three adjudicators, which 

must be exercised within 15 days following the date of the decision. No 
appeal is available following a decision delivered by three adjudica-
tors, although review proceedings may in these cases be initiated in the 
High Court.

With respect to High Court proceedings, an aggrieved party may 
appeal the decision of a single judge or the full court either to the full 
court, the Supreme Court of Appeal or directly to the Constitutional 
Court, depending on the circumstances. 

14 Who is entitled to seek a remedy and under what conditions?
The ADR Regulations provide that for a complainant to be entitled to 
seek a remedy it must be shown that it has rights in respect of a name 
or mark that is identical or similar to the domain name in question and 
that the domain name, in the hands of the registrant, is an abusive 
registration. Alternatively, the complainant would have to prove that 
the domain name in question constitutes an offensive registration, as 
defined in the regulations.

With respect to court proceedings, the proprietor or licensee of 
a registered or common law trademark may be able to seek a rem-
edy against a registrant on the basis of trademark infringement or 
passing-off.

A party may also be in a position to take action based on the laws of 
contract, depending on the circumstances of the matter.

15 Who may act as defendant in an action to cancel or transfer a 
gTLD in local courts?

The registrant is in the majority of instances cited as the defendant, 
although there may be circumstances, mostly in High Court litigation, 
when a registry or registrar may also be cited as defendants.

16 What is the burden of proof to establish infringement and 
obtain a remedy?

In order to obtain a remedy in terms of the ADR Regulations a com-
plainant would have to prove on a balance of probabilities that a reg-
istered domain name is either an abusive or offensive registration. 
An abusive registration is defined as a domain name that either takes 
advantage of or is unfairly detrimental to a complainant’s rights, or has 
been used in a manner that takes unfair advantage of, or is unfairly det-
rimental to a complainant’s rights.

An offensive domain name registration is defined as a domain 
name that is contrary to law, is contrary to good morals, or is likely to 
give offence to any class of persons.

Factors indicating that a domain name is an abusive registration 
include the following:
• evidence that the registrant has acquired registration of the domain 

name to sell, rent or transfer the domain name to a third party, or 
intentionally block the registration of a domain name in which a 
complainant has rights, disrupt the business of the complainant, or 
prevent the complainant from exercising its rights;

• where it is shown that the domain name is used, or was registered 
in a manner that would lead the public to believe that it is regis-
tered to, operated or authorised by the complainant;

• evidence that the registrant is engaged in a pattern of making abu-
sive registrations;

• false, or incomplete contact details provided by the registrant on 
the WHOIS database; and

• where a domain name was registered as a result of a relationship 
between the complainant and registrant and the complainant has 
been using the registration exclusively, having paid for its registra-
tion and renewal.

Update and trends

Draft legislation to amend the ADR Regulations of the ECT Act was 
published in November 2016 for public comment. The proposed 
changes include the introduction of an informal mediation process 
prior to the filing of a formal ADR complaint, an additional 
remedy of cancellation of abusive registrations and a summary 
decision process.
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There is a rebuttable presumption of an abusive registration if the 
complainant proves that the registrant has been found to have made 
an abusive registration in three or more disputes in the 12 months 
before the dispute was filed. This period may be extended to two years 
if the changes to the ADR Regulations, published in November 2016, 
are accepted.

Also, the burden of proof shifts to the registrant to show that a 
domain name is not an abusive registration if it is identical to the mark 
in terms of which a complainant claims to have rights.

In High Court trademark infringement or passing-off proceedings, 
a litigant initiating proceedings must prove on a balance of probabili-
ties that the rights it has acquired in its mark have been infringed by the 
use or registration of the domain name in question.

17 What remedies are available to a successful party in an 
infringement action?

In ADR proceedings, where it is proven that the domain name regis-
tration is an abusive registration, a complainant would be entitled to 
request for the domain name in question to be transferred to it. An 
additional remedy of deletion of abusive registrations has been intro-
duced in the proposed changes to the ADR Regulations. In instances 
where the domain name is found to be an offensive registration, the 
complainant would be entitled to request that the domain name be 
deleted, and for its future registration to be prohibited.

In High Court proceedings involving domains, the following 
remedies are available to a successful litigant:
• an injunction to restrain further infringement;
• an order for the transfer or deletion of the domain name;
• an award for damages, which may be calculated as a reasonable 

royalty that would have been payable had the infringing property 
been used under licence; 

• delivery of any materials on which the infringing domain name or 
trademark appeared; and

• costs.

18 Is injunctive relief available, preliminarily or permanently, 
and in what circumstances and under what conditions?

No injunctive relief is available in terms of ADR proceedings. A sum-
mary decision process has, however, been introduced in the proposed 
changes to the ADR Regulations. An order in terms of ADR proceed-
ings to cancel, transfer or prohibit registration of a domain name in 
question is permanent.

Preliminary and injunctive relief are available in High Court pro-
ceedings, as long as the applicant for such relief is able to prove:
• a prima facie right that requires protection; 
• a reasonable apprehension of irreparable harm if the injunction is 

not granted; 
• that there is no alternative satisfactory remedy available to the 

applicant; and 
• that the balance of convenience favours the granting of such relief.

19 How is monetary relief calculated?
No monetary relief is available in terms of ADR proceedings.

In High Court proceedings based on the Trade Marks Act, the 
court may make an appropriate order for monetary relief for the actual 
monetary loss suffered as a consequence of the infringement of the 
applicant’s rights. At the option of the proprietor of a trademark, an 
order may instead be made for the payment of a reasonable royalty 
that would have been payable by the infringing party if a valid licensing 
agreement had been concluded between the parties. Monetary relief 
may also be claimed in common law passing-off proceedings, in which 
case the actual monetary loss suffered must be proven.

20 What criminal remedies exist, if any?
None.

21 Is there a time frame within which an action must be 
initiated?

In respect of ADR proceedings, neither the regulations not the ECT Act 
place an obligation on a complainant to institute proceedings within 
any specific time frame. There are also no set time frames prescribed to 
institute High Court proceedings, bearing in mind that delictual debts 
expire three years from when prescription starts, which is usually when 
the claimant becomes aware of the facts giving rise to the cause of action.

22 Can a registrant’s rights in a domain name expire because 
of non-use. Can a registrant be estopped from bringing an 
infringement action? In what circumstances?

The non-use of a domain name registration would not automatically 
result in the registrant forfeiting any rights therein. The registration 
period for a domain name is unlimited, provided that the registrant com-
plies with the applicable policies, charters and renewal requirements.

With respect to the doctrine of estoppel, a party can generally only 
be estopped from bringing an action if it has performed a positive act, 
by conduct or otherwise, resulting in the belief that the possessor of 
the property right has the right to dispose of it. The doctrine of acqui-
escence is not recognised, so the fact that a party may have stood by in 
the face of infringing conduct would not necessarily preclude it from 
taking action.

23 What is the typical time frame for an infringement action at 
first instance and on appeal?

Given the nature of High Court litigation, an action for the infringe-
ment of a trademark can take approximately two years to be concluded. 
When action is brought to court on an urgent basis, however, the matter 
can take between one week and one month to finalise. The time frame 
to conclude an appeal process in an infringement action is comparable 
with the time associated with the action at first instance. 

By contrast, a domain name dispute resolved through ADR is usually 
concluded within two months. An appeal to a domain name decision of a 
single adjudicator also takes about two months to finalise. 

Charné le Roux charne.leroux@adamsadams.com

1 Thibault Square, 28th Floor
Cnr Long Street and Hans Strijdom Avenue
Cape Town 8000
South Africa

Tel: +27 21 418 8560
Fax: +27 21 419 5729
www.adamsadams.com
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24 Is a case law overview available on procedural or substantive 
issues? Does the case law have a precedential value?

Previous domain name disputes resolved through ADR as well as an 
index categorising the cases are available to panellists, practitioners 
and the public online at www.domaindisputes.co.za, and provide 
insight into procedural and substantive issues. The ADR Regulations 
provide that adjudicators should consider and be guided by case law 
in making decisions, as well as decisions by foreign dispute resolution 
providers where necessary.

25 Can parties choose a panellist in an ADR procedure involving 
a ccTLD? Can they oppose an appointment?

Parties to a domain name dispute do not select adjudicators. They are 
appointed at the sole discretion of an accredited domain name dis-
pute resolution service provider. The ADR Regulations stipulate that 
providers are to maintain and publish a list of adjudicators, includ-
ing their qualifications, which should be made available to the public. 
Furthermore, adjudicators must be impartial and independent, and 
must disclose to the provider any factors affecting their impartiality and 
independence before accepting an appointment to decide a dispute.

The parties to a domain name dispute may elect whether they 
would prefer to have one or three adjudicators appointed in the matter, 
who will then be selected by rotation from the list of adjudicators. The 
appointment is notified to the parties and opportunity is provided for 
objection to the proposed appointment.

26 What is the typical range of costs associated with an 
infringement action, including pre-litigation procedures, trial 
or ADR, and appeal? Can these costs be recovered?

In ADR proceedings, the costs of lodging a complaint to a provider for 
a decision by a single or three adjudicators is 10,000 rand and 24,000 
rand respectively. Counsel fees to prepare and respond to the docu-
ments filed in ADR proceedings depend greatly on the complexity of 
the case and volume of documents submitted. Pre-litigation costs also 
vary on a case-by-case basis, and are dependent on the nature of the 
pre-litigation procedures.

The costs associated with High Court infringement proceedings 
are generally about 50–70 per cent higher than those associated with 
ADR proceedings due to additional procedural steps and in person 
hearings. It is not possible to recover costs following ADR proceedings, 
whereas infringement proceedings through the High Court make such 
recovery possible.
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Turkey
Korcan Dericioğlu
Dericioğlu & Eren Law Office

Registration and use of domain names at ccTLD registry

1 Which entity is responsible for registration of domain names 
in the country code top-level domain (ccTLD)?

The administration of .tr ccTLD domain names is handled by the 
Middle East Technical University through the Nic.tr Administration.

2 How are domain names registered?
Registration procedures differ for each subdomain. There are two 
main classifications:
• registration along with submission of the required documents 

(com.tr, net.tr, org.tr, gov.tr, mil.tr, k12.tr, edu.tr, etc); and
• registration on a first-come, first-served basis (web.tr, gen.tr, info.tr, 

biz.tr, tv.tr, etc).

An application for a .tr domain name can be made online through Nic.tr 
or any accredited registrar. 

The required terms and conditions for each .tr domain name are 
prescribed in the .tr Domain Names Policies, Rules and Procedures of 
the Nic.tr Administration.

3 For how long is registration effective?
Domain name registration fees can be paid for one to five years.

A registrant has the right to choose a registration period of one to 
five years, and may renew with a choice of the same renewal period 
(one to five years).

4 What is the cost of registration?
The official registration and renewal fees are different for each  
subdomain.

Official fees are between US$4 and US$30, depending on the 
extension and registration or renewal period. 

There are no registration or renewal fees for subdomains dedicated 
to governmental and military organisations and institutions (such as 
gov.tr, pol.tr and mil.tr).

5 Are registered domain names transferable? If so, how?  
Can the use of a domain name be licensed?

According to the .tr Domain Names Policies, Rules and Procedures, 
domain names are registered to the rights owner and can only be 
transferred or sold under the conditions of the assignment of the 
associated right (such as trade name and trademark). Apart from this, 
domain names cannot be sold, licensed or transferred.

However, a trademark licensee has the right to register the domain 
name on behalf of the trademark owner and can be the administrator 
of the domain name (in order to launch and manage a website), with 
submission of the written consent of the trademark owner to Nic.tr.

6 What are the differences, if any, with registration in the 
ccTLD as compared with a generic top-level domain (gTLD)?

Registration of a gTLD is available for everyone, without any limitation 
of citizenship. However, registration of a .tr ccTLD is only available for 
Turkish citizens; registered entities in Turkey; and foreign citizens or 
foreign entities, with adequate proof that the applied term is being used 
in Turkey or will be used in future.

A gTLD domain name is registered on a first-come, first-served 
basis. However, registration can only be processed with the submission 
of documents for certain .tr subdomains (see question 2).

7 Can the registrant use a privacy service to hide its contact 
information?

It is not possible to use a privacy service for .tr domain names.

Pre-litigation actions

8 Under what circumstances will a registrant’s privacy-
protected contact information be disclosed? What processes 
are available to lift a registrant’s privacy shield?

It is not possible to use a privacy service for .tr domain names.

9 Are third parties (such as trademark holders) notified of a 
domain name registration or attempt to register a domain 
name? If so, how? If not, how can third parties receive notice?

There is no official direct notification service for informing third par-
ties. However, Nic.tr issues an objection list on its website for a dura-
tion of six months if the domain name was registered with a required 
document. If a third party files an objection against a domain name 
within due time with procedural grounds (eg, the trademark applica-
tion might be rejected), Nic.tr will delete the domain name.

10 Is there a need to notify the domain name registrant before 
launching a complaint or initiating court proceedings?

There is no mandatory or legal prerequisite for notification of a regis-
trant before filing a complaint or initiating a court action.

Transfer or cancellation

11 What is the typical format for a cancellation or transfer action 
in court litigation (domains registered in either a ccTLD or a 
gTLD) and through ADR (ccTLD only)?

ADR
According to the .tr Domain Names Policies, Rules and Procedures, an 
independent dispute resolution mechanism would have been estab-
lished and the objections of the rights holders would be reviewed 
and evaluated by a Dispute Resolution Council. However, neither the 
mechanism nor the council has been established so there is no specific 
ADR procedure in force.

Additionally, the Code on Mediation in Legal Disputes on Certain 
Aspects of Civil Matters entered into force as of 7 June 2012. The 
code is also enforceable for domain name disputes. According to this 
code, both parties may decide to resolve the dispute before a regis-
tered mediator.

It is also important to stress the other provisions in the Turkish 
legal system subject to ‘amicable settlements’:
• according to the Attorneys Act, attorneys may invite the other 

party to conciliation before a court action has been filed or before 
hearings have commenced for an already filed action, provided 
that such conciliation pertains exclusively to matters that the par-
ties may elicit of their own will. If the other party takes up the invi-
tation and conciliation is reached, the subject of the conciliation, 
its place and date, and the actions that each party will carry out are 
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laid out in a memorandum and signed jointly by the attorneys and 
the clients; and

• according to the Civil Procedural Law, the judge is allowed to invite 
the parties to reach an amicable settlement if necessary.

Civil action
According to the Industrial Property Code, using a trademark as a 
domain name constitutes an infringement of a trademark right. A civil 
action should be initiated, with a claim of transfer or cancellation, or a 
banning of access to the domain name. If there is no prior registered IP 
right, the Commercial Code (unfair competition) and/or the Civil Code 
(personal rights) may apply.

A lawsuit can be initiated by filing the writ of claim of the plaintiff 
with a petition. Once notified, the defendant should submit his or her 
response within two weeks. It is also possible to request an extension of 
time if additional time is needed to prepare the response. It is also pos-
sible to submit replication and rejoinder petitions within two weeks of 
the notification. After the submission of replication and rejoinder, the 
exchange of petitions phase is concluded. 

During the investigation phase, which is the second phase of trial, 
the court investigates the dispute in the light of parties’ submissions.  
The court may also seek expert evidence for clarification of particularly 
technical matters. It is at the court’s sole discretion to choose not to 
seek expert evidence for cases that can be adequately concluded using 
their own knowledge. 

Upon receiving the experts’ reports, the court may give its deci-
sion. Yet there may be some cases where the expert reports are not con-
sidered to be sufficient for rendering the final decision in the light of the 
objections of both parties as well as at the sole discretion of the court. 
In this case, the court may request the expert to issue a supplementary 
report or request another expert to issue a report on the subject matter 
in question. The court necessarily seeks to obtain an expert report by 
which a decision can be built upon and a final decision may be granted.

At the last stage, the court holds an oral hearing and renders 
its decision.

In accordance with the Turkish Civil Procedure Law, either upon 
the request of the parties or ex officio decision of the court, discovery 
may be decided where necessary. Live testimony is also possible in 
infringement actions by virtue of the Turkish Civil Procedure Law.

The parties who are adversely affected by the decision of the 
court have the right to file an appeal before the Regional Courts and 
the Regional Courts’ decision can be appealed before the Court of 
Cassation. If the Court of Cassation upholds the decision, parties have 
the right to further appeal to the Court of Cassation for rectification of 
the decision. If the said appeal of rectification is dismissed, the deci-
sion is final and cannot be appealed against further.

12 What are the pros and cons of litigation and ADR in domain 
name disputes? What are the pros and cons of choosing a local 
forum to litigate a gTLD dispute compared with the ICANN 
ADR format for the gTLD?

As mentioned in question 11, there is no specific ADR procedure for 
domain names in force.

Filing an objection is not evaluated as an ADR mechanism since 
it does not give the right to respond to the domain name owner, and 
evaluates the issue on procedural grounds rather than conflict-based 
grounds. On the other hand, there is no official fee to file an opposition.

Filing a lawsuit is another mechanism for domain name disputes. 
The judge also has the right to order the transfer or cancellation of 
the domain name. However, the duration of a lawsuit is significantly 
long (nine to 36 months depending on the complexity of the case) 
compared with Uniform Domain Name Dispute Resolution Policy 
(UDRP) proceedings.

Parties may also end the dispute through mediation. Mediation has 
been a legally grounded dispute resolution mechanism in Turkey since 
2012. It is also a fast, reliable and economical dispute resolution mecha-
nism. However, according to the statistics, no reported domain name 
issue has yet been resolved through mediation.

13 What avenues of appeal are available?
The parties who are adversely affected by the decision of the court have 
the right to file an appeal before the Regional Courts and the Regional 
Courts’ decision can be appealed before the Court of Cassation. If the 

Court of Cassation upholds the decision, parties have the right to fur-
ther appeal to the Court of Cassation for rectification of the decision. 
If the said appeal of rectification is dismissed, the decision is final and 
cannot be appealed against further.

14 Who is entitled to seek a remedy and under what conditions?
The owner of a trademark has the right to initiate a lawsuit against a 
domain name owner.

Additionally, unless otherwise stated in the licence agreement, the 
holder of an exclusive licence may institute in his or her own name all 
the legal proceedings made available to the owner of the trademark. 

Holders of non-exclusive licences do not have the right to insti-
tute legal proceedings directly. The holder of a non-exclusive licence 
may give notice, through a notary public, requesting the owner of the 
trademark to institute such proceedings as required. In the event that 
the trademark owner refuses to initiate or within three months of the 
reception of the notice fails to institute proceedings, the non-exclusive 
licence holder shall have the right to institute proceedings. The non-
exclusive licensee who has instituted proceedings shall notify the 
owner of the trademark that the proceedings have been instituted.

15 Who may act as defendant in an action to cancel or transfer a 
gTLD in local courts?

In principle, it is the registrant who acts as the defending party.
However, if the registry or registrar has negligently or improperly 

registered a domain name that does not comply with the rules and 
procedures, it is also possible to direct the lawsuit against the registry 
and registrar.

16 What is the burden of proof to establish infringement and 
obtain a remedy?

As a general rule, the burden of proof rests with the plaintiff.
The plaintiff has to prove all legal facts and arguments to support 

his or her claims. The defendant also has to bring evidence in order to 
prove his or her counterclaims. 

17 What remedies are available to a successful party in an 
infringement action?

Suspension of the infringing acts and precautionary measures for the 
prevention of continued infringement of rights such as prohibiting 
access to the website or transferring or cancelling the domain name, as 
well as the publication of the aforementioned court decision in a daily 
newspaper, are available remedies against an infringer.

The plaintiff also has the right to request appropriate compensa-
tion from the infringer in consideration of his or her moral and mon-
etary damages. 

Both moral and material compensation tend to provide fair 
compensation rather than to be punitive.

18 Is injunctive relief available, preliminarily or permanently, 
and in what circumstances and under what conditions?

It is possible for a rights holder to seek preliminary injunctions before 
civil courts in order to stop a threat of infringement.

The court decides to take injunction measures if the judge is con-
vinced that there is a high possibility of such an infringement. However, 
such injunctions are rarely granted unless clear facts and strong evi-
dence of infringement are available. The judge may also request a 
deposit from the plaintiff as a security.

Precautionary measures should fully secure the effectiveness of 
the judgment, and particularly provide for the following measures:
• limitation of access to the website for cessation of infringing acts;
• prohibiting any assignment during the lawsuit; and
• placement of security or a guarantee for damage to be compensated.

Even the injunction measures are the same – an order of temporary 
injunction is valid during the lawsuit and a final injunction is permanent. 
There is no other distinction between temporary and final injunctions. 
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19 How is monetary relief calculated?
Monetary damages are taken into account with three different criteria:
• according to potential income of the owner if there was 

no infringement;
• according to income of the infringer by the use of the trade-

mark; and 
• according to a licence fee that has to be paid, if the trademark was 

used lawfully under a licence agreement.

20 What criminal remedies exist, if any?
In the case of a criminal prosecution, due to the nature of infringement 
and the circumstances of the case, the infringer may be sentenced to an 
imprisonment term of one to three years depending on the infringing 
activity, and the payment of a fine.

21 Is there a time frame within which an action must be 
initiated?

According to the jurisprudence of Supreme Court, as long as the 
infringement acts continue, the right to institute a court action against 
the infringing parties is not prescribed.

However, the rights holder who is aware of the infringing acts and 
remains silent without taking any legal action is considered to commit 
an abuse of right when filing his or her action after a relatively long time 
according to the case law.

In addition, it is only possible to file an objection against a domain 
name according to procedural grounds within two years of the registra-
tion of a domain name.

22 Can a registrant’s rights in a domain name expire because 
of non-use. Can a registrant be estopped from bringing an 
infringement action? In what circumstances?

It is not possible to claim expiry of the .tr domain name due to non-use.
However, according to the Trademark Law, a registered trade-

mark shall be declared invalid by the courts if it has not been put to use 
without a justifiable reason within a period of five years following the 
registration date or if the use has been suspended for an uninterrupted 
period of five years. If a .com.tr domain name is registered by claiming 
a trademark right and the trademark becomes invalid due to non-use, 
it will be possible to cancel the domain name ownership since there will 
be no ground left for the domain name registration.

The registration of a domain name does not grant merely an exclu-
sive right and a registrant cannot be stopped from bringing an infringe-
ment action merely on this basis.

23 What is the typical time frame for an infringement action at 
first instance and on appeal?

At trial level it takes between 18 and 24 months to receive the decision 
of the first-instance court.

As for notification of the court decision, the parties have the right 
to appeal the decision before second-instance courts, namely the 
Regional Courts, within two weeks and it takes four to eight months to 
receive the decision. 

The Court of Cassation is the third-instance court, to which the 
decision of second instance can be appealed. It takes 10 to 18 months 
to receive the decision. Moreover, it is possible to ask for the revision of 
the Court of Cassation’s decision within two weeks and it takes approx-
imately six to eight months to receive a result in this matter.

24 Is a case law overview available on procedural or substantive 
issues? Does the case law have a precedential value?

Case law is available and there is a precedential value on both pro-
cedural and substantive issues. As .tr domain name cases are mostly 
grounded on unfair competition and trademark law, they are evaluated 
as other infringing activities with an analogy in legal reasoning.

In addition, case law from other jurisdictions or from UDRP 
proceedings are also frequently referred to, and are of crucial value. 

25 Can parties choose a panellist in an ADR procedure involving 
a ccTLD? Can they oppose an appointment?

As mentioned in question 11, there is no specific ADR procedure in 
force for .tr domain names.

26 What is the typical range of costs associated with an 
infringement action, including pre-litigation procedures, trial 
or ADR, and appeal? Can these costs be recovered?

Attorneys’ fees vary depending on the time spent on the case and the 
complexity of the dispute, as well as the schedule of charges of the 
attorney or law firm.

The range of official fees and costs also differs from case to case. 
Official filing fees are calculated on a percentage basis if there is any 
compensation request. It is also at the sole discretion of the court to 
determine the number of experts and the amount to be paid for each. 
However, the range could be indicated as follows:
• between €100 and €250 at the filing stage (except if there is a com-

pensation request since the official fees may differ regarding the 
requested amount or if the defendant is a foreigner, which may 
give rise to a translation expense); 

• between €750 and €1,500 during the trial; 
• between €75 and €150 at the second-instance stage; and
• between €100 and €200 at the third-instance stage.

The party whom the decision is against should bear official court expenses 
and has to pay a predetermined attorney fee to the other party’s attorney 
similar to a contingency fee. The predetermined attorney fee is equal to 
the fee indicated in the Minimum Attorney Fee Tariff, which is amended 
and prepared every year by the Union of Turkish Bar Associations.

Korcan Dericioğlu korcan.dericioglu@dericioglueren.com

Cinnah caddesi 43/10 
Cankaya
Ankara
Turkey

Tel: +90 312 442 69 96
Fax: +90 312 442 69 11
www.dericioglueren.com
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Registration and use of domain names at ccTLD registry

1 Which entity is responsible for registration of domain names 
in the country code top-level domain (ccTLD)?

Nominet UK, a not-for-profit company limited by guarantee estab-
lished in 1996, is the entity responsible for administering the .uk ccTLD 
and the second-level domains (SLDs) within the .uk TLD, except as 
provided below.

The SLDs administered by Nominet UK are the following:
• co.uk (intended for commercial entities and purposes);
• ltd.uk (intended for private limited companies);
• me.uk (intended for personal names);
• net.uk (intended for internet service providers’ infrastructure);
• org.uk (intended for not-for-profit entities); and
• plc.uk (intended for public limited companies).

In addition, domain name registrations directly under the .uk TLD 
became available in June 2014 (see www.dotuklaunch.uk).

Nominet also administers the following SLDs but for restricted use:
• nic.uk (intended for network use); and
• sch.uk (intended for schools only).

The following SLDs within the .uk TLD are not administered by 
Nominet UK but by third-party registrars as trustees:
• ac.uk (for higher and further education and research institutions);
• gov.uk (for national, regional and local government bodies 

and agencies);
• mod.uk and mil.uk (for military and related purposes);
• nhs.uk (for National Health Service organisations); and
• police.uk (for police forces).

Finally, Nominet is also the registry of the new generic top level 
domains (gTLDs) .wales and .cymru. However, the new .london and 
.scot gTLDs are administered by Dot London Domains Limited and 
the Dot Scot Registry, respectively.

2 How are domain names registered?
.uk domain names are registered through a registrar and not through 
Nominet directly. A list of registrars offering .uk domain names is avail-
able on Nominet’s website.

By registering a domain name ending in .uk (with some very lim-
ited exceptions), the registrant enters into a contract of registration with 
Nominet and must abide by Nominet’s Terms and Conditions, includ-
ing the now-consolidated (as from 1 October 2016) Dispute Resolution 
Service (DRS) Policy and DRS Procedure (the DRS Policy), as well as 
Nominet’s Rules of Registration and Use of Domain Names (the Rules). 
Nominet’s new Terms and Conditions came into effect on 1 March 2016 
and the new Rules came into effect on 10 June 2014. 

Any person may register an SLD within .uk. If a registrant address is 
not within the UK, a UK address for service must be provided (Rule 7).

Specific rules for each SLD
Each SLD has its own specific rules, as follows:
• domain names registered in the .co.uk SLD are intended for com-

mercial purposes (Rule 8) and .org.uk are intended for not-for-
profit entities, such as charities, trades unions, political parties, 

community groups, educational councils and professional institu-
tions (Rule 9). However, Nominet does not impose restrictions for 
the registration of third-level domains in both of these SLDs and 
the Rules explicitly provide that Nominet will not reject applica-
tions or take action against registrations that do not comply with 
the intended purpose of these SLDs (Rule 4.4);

• registrants of .me.uk domain names must be, and must remain, 
natural persons (as opposed to legal entities), with certain excep-
tions in the case of a transfer of a domain name as a result of a DRS 
or judicial proceedings or of a transitional measure (Rule 10);

• all registrants in .ltd.uk and .plc.uk must be incorporated compa-
nies under section 714 of the United Kingdom Companies Act 1985 
(or later equivalents). Third-level domain names in the .ltd.uk and 
.plc.uk SLDs must correspond to the company name as recorded in 
Companies House, and applicants must provide proof of the com-
pany’s incorporation (Rule 11.2.2); and

• registrants in the .net.uk SLD are required to be internet service 
providers. The domain name registered must be identical or simi-
lar to the applicant’s name (Rule 12).

Reservation rights for .uk
As previously mentioned, domain name registrations directly under the 
.uk TLD became available on 10 June 2014 (eg, example.uk). Nominet 
will automatically reserve the third-level domain names of existing 
SLDs at the second level of the .uk TLD for five years (ie, until 10 June 
2019), provided that the initial registration at the third level remains 
active. For instance, example.uk will be reserved for a period of five 
years to the registrant of example.co.uk. After the five-year period, the 
domain name will become available for registration on a first-come, 
first-served basis.

However, where the same string is registered to two or more people 
under different third levels (for example, one person is the registrant 
of example.co.uk and another example.org.uk), the registrant of the  
.co.uk domain name will be eligible for the same string directly under 
.uk, and if no .co.uk domain name has been registered then the .org.uk 
will be offered the .uk equivalent.

To prevent any ‘gaming’ of the system, this method will only apply 
to third-level domain names registered on or before 28 October 2013. 
Only third-level domain names registered after this date (but before 
10  June 2014) under .co.uk will automatically be allocated the corre-
sponding .uk domain name, and domains registered under non-.co.uk 
extensions will not be granted any rights. This is the case unless there is 
a ‘clash’ with a domain name registered on or before 28 October 2013, 
in which case the prior system will apply. 

This means, for instance, that if example.co.uk was registered after 
28 October 2013 but a corresponding .org.uk domain name was regis-
tered before the cut-off date, then the registrant of the .org.uk domain 
name will be allocated the string directly under .uk. After 10 June 2014, 
new registrations at the third level do not grant registrants an auto-
matic right to register the same string directly under .uk. 

Nominet has created an online ‘rights lookup’ tool that shows 
whether a domain name (whether it currently exists or not) will confer its 
registrant the right to the .uk equivalent (available at www.dotuklaunch.
co.uk/what-uk). 
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Registration policy 
Traditionally Nominet has had an open registration policy, accepting 
domain name registrations on a first-come, first-served basis without 
vetting applications (Rule 4.2). However, there are some restrictions 
applicable to domain names administered by Nominet.

Domain name registrations at the second or third level under the 
.uk TLD are restricted as follows (Rule 5):
• domain names may only contain the following 37 characters or a 

combination thereof: the 26 unaccented Roman letters (namely, 
a–z); the 10 Western digits (0–9); and hyphens; 

• the first or last characters of a .uk domain name may not be 
a hyphen; 

• domain names may not contain characters with diacritics, such 
as accents, cedillas and ogoneks (ie, internationalised domain 
names); 

• domain names may not be more than 64 characters long in total, 
including the third and second-level domain and the TLD; and

• characters corresponding to an existing SLD in .uk (ac, co, gov, ltd, 
me, mil, mod, net, nhs, nic, org, plc, police and sch) are not to be 
permitted (for policy reasons) as a third-level domain within co.uk, 
me.uk, org.uk and net.uk. 

Proscribed domain names and criminal activity
In 2014 Nominet revised its domain name registration policy follow-
ing an independent policy review led by former Director of Public 
Prosecutions, Lord Macdonald (2013). As a result, Nominet prohib-
its the registration of domain names that promote or incite serious 
sexual offences (condition 6.1.4 of Nominet’s Terms and Conditions). 
According to Nominet’s Terms and Conditions, Nominet will, in its sole 
discretion, determine whether a domain name appears, on the face of 
it, to indicate, comprise or promote a serious sexual offence and there is 
no reasonable or legitimate use for that domain name. In such cases, the 
proscribed domain name will be suspended and the registrant and reg-
istrar informed. Registrants will then have 30 days to appeal Nominet’s 
assessment, and any disagreement will be referred to an independent 
external body for review.

Nominet’s Terms and Conditions also expressly prohibit the use 
of any .uk domains to carry out criminal activity (condition 6.1.5). 
Accordingly, law enforcement agencies are able to notify Nominet that 
specific domain names are being used for criminal activity and Nominet 
will then work together with its registrars to suspend the domain names 
in question.

3 For how long is registration effective?
The registration duration of a .uk domain name may vary depending 
on the registrar used. A .uk domain name can be registered for between 
one and 10 years.

4 What is the cost of registration?
The cost for registration of .uk domain names varies broadly among 
registrars. The price includes the registration fee charged by Nominet 
and other charges for other services provided by the registrar. Registrars 
that are accredited by Nominet benefit from a discount on Nominet’s 
registration fees (available on Nominet’s website). The Nominet fee for 
non-accredited registrars is £80 plus VAT per domain name registra-
tion for two years.

5 Are registered domain names transferable? If so, how?  
Can the use of a domain name be licensed?

A registrant of a .uk domain name may transfer a domain name to a 
third party by following the registrant transfer process, in accordance 
with condition 11.3 of Nominet’s Terms and Conditions. To initiate 
the registrant transfer process, the registrant must log in to his or her 
Nominet account and select the ‘registrant transfer’ service. This ser-
vice costs £10 plus VAT, which can be paid by either the current or new 
registrant. Nominet-accredited registrars may also carry out the regis-
trant transfer process on behalf of the registrant.

A registrant of a .uk domain name may also transfer a domain name 
from one registrar to another either by contacting the current registrar 
or through Nominet by logging into the registrant’s ‘Online Services’ 
account and selecting the ‘registrar change’ service. Nominet’s fees for 
this service amount to £10 plus VAT.

.uk domain names can also be transferred as a result of a Nominet 
DRS procedure or a court order.

A registrant may not transfer a .uk domain name registration pend-
ing proceedings under the DRS Policy or for a period of 10 days after 
their conclusion (unless the transfer is to the complainant as a result of 
a settlement reached between the parties and approved by Nominet); 
or during pending court or arbitration proceedings. In addition, a regis-
trant may not, without the complainant’s consent, transfer the hosting 
of a .uk domain name to another registrar pending proceedings under 
the DRS Policy or for 10 days after its conclusion (paragraph 13 of the 
DRS Policy).

Nominet’s Terms and Conditions expressly provide that ‘a domain 
name is not an item of property and has no “owner”’ (condition 7.1). 
However, nothing prevents a registrant from licensing the use of 
a domain name to a third party during the course of the registration 
period, provided that such registration or use does not contravene 
Nominet’s Terms and Conditions and Rules of Registration and Use of 
Domain Names. Generally, the registration agreement for .uk domain 
names (between the registrar and the domain name registrant) will 
incorporate an ‘agency clause’ providing that in the event that the reg-
istrant intends to license use of a domain name, the registrant accepts 
that it will remain the registrant of record, will be responsible for main-
taining accurate contact information and will be liable for harm caused 
by wrongful use of the domain name. 

6 What are the differences, if any, with registration in the 
ccTLD as compared with a generic top-level domain (gTLD)?

Traditionally, Nominet has had an open registration policy for .co.uk 
and .org.uk in the same way as many generic top-level domains (gTLDs), 
such as .com and .org. However, as explained previously, Nominet has 
recently reviewed its open registration policy and has implemented 
certain changes, particularly as regards screening and suspension of 
domain name registrations involving terms related to serious sexual 
offences or domain names used for unlawful purposes (ie, criminal 
activity), which is an element that will set it apart from many gTLDs and 
other ccTLDs.

Also, as described in question 1, a number of the SLDs have specific 
restrictions (eg, .me.uk and .ltd.uk).

7 Can the registrant use a privacy service to hide its contact 
information?

Nominet introduced last year two major changes to its WHOIS frame-
work (in force as of 1 March 2016), namely: 
• refining the criteria for its WHOIS Address Opt Out Policy, which 

allows individuals to opt out of having their addresses published on 
WHOIS; and 

• officially recognising and allowing registrants to use privacy 
services to conceal their contact information. 

These changes came about further to an extensive consultation process 
which took place in mid-2015.

According to Nominet’s WHOIS Address Opt Out Policy (in force 
as of 1 September 2015), domain name holders that are non-trading 
individuals can opt out of having their address details published on 
WHOIS (a service provided by Nominet free of charge). Two condi-
tions must be met in order to be able to opt out: 
• the registrant must be an individual (as opposed to a company, 

organisation or association); and 
• the domain name must not be used to transact with customers (ie, 

to accept or arrange payments) or primarily to advertise or pro-
mote goods, services or facilities. For example, a registrant using 
a domain name for a blog containing a small amount of pay-per-
click links is likely to be held eligible to opt out. However, a reg-
istrant using a domain name for commercial purposes such as for 
a website primarily advertising goods or services or offering the 
domain name in question for sale on the website will not be eligible 
to opt out. 

In order to opt out, the registrant may either submit a request to the 
registrar or log in to its Nominet online account and select the opt-out 
option on the account summary page. 

The second major change is that Nominet now officially recognises 
and allows the use of WHOIS privacy services. Previously Nominet 
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did not recognise privacy services and therefore the legal registrant of 
record was not the underlying registrant using the privacy protection 
service but rather the privacy protection service itself. Accordingly, the 
Registrar Agreement and associated policies have been amended in 
order to set out the standards registrars must meet if they opt to use the 
privacy services functionality, namely:
• act as an address for service for the registrant;
• respond to or transmit abuse complaints from third parties to the 

registrant; and
• provide contact details of the privacy service to be validated by 

Nominet and which will be published in WHOIS.

Nominet will make registrant contact information available to third 
parties, such as law enforcement agencies and intellectual property 
investigators upon request, in accordance with its disclosure policy (as 
discussed in question 8).

Pre-litigation actions

8 Under what circumstances will a registrant’s privacy-
protected contact information be disclosed? What processes 
are available to lift a registrant’s privacy shield?

The specific circumstances and processes under which a registrant’s 
privacy shield will be lifted are specified by the registrar that has opted 
to use the privacy service functionality, in accordance with Nominet’s 
Privacy Services Acceptable Use Policy. As mentioned in question 7, 
Nominet will disclose personal data relating to .uk domain name reg-
istrations to third parties only for the reasons set out in condition 8 of 
its Terms and Conditions, mainly to a party with a legitimate interest 
(based on the exemptions in the data protection legislation), including 
law enforcement agencies. However, the registrar will be notified if a 
registrant’s personal data is to be released.

In addition, any party who considers that a registrant has incorrectly 
opted out its address from WHOIS (pursuant to Nominet’s WHOIS 
Address Opt Out Policy) may submit a complaint to Nominet via its 
website (at https://secure.nominet.org.uk/account/whois-complaint.
html). Nominet will then investigate whether the registrant is in 
compliance and, if not, Nominet will disclose the registrant’s address 
in the WHOIS record. The domain name can also be locked to prevent 
the registrant from opting back out without appropriate verifications 
to ensure it is eligible for opt out. A registrant may, however, appeal 
Nominet’s removal of the opt-out on a domain name.

9 Are third parties (such as trademark holders) notified of a 
domain name registration or attempt to register a domain 
name? If so, how? If not, how can third parties receive notice?

Nominet does not notify trademark holders of a domain name 
registration or attempt to register a .uk domain name potentially 
infringing a trademark. Trademark holders must thus monitor .uk 
domain name registrations on their own or subscribe to a domain name 
monitoring service. However, a trademark holder may be notified of 
potentially infringing domain name registrations under .wales, .cymru 
or .london (or any other new gTLD) if they register their trademarks 
with the Trademark Clearinghouse, a central trademark database 
designed to support rights protection mechanisms under the new gTLD 
programme, such as the Trademark Claims and Sunrise Services.

10 Is there a need to notify the domain name registrant before 
launching a complaint or initiating court proceedings?

There is no need to notify the domain name registrant before launching 
a complaint under Nominet’s DRS Policy, although a trademark holder 
may consider, depending on the particular circumstances of the case, 
sending a cease and desist letter prior to filing a complaint in order to 
attempt to obtain the transfer of the domain name.

Before initiating court proceedings, the parties must engage in a 
pre-action dialogue in an attempt to exchange information about the 
issue and settle the dispute outside the court. This involves notifying 
the registrant that court proceedings will be commenced if the parties 
cannot come to a settlement. However, if there is a legitimate argument 
that pre-action discussions would defeat the purpose of the application, 
then the court will not expect the applicant to initiate such discussions. 
While pre-action discussions (usually in the form of an exchange of 
letters between the parties) are the norm for trademark infringement 

or passing-off disputes that would, if escalated, end up in court, in the 
context of domain name disputes under the DRS Policy there is no 
equivalent requirement for pre-action dialogue, and complaints are 
often filed without prior notice to avoid the risk of the domain name 
in question being transferred to another registrant or another registrar. 

Transfer or cancellation

11 What is the typical format for a cancellation or transfer action 
in court litigation (domains registered in either a ccTLD or a 
gTLD) and through ADR (ccTLD only)?

ADR: Nominet’s DRS
Nominet has been providing a dispute resolution service to resolve 
.uk domain name disputes since 2001. Nominet’s DRS Policy (version 
4) applies to all disputes filed on or after 1 October 2016. It should be 
noted that domain name disputes involving domain name registra-
tions under new gTLDs administered by Nominet, such as .wales and 
.cymru, are subject to the Uniform Domain Name Dispute Resolution 
Policy (UDRP) or the Uniform Rapid Suspension System (URS); thus 
Nominet’s DRS Policy does not apply to the new gTLDs administered 
by Nominet.

Substantive aspects
Pursuant to paragraph 2 of the DRS Policy, Nominet will order the 
transfer or cancellation of a .uk domain name provided the complain-
ant demonstrates that the complainant has rights in respect of a name 
or mark that is identical or similar to the domain name; and the domain 
name, in the hands of the respondent, is an ‘abusive registration’.

Rights, as defined in paragraph 1 of the DRS Policy, mean rights 
enforceable under English law or otherwise, and may include rights 
in descriptive terms that have acquired a ‘secondary meaning’. Thus, 
rights are broadly defined to include not only trademark rights, 
whether registered or unregistered, but other rights such as contrac-
tual rights or personality rights. Furthermore, there are no geographi-
cal or jurisdictional restrictions with regard to ‘rights’ (paragraph 1.5 
of the Experts’ Overview). However, the mere registration of a com-
pany name at Companies House does not in and of itself give rise to 
any ‘rights’ within the meaning of the DRS Policy (paragraph 1.7 of 
the Experts’ Overview). Neither will a trademark application in and of 
itself, without evidence of unregistered rights, give rise to rights for the 
purpose of the DRS Policy.

This first requirement is therefore essentially a low threshold test 
designed to determine whether a complainant has standing to bring a 
complaint. However, if the right is disputed or the surrounding circum-
stances are particularly complex, the complaint may be rejected for 
‘not being appropriate for adjudication under the Policy’ (paragraph 
1.6 Experts’ Overview and DRS 04632 (ireland.co.uk)). 

As regards the identity or similarity test, the wording of the DRS 
Policy is considerably broader than that of the UDRP (which refers to 
‘confusing similarity’). Like the UDRP, if the complainant’s trademark 
is a word trademark (as opposed to a figurative trademark), the identity 
or similarity test is usually straightforward. For the purpose of this test, 
hyphens or the addition of generic or descriptive terms are generally 
insufficient to distinguish a trademark from a domain name (paragraph 
2.3 of the Experts’ Overview). It is also a well-accepted practice that the 
suffix, such as .co.uk, is irrelevant for the purpose of this test.

Pursuant to paragraph 1 of the DRS Policy, ‘abusive registration’ 
means a domain name that either:
• was registered or otherwise acquired in a manner that, at the time 

when the registration or acquisition took place, took unfair advan-
tage of or was unfairly detrimental to the complainant’s rights; or

• has been used in a manner that has taken unfair advantage of or 
has been unfairly detrimental to the complainant’s rights. 

Thus the DRS Policy, unlike the UDRP, does not require that both 
the registration and use of the domain name be unfair; but that their 
registration or use be unfair. Therefore, the DRS Policy would cover 
situations in which it is clear that the registration was ‘fair’ but the sub-
sequent use of the domain name becomes ‘unfair’.

The DRS Policy provides a list of examples of what may constitute 
‘abusive registration’. Paragraph 5.1.1 sets out examples that involve the 
registrant’s intention for registering the domain name: the respondent 
registered (or otherwise acquired) the domain name primarily:
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• for the purposes of selling or renting it to the complainant (or a 
competitor), for valuable consideration in excess of the respond-
ent’s documented out-of-pocket costs;

• as a blocking registration against a name or mark in which the com-
plainant has rights; or

• for the purpose of unfairly disrupting the business of the  
complainant. 

The following circumstances are also indicative of ‘abuse’:
• the respondent is using or threatening to use the domain name to 

cause confusion among internet users so as to mislead them into 
believing that the domain name is connected with the complain-
ant (paragraph 5.1.2 of the DRS Policy; see also Nominet DRS7539 
(edusafe.co.uk) and DRS9108 (michelinstar.co.uk) for more on 
threatened abuse); 

• the respondent is engaged in a pattern of infringing domain name 
registrations of well-known names or trademarks (whether under 
.uk or otherwise) (paragraph 5.1.3 of the DRS Policy and paragraph 
3.5 of the Experts’ Overview); or

• the respondent has provided false contact details to Nominet 
(paragraph 5.1.4 of the DRS Policy). 

Awareness of a complainant’s rights is generally indicative of abusive 
registration of a domain name under the DRS Policy (DRS 4331 
(verbatim.co.uk)).

A distinctive feature of the DRS Policy is that it includes a provi-
sion uncommon in other ADRs that addresses abusive registration of 
domain names as a result of a relationship, such as that between an 
employer and an employee, a common source of domain name con-
flict (paragraph 5.1.5 of the DRS Policy). In such cases, the complain-
ant must satisfy two requirements: it must have been using the domain 
name registration exclusively; and paid for the registration or renewal 
of the domain name registration.

The DRS Policy also expressly provides that there is a rebuttable 
presumption of abusive registration where a respondent is found to 
have made an abusive registration in three or more DRS cases within 
two years before the filing of the complaint at issue.

Finally, the DRS Policy expressly provides that failure on the 
respondent’s part to use the domain name (for the purposes of email or 
a website) is not in itself evidence of abusive registration. However, in 
certain circumstances, such as when a brand is well-known and there is 
no apparent legitimate reason for the domain name registration, non-
use of a domain name may be indicative of a ‘threatened abuse hang-
ing over the head of the complainant’ (see paragraph 1.3 of the Experts’ 
Overview and DRS0658 (chivasbrothers.co.uk)).

The DRS Policy (paragraph 8), also sets out a non-exhaustive list 
of factors that may be evidence that the domain name is not an abusive 
registration, including:
• before being aware of the complainant’s cause for complaint, the 

respondent has:
• used, or made demonstrable preparations to use, the domain 

name in connection with a genuine offering of goods 
or services;

• been commonly known by the name or legitimately connected 
with a mark that is identical or similar to the domain name; or

• made legitimate non-commercial or fair use of the domain  
name; 

• the domain name is generic or descriptive and the respondent is 
making fair use of it;

• if the domain name was registered as a result of the relationship 
between the complainant and the respondent, the respondent’s 
holding of the domain is consistent with an agreement between 
the parties; or

• the domain name is not part of a wider pattern or series of registra-
tions because the domain name is of a significantly different type or 
character to the other domain names registered by the respondent.

In addition, the following may be considered legitimate uses of a 
domain name:
• fair use (including sites operated solely in tribute to or in criticism 

of a person or business);
• trading in domain names for profit, and holding a large portfolio of 

domain names; or

• sale of traffic (for example, pointing domain names to parking pages 
and earning click-per-view revenue), depending on the nature of 
the domain name; the nature of the advertising links on any park-
ing page associated with the domain name; and that the use of the 
domain name is ultimately the respondent’s responsibility.

Procedural aspects
The Nominet DRS procedure involves an informal mediation phase 
following receipt of the parties’ submissions (paragraph 10 of the 
DRS Policy and paragraph 7 of the Rules). If the parties are unable 
to reach an agreement and if the respondent submits a response, 
Nominet will proceed to appoint an expert for a full decision, upon 
payment of the applicable fees by the complainant. However, if the 
complainant fails to pay such fees, the respondent may opt to pay the 
fees him or herself to obtain a decision, which is rare (see, for example, 
DRS 11872 (a1furniture.co.uk)). Otherwise, the complaint will be 
deemed withdrawn. 

If a respondent fails to submit a response, the complainant may 
apply for a summary decision (paragraph 12 of the DRS Policy). In the 
case of a summary decision, the expert is not required to write a full 
decision but only to certify whether the complainant has rights and 
whether there has been an abusive registration.

Both full decisions and summary decisions are decided by a single 
expert (contrary to appeal cases within the DRS that are decided by a 
three-member panel).

Court proceedings
Substantive law
In the United Kingdom, domain name disputes are mainly decided by 
courts on the basis of trademark infringement, the common law tort of 
passing-off or both. 

Registered trademark rights are protected against infringement 
under section 10 of the Trade Marks Act 1994 (implementing European 
Directive No. 89/104/EEC), which allows the owner of a registered 
trademark to prevent a third party from using in the course of trade:
• a sign that is identical to the trademark in connection with identi-

cal goods or services for which the mark is registered;
• a sign that is identical to the trademark in connection with goods or 

services similar to those for which the trademark is registered; or a 
sign that is similar to the trademark in connection with identical 
or similar goods or services for which the trademark is registered 
and there exists a likelihood of confusion on the part of the public, 
which includes the likelihood of association with the trademark; or 

• a sign that is identical or similar to the trademark in connection 
with goods or services that are not similar to those for which the 
trademark is registered, where the trademark has a reputation in 
the United Kingdom and the use of the sign, being without cause, 
takes unfair advantage of, or is detrimental to, the distinctive char-
acter or the repute of the trademark.

Furthermore, unregistered trademark rights are protected under 
the common law tort of passing-off. To be able to succeed in an 
action for passing-off, a claimant must demonstrate the following 
three requirements:
• goodwill or reputation attached to the supplied goods or services 

associated with the trademark; 
• a misrepresentation by the defendant to the public leading or likely 

to lead the public to believe that the goods or services offered by 
the defendant are the goods or services of the claimant; and

• damage, or a likelihood thereof, resulting from said mis- 
representation.

The main difficulty in resolving domain name disputes based on 
trademark infringement stems from the ‘use in the course of trade’ 
requirement. However, the English courts have found that the mere 
registration of a domain name can constitute trademark infringement 
and passing-off, in spite of a defendant’s non-use of the domain 
name. In this regard, the landmark domain name decision is British 
Telecommunications plc v One in a Million Ltd [1998], which involved 
the registration of several domain names identically reproducing 
well-known trademarks, including britishtelecom.com, virgin.org 
and marksandspencer.com that were not actively pointing but were 
registered by the registrants with the intention to sell them to the 
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trademark owners. This is the leading case on trademark infringement 
and passing-off in the context of domain names in the UK, and stated 
that the registration of a unique and distinctive name that is a registered 
trademark in itself amounts to trademark infringement and passing-
off. Despite its being nearly 20 years old, One in a Million continues 
to be applied regularly in the English courts. See, for example, Future 
Publishing Ltd v Edge Interactive Media Inc [2011] and the recent IPEC 
case of Ross v Playboy Enterprises International Inc [2016] EWHC 1379.

Procedural aspects
Before commencing a legal action for trademark infringement or 
passing-off, the parties involved must attempt to settle their dispute 
outside the courtroom. 

Trademark infringement or passing-off actions are commenced in 
the Chancery Division of the High Court or in the Intellectual Property 
Enterprise Court (IPEC, formerly the Patents County Court) with the 
issue of a claim form that sets out the claim and relief sought. The claim 
form is then served on the defendant and the particulars of claim must 
be contained in or served with the claim form or be subsequently served 
on the defendant within 14 days after service of the claim form (Rule 
7.4 Civil Procedure Rules). The defendant may then serve a defence, 
including any counterclaims, and the claimant then has the opportu-
nity to serve a reply to the defendant’s defence, as well as (if applicable) 
a defence to the counterclaims. Following this there is the disclosure 
process, the exchange of witness statements and, if a party relies on 
an expert witness, expert evidence. The case then will proceed to trial.

12 What are the pros and cons of litigation and ADR in domain 
name disputes? What are the pros and cons of choosing a local 
forum to litigate a gTLD dispute compared with the ICANN 
ADR format for the gTLD?

The advantages of resolving domain name disputes through ADR 
proceedings, such as the UDRP or Nominet’s DRS, is that both pro-
vide a fast and inexpensive alternative to court proceedings. In addi-
tion, Nominet’s informal mediation proceeding, which is uncommon 
in other domain name ADR, is particularly effective. Further, both 
Nominet and the UDRP have built-in mechanisms that allow complain-
ants to overcome jurisdictional issues that often prove difficult within 
local forum litigation (as many registrants are often located outside the 
jurisdiction of the complainant).

However, some domain name disputes are better suited for the 
courts to decide, particularly cases involving more complex issues aris-
ing from trademark or contract law or where the aggrieved party would 
like to seek injunctive relief, compensatory damages or legal fees (none 
of which are available under ADR proceedings such as Nominet or 
the UDRP).

13 What avenues of appeal are available?
Unlike other domain name ADR proceedings, Nominet gives the losing 
party the possibility to appeal an expert’s decision before a panel com-
posed of three experts (paragraph 20 of the DRS Policy).

To appeal a DRS decision, the losing party must submit within 
10 days of the date of notification of the decision either a statement 
of intention to appeal (and a non-refundable deposit), which must be 
followed within 15 days by an appeal notice; or an appeal notice (and 
applicable fees), explaining the reasons for the appeal.

Nominet will forward the statement of intention to appeal or 
appeal notice to the other party within three days of receipt. The other 
party will then have 10 days from the date of receipt of the appeal 
notice to submit a response (not exceeding 100 words) specifying the 
reasons why the appeal should be rejected. The submissions by either 
party should not contain new evidence or annexes and the appeal panel 
should not take into consideration any new evidence unless it deems 
that it is in the interest of justice to do so.

Upon receipt of the appeal response or the expiry of the 10-day 
period to file it Nominet will proceed to appoint a three-member panel 
(composed of the chairman of the group of experts and the next avail-
able two members appointed by rotation), who must deliver a decision 
within 30 days.

Nominet’s decisions are not subject to review by a court (see 
Michael Toth v Emirates [2011] EWPCC 18). However, the DRS policy 
does not prevent either the complainant or the respondent from sub-
mitting the dispute to a court of competent jurisdiction on the basis of, 

for example, trademark infringement or passing-off (paragraph 20.13 
of the DRS Policy).

A complainant may also opt to refile a complaint, pursuant to para-
graph 21.2 of the DRS Policy; in this regard, the DRS Policy provides 
that the expert shall consider the following:
• whether the complainant, the respondent and the domain name in 

issue are the same as in the earlier case;
• whether the substance of the complaint relates to acts that occurred 

before or after the close of submissions in the earlier case; 
• whether, in the event the substance of the complaint relates to acts 

that occurred before the close of submissions in the earlier case, 
there are any exceptional grounds for the rehearing or reconsidera-
tion; and

• whether the acts on which the refiled complaint is based are sub-
stantially the same as the acts on which the previous complaint 
was based. 

The following are examples that may be sufficient to justify a rehearing 
(paragraph 21.3 of the DRS Policy):
• serious misconduct on the part of the expert, a party, witness 

or lawyer;
• submission of false evidence to the expert;
• the discovery of evidence that could not have been reasonably 

foreseen or known for the complainant to have included it in sup-
port of the earlier complaint;

• a breach of natural justice; and
• the avoidance of an unconscionable result.

Court proceedings
The Court of Appeal, which is based in London (at the Royal Courts 
of Justice), hears appeals from the High Court. To appeal a judgment, 
permission must be sought from the lower court or the Court of Appeal.

The Supreme Court hears appeals from the Court of Appeal. 
Appeals may only be brought with the permission of the Court of 
Appeal or the Supreme Court if the permission is refused by the Court 
of Appeal. Permission will be granted only if there is an alleged error 
of law on the part of the lower court or a point of general public impor-
tance involved that ought to be considered by the Supreme Court.

14 Who is entitled to seek a remedy and under what conditions?
Under the DRS Policy, any person or entity may submit a complaint. 
Pursuant to paragraph 1 of the DRS Policy, to be entitled to seek a 
remedy, a complainant must have rights that are enforceable under 
English law or otherwise, which includes not only trademark rights 
(registered or unregistered) but also contractual rights, personality 
rights or other rights. If the rights on which a complaint has relied have 
been licensed, depending on the circumstances of the case, both the 
licensor and licensee should appear as complainants (see Experts’ 
Overview, 1.1(b), Nominet DRS No. 2120 (orbaoriginals.co.uk) and 
DRS10862 (theempire.co.uk)).

Under the Trade Marks Act 1994, an action for trademark infringe-
ment is actionable by the proprietor of the trademark (section 14). If 
the mark is co-owned, proceedings can be brought by any of the pro-
prietors but in order to proceed, all the co-owners of the mark must be 
joined in the proceedings, unless the court authorises otherwise. In cer-
tain circumstances exclusive (section 31) or non-exclusive (section 30) 
licensees may also bring actions for trademark infringement.

15 Who may act as defendant in an action to cancel or transfer a 
gTLD in local courts?

An action to obtain the cancellation or transfer of a domain name 
through courts is often brought against the registrant but nothing pre-
vents a party from bringing an action against the registry or the regis-
trar. Indeed, while Nominet’s Terms and Conditions expressly exclude 
and limit Nominet’s liability (condition 12), an action can be brought 
against Nominet in its capacity as registry of the .uk TLD. In this 
regard, see Michael Toth v Emirates and Nominet UK [2012] EWHC 517 
(in which the judge on appeal overturned the decision of the Patents 
County Court that the decisions of a Nominet-appointed expert or 
appeal panel in .uk domain name disputes were subject to review by a 
court), Pitman Training Ltd v Nominet UK [1997] FSR 797 and Alliance 
Française de Londres Ltd v Nominet UK [2005] EWHC 3049 (Ch) on a 
different point, namely an application brought by Alliance Française 
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that the court order an injunction to prevent Nominet from cancelling 
a domain name once it was up for renewal. In November 2013, Cartier 
International AG, the luxury jewellery maker, successfully brought an 
action against Nominet in its capacity as registry for .uk before the High 
Court of Justice, Chancery Division, seeking an injunction to require 
Nominet to ‘remove from its domain name registry (de-tag and lock) 
various domain names that resolve to websites that infringe the claim-
ant’s CARTIER mark’.

16 What is the burden of proof to establish infringement and 
obtain a remedy?

The burden of proof to establish ‘abusive registration’ and obtain a 
remedy under the DRS Policy is ‘on the balance of probabilities’ (para-
graph 2.2), which is the same standard required in civil court proceed-
ings for trademark infringement or passing-off actions. However, the 
greater the severity of an allegation, the more evidence the expert will 
require (see paragraph 2.1 of the Experts’ Overview).

17 What remedies are available to a successful party in an 
infringement action?

Remedies available to a party in a trademark infringement or passing-
off action include but are not limited to injunctive relief (interim or 
final), damages or account of profits, costs and the cancellation or 
transfer of a domain name (section 14(2) of the Trade Marks Act 1994). 
Website blocking injunctions may also be available (see question 18).

18 Is injunctive relief available, preliminarily or permanently, 
and in what circumstances and under what conditions?

Injunctive relief, preliminarily or permanently, is available as pre-
scribed by the Civil Procedure Rules. A preliminary or interim 
injunction may be sought where the matter is urgent and may cause 
irreparable harm to the applicant if the injunction is not granted. In 
cases of extreme urgency, an interim injunction may be sought without 
notice to the other party. The court will take into consideration the ‘bal-
ance of convenience’ between the damage caused to the applicant if 
the injunction is not granted and the damage that could be suffered by 
the respondent if it is granted. If the applicant prevails at trial then the 
interim injunction may become permanent.

A permanent injunction can also be granted where the court 
has found trademark infringement or passing-off (British Telecom-
munications plc v One in a Million). The court has jurisdiction to grant 
an injunction in order to prevent fraudulent use of the trademark in a 
domain name and/or transfer of the domain name to a third party. 

The English courts have stated that where trademark infringement 
is found online, the remedy of website blocking injunctions can be 
granted (Cartier International AG v British Sky Broadcasting Ltd [2014] 
EWHC 3354 – known as ‘Cartier I’). This decision was appealed and 
heard by the Court of Appeal, which issued a judgment upholding the 
High Court decision on 6 July 2016 (and in the intervening period the 
High Court issued another judgment in a second Cartier case (Cartier 
and Another v BSkyB and Others [2016] EWHC 339 (Ch) (known as 
‘Cartier II’) following the principles set out in Cartier I, notwithstand-
ing the then-pending appeal). It should be noted that the decision from 
the Supreme Court in Cartier I on the costs of intermediary injunctions 
is currently pending. These injunctions force the relevant internet ser-
vice provider to prevent the public from accessing the website; they do 
not force the removal or transfer of ownership of the infringing domain 
name (previously, this remedy was only possible for copyright infringe-
ment). Note that while the Cartier case concerned infringement of a 
trademark on a website, given that the court in One in a Million held that 
trademark infringement can occur through use of domain names, the 
principle and remedy ought to equally apply to infringement through 
use of domain names.

19 How is monetary relief calculated?
In domain name litigation, damages are generally calculated on 
the basis of the same principle as any other infringement action: the 
aggrieved party must be put in the same position as if the tort had not 
taken place (ie, as if the defendant in the domain name litigation had 
not registered the disputed domain name).

20 What criminal remedies exist, if any?
There are no criminal sanctions for domain squatting per se. However, 
the Trade Marks Act 1994 sets out criminal offences in relation to the 
unauthorised use of trademarks in relation to counterfeiting activity 
(section 92), making a false entry in the register of trademarks (section 
94), falsely representing that a mark is a registered trademark by using 
the word ‘registered’ or any other word or symbol indicating a refer-
ence to registration (section 95), among others. Thus criminal sanc-
tions would come into play where a domain name is being used for any 
of the above. Accordingly, for example, using a domain name to point 
to a website that facilitates counterfeiting activity would be actionable 
in the courts under section 92 of the Trade Marks Act 1994. In this 
regard, criminal sanctions under section 92 include imprisonment for a 
term not exceeding six months or a fine, or both; or a fine or imprison-
ment for a term not exceeding 10 years, or both.

The court may also make orders for forfeiture and confiscation 
orders under proceeds of crime legislation (R v H Sheikh and Others 
[2004] EWCA (Crim) 429).

21 Is there a time frame within which an action must be 
initiated?

An action for trademark infringement or passing-off may be barred if it 
is not commenced within six years of the wrongful act.

Under the DRS Policy, like the UDRP, the doctrine of laches that 
would prevent a complainant for bringing a complaint for undue delay 
does not apply (DRS10948 (gillinghamfc.co.uk) and DRS13531 (heraklith.
co.uk)).

22 Can a registrant’s rights in a domain name expire because 
of non-use. Can a registrant be estopped from bringing an 
infringement action? In what circumstances?

Nominet’s Terms and Conditions do not impose a use requirement to 
maintain the validity of a .uk domain name registration. Thus a regis-
trant’s rights in a domain name will not expire for non-use. However, 
non-use of a domain name, in certain circumstances, may be consid-
ered an indication of abusive intent under the DRS Policy (paragraph 
3.7 of the Experts’ Overview), although, as previously mentioned, the 
DRS Policy expressly provides that failure to use a domain name (for 
the purposes of email or a website) is not in itself evidence of ‘abusive 
registration’ (paragraph 5.2 of the DRS Policy).

Under UK trademark law, a trademark owner can be estopped 
from bringing an infringement action if he or she has acquiesced for a 
continuous period of five years the use of a later registered trademark 
in the UK, unless the registration of the later trademark was in bad 
faith (section 48 of the Trade Marks Act 1994). This provision may be 
relevant where a domain name consists of a registered trademark: the 
owner of the earlier trademark may be estopped from preventing use 
of the later registered trademark as a domain name where the owner 
of the earlier trademark was aware of such use and acquiesced for a 
continuous period of five years. The doctrine of estoppel also applies: 
waiver by estoppel may prevent a party from bringing an infringement 
action where such party, believing itself to have a right to a domain 
name, does not exercise its right and its conduct objectively indicates 
an intention not to enforce a right, namely, the use of the domain name 
in question.

Furthermore, under section 46 of the Trade Marks Act 1994, the 
registration of a trademark may be revoked on one or more of a number 
of listed grounds, including that: the mark has not been used for five 
years and there are no proper reasons for non-use; or in consequence 
of the acts or inactivity of the trademark proprietor, it has become the 
common name in the trade for a product or service for which it is regis-
tered. If any of these grounds is upheld, the proprietor can be estopped 
from bringing an infringement claim against a domain name owner as 
there is no longer a valid trademark to be infringed. 

In addition, the doctrine of laches may also prevent a trademark 
holder from bringing an infringement action for unreasonable delay in 
the context of court litigation. However, as previously mentioned, such 
doctrine is generally not applicable in Nominet’s ADR or the UDRP 
(DRS10948 (gillinghamfc.co.uk) and DRS13531 (heraklith.co.uk)).
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23 What is the typical time frame for an infringement action at 
first instance and on appeal?

The time frame for resolution of Nominet DRS cases ranges from six 
to eight weeks, while court proceedings naturally take much longer 
depending on the complexity of the case.

The time frame for an infringement action in the English courts will 
vary according to a number of factors, including the complexity of the 
issues, the number of experts and witnesses involved, the number of 
interim applications made and the anticipated length of trial required.

Infringement actions can be heard in the IPEC or the High Court. 
In general terms, an action that is to be heard in the IPEC will take 
around 12 months from the issue of the particulars of claim to the 
trial. An action that is to be heard in the High Court is likely to take a 
minimum of 18 months to reach trial once the particulars of claim have 
been issued. An appeal to the Court of Appeal may take around a year, 
a further appeal to the Supreme Court another year to two years, and 
if a reference on a point of law to the Court of Justice of the European 
Union were to be required (from any of the aforementioned courts), 
this would add two to three additional years.

24 Is a case law overview available on procedural or substantive 
issues? Does the case law have a precedential value?

Nominet provides an Experts’ Overview on both procedural and sub-
stantive issues with the purpose of assisting participants in domain 
name disputes under the DRS Policy. It provides an overview of com-
mon procedural and substantive issues, including reference to prior 
DRS decisions, and the consensus view of Nominet experts. In addi-
tion, Nominet also provides a decision search tool on its website.

Nominet DRS decisions are not binding and so decisions do not 
have precedential value (paragraph 20.12 of the DRS Policy). However, 
prior DRS decisions are persuasive, particularly appeal decisions.

While there are similarities between the DRS Policy and the UDRP, 
both policies differ considerably in various aspects and so citing UDRP 
precedents in a dispute under the DRS Policy may not be particu-
larly helpful.

25 Can parties choose a panellist in an ADR procedure involving 
a ccTLD? Can they oppose an appointment?

Nominet appoints panellists (referred to as experts) on a rotational 
basis from a list of experts it maintains (available on Nominet’s web-
site). Thus parties are unable to choose or participate in the selection 
process of a panellist involving .uk TLD domain name disputes under 
the DRS Policy.

The DRS Policy expressly provides that ‘the expert shall be impar-
tial and independent’ and before or during the proceeding, the expert 
must disclose to Nominet ‘any circumstances giving rise to justifiable 
doubt as to his or her impartiality or independence’ (paragraph 15.1 of 
the DRS Policy). Accordingly, before accepting an invitation to adju-
dicate a dispute, the expert is required to sign a declaration certifying 
his or her impartiality and independence. Nominet has the discre-
tion to appoint a substitute expert if necessary (paragraph 15.1 of the 
DRS Policy).

While the DRS Policy does not expressly provide that a party 
can oppose an appointment, nothing in the DRS Policy prevents a 
party from raising a partiality concern before Nominet. Nominet has 
received very few allegations of partiality against the appointment of 
an expert and none of them have warranted recusal of an expert.

26 What is the typical range of costs associated with an 
infringement action, including pre-litigation procedures, trial 
or ADR, and appeal? Can these costs be recovered?

Nominet’s DRS
The applicable fees for Nominet’s dispute resolution service are regu-
lated in paragraph 22 of the DRS Policy. 

There are no fees for Nominet’s informal mediation process or 
administrative services (including filing a complaint, a response, reply 
or non-standard submissions). 

The applicable fee for a summary decision is £200 excluding VAT 
for disputes involving one to five domain names and one complainant. 
For disputes involving six or more domain names or more than one 
complainant, the fee will be determined in consultation with the expert.

The applicable fee for a full decision under the DRS is £750 exclud-
ing VAT for disputes involving one to five domain names and only one 
complainant. For disputes involving six or more domain names or more 
than one complainant, the fee will be determined in consultation with 
the expert.

As a general rule, the complainant is responsible for paying the 
applicable fees set out above. However, if the complainant fails to sub-
mit payment within 10 days of receipt of notice of the expert’s appoint-
ment, the complaint will be deemed withdrawn, unless the respondent 
chooses to pay for a decision (paragraphs 12.2 and 13.2 of the DRS Policy).

The applicable fees for the submission of an appeal are £3,000 
excluding VAT.

There may be additional fees in exceptional circumstances (for 
example, if an in-person hearing is held).

These fees do not include counsel’s fees.
Recovery of costs is not available under Nominet’s DRS.

Court proceedings
Costs for bringing a trademark infringement or passing-off actions 
before the English courts vary depending on numerous factors, but 
are without doubt considerably higher than Nominet’s ADR proceed-
ing. The following are approximate costs for various stages of formal 
legal proceedings.

In the pre-litigation phase, costs for filing an action in the IPEC 
are approximately £15,000, while in the High Court they are approxi-
mately £10,000. The cost for preparing an interim injunction can 
range between £10,000 and £20,000. An application for summary 
judgment can also exceed £10,000. The cost for preparing an applica-
tion for default judgment would be around £10,000. These estimates 
include counsel’s fees.

Costs for a trademark infringement action in the High Court from 
issue of proceedings to the trial hearing could be as high as £300,000, 
subject to a number of variables specific to the case. In the IPEC, the 
likely cost of such an action from the issue of proceedings to trial would 
be in the region of £150,000.

In the IPEC costs are subject to a cap, with a £50,000 cap on recov-
erability of costs and a £500,000 cap on damages or an account of 
profits. There are no such caps in the High Court. However, the IPEC 
tends to be more expensive than the High Court for early-stage pro-
ceedings as the work (and therefore cost) is very front-loaded, although 
this can be an incentive to encourage early settlement.

On appeal, costs may vary depending on the number and complex-
ity of the issues, but costs are likely to exceed £200,000.

If a dispute is settled out of court, it is open to the parties involved 
to agree who should bear the costs of the dispute. If the parties cannot 
agree the amount of costs to be paid, they can issue ‘costs-only’ pro-
ceedings to obtain an order for costs from the court. 

If a dispute is not settled and goes to court, the court can decide in 
its discretion how the costs are to be paid. Costs of formal proceedings 
are recoverable in principle by the successful party from the unsuccess-
ful party. The amount of costs to be paid is subject to a process called 
‘assessment’, and is subject to numerous rules on what type of costs 
are recoverable, depending on the conduct of the parties, the outcome 

Update and trends

The .uk namespace is, as of December 2016, the fourth-largest 
ccTLD by number of domain name registrations and the sixth-
largest TLD overall. 

UK geographic new gTLDs .london, .wales, .cymru and .scot 
also continue to dominate. With almost 60,000 domain name 
registrations, .london is the third geographical extension with most 
domain name registrations and the top European geographical 
extension. The extensions .wales, .cymru and .scot are also among 
the top 10 European geographical extensions, with .wales and 
.cymru having almost 23,000 domain name registrations combined 
and .scot with over 11,000. 

Another hot topic is Nominet’s report on the number of .uk 
domain name suspensions for criminal activity (published in 
November 2016). The report highlights that between 1 November 
2015 and 31 October 2016 over 8,000 domain names were 
suspended, more than twice the number of domain name 
suspensions during the preceding 12-month period.
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of the dispute and any offers to be settled during the course of pro-
ceedings. Generally, only the costs of legal work that are reasonably 
incurred, reasonable in amount and proportionate to the matters in 
issue will be recoverable from the losing side (the ‘standard’ basis for 
assessment). The principle of proportionality is key in English litiga-
tion, and the courts are keen to ensure that parties keep the costs of 
proceedings down. In rare cases where there is some element of culpa-
bility or abuse on the part of the paying party, the onus will be on the 

paying party to show that the receiving party’s costs are disproportion-
ate (the ‘indemnity’ basis for assessment), and inevitably higher costs 
are recoverable. 

Typically in English proceedings, about 60 per cent of costs are 
recoverable from the paying party. On occasion, the English courts 
have demonstrated a willingness to grant higher costs orders, and 
there have been cases where 100 per cent of costs have been ordered 
(although these are uncommon).

David Taylor  david.taylor@hoganlovells.com

Atlantic House
Holborn Viaduct
London EC1A 2FG
United Kingdom

Tel: +44 20 7296 2000
Fax: +44 20 7296 2001
www.hoganlovells.com
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Law Offices of Dickerson M Downing

Registration and use of domain names at ccTLD registry

1 Which entity is responsible for registration of domain names 
in the country code top-level domain (ccTLD)?

Neustar Inc manages the .us registry on behalf of the United States 
Department of Commerce.

2 How are domain names registered?
.us domain name registrations can be purchased directly from any of 
over 100 .us-accredited domain name registrars. These include many 
of the largest and most popular registrars.

3 For how long is registration effective?
The duration of a .us registration can vary from one year to multiple 
years, and may be renewed indefinitely. Qualified governmental agen-
cies may obtain lifetime registrations.

4 What is the cost of registration?
The current wholesale price set by Neustar to the registrars is US$6.50 
for each registration. Each individual registrar and its resale channel 
partners set the retail cost to the consumer. Annual and multi-year reg-
istrations are available. Prices vary depending on the registrar, the num-
ber of domains purchased, the number of years for which the domain 
is purchased, the additional services provided and, in some cases, the 
domain name at issue. Typically, a .us domain name can be purchased 
for one year for US$20 or less. At one point in 2016, one registry put .us 
domain registrations on a loss leader sale for US¢10 a registration. This 
resulted in a substantial increase in sales for .us domain registrations. 

The pricing policy of Neustar is under review and may be modified 
in the future to allow premium pricing for high-value and high-visibility 
domains. See ‘Update and trends’.

5 Are registered domain names transferable? If so, how?  
Can the use of a domain name be licensed?

Yes, .us domain names may be transferred by the registrant from one 
registrar to another and from the registrant to a qualified third party 
providing certain requirements can be met. The transfer process is an 
administrative process that requires the participation of the registrant. 
There are restrictions on the transfer of a .us domain name registra-
tion during a pending administrative proceeding or a court proceeding 
involving the domain name.

A transfer may also be ordered by a court, or pursuant to an ADR 
proceeding, or under other similar circumstances.

There is no prohibition against licensing the domain name to a 
qualified licensee.

6 What are the differences, if any, with registration in the 
ccTLD as compared with a generic top-level domain (gTLD)?

The basic registration process for a .us domain name is essentially the 
same as for gTLDs such as .com.

The one significant difference is that, in order to register a .us 
domain name, the registrant must have some nexus with the United 
States. In order to satisfy this US nexus requirement, the registrant must 
be a natural person who is a US citizen, a permanent resident of the 
United States, or whose primary place of domicile is in the United States 

(including the District of Columbia) or its possessions and territories; or 
a US entity or organisation that is incorporated or otherwise constituted 
under the local laws of a state of the United States or its possessions and 
territories; or a foreign entity or organisation, that has a bona fide pres-
ence in the United States or its possessions and territories.

Factors that should be considered in determining whether an entity 
or organisation has a bona fide presence in the United States include 
whether the registrant regularly performs lawful activities within the 
United States related to the purposes for which it is constituted (eg, 
selling goods or providing services to customers, conducting regular 
training activities, attending conferences), and whether it maintains 
an office or other facility in the United States for a lawful business, non-
commercial, educational or governmental purpose. 

7 Can the registrant use a privacy service to hide its contact 
information?

No. At the current time, the use of a privacy service or private registra-
tion – that is, registering in the name of a proxy third party to prevent 
public disclosure of the identity of the real registrant – is not permitted 
with .us domain name registrations and should not occur. However, 
this policy is under review and may be modified in the future. See 
‘Update and trends’.

All prospective registrants applying for a .us domain are required 
to provide accurate and detailed contact information regarding the 
registrant and its technical and administrative contacts. Accredited 
.us registrars are required to obtain accurate contact information from 
each registrant and to maintain accurate WHOIS information for all 
domain names they sponsor. In addition, the registrars are required 
to investigate and correct any reported WHOIS inaccuracies.  The 
registry collects this information and makes it available online in a 
WHOIS database. 

Pre-litigation actions

8 Under what circumstances will a registrant’s privacy-
protected contact information be disclosed? What processes 
are available to lift a registrant’s privacy shield?

There is no current privacy protected contact information for .us 
domains. Under current policy, all such information should be pub-
licly available for .us domains. As noted, this policy may be modified 
in the future.

9 Are third parties (such as trademark holders) notified of a 
domain name registration or attempt to register a domain 
name? If so, how? If not, how can third parties receive notice?

No. There is no procedure to notify trademark owners of an attempt 
to register their mark as a .us domain name. In order to monitor .us 
domain names, a trademark owner must either conduct its own periodic 
review or commission a search company to monitor the registration of 
similar domains.

10 Is there a need to notify the domain name registrant before 
launching a complaint or initiating court proceedings?

No. There is no requirement that a registrant be notified prior to 
launching a complaint or initiating court proceedings.
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Transfer or cancellation

11 What is the typical format for a cancellation or transfer action 
in court litigation (domains registered in either a ccTLD or a 
gTLD) and through ADR (ccTLD only)?

ADR
The most common forum for arbitration for a .us domain name is 
the .us Uniform Domain Name Dispute Resolution Policy (usDRP), 
which is similar to the Internet Corporation for Assigned Names and 
Numbers (ICANN) UDRP procedure, and the .us Rapid Suspension 
procedure (usRS), which is similar to the ICANN Rapid Suspension 
procedure, both described below. There is also a procedure for chal-
lenging whether the registrant has the required US nexus to own a .us 
domain that is not believed to be widely used. It would be unusual to 
use any other arbitration procedure for a .us domain unless it was done 
as part of an overall trademark dispute that was not limited solely to .us 
domain name issues or as part of court-ordered arbitration or media-
tion in ongoing litigation involving the domain name. Similarly, the 
most common forum for arbitration of a .com gTLD dispute is undoubt-
edly the ICANN mandated UDRP proceeding.

The current approved usDRP arbitration dispute provid-
ers for complaints under the usDRP procedure are the American 
Arbitration Association and the Forum (also known as the National 
Arbitration Forum).

Each provider follows the usDRP rules as well as its own supple-
mental rules.

In order to succeed in a usDRP proceeding, the complainant must 
introduce sufficient evidence to show that:
• the .us domain name is confusingly similar to a name or mark 

owned by the complainant; 
• the .us registrant has no rights or legitimate interest in the domain 

name; and
• the .us domain name has been registered in bad faith or is being 

used in bad faith (current UDRP policy for .com domain names and 
other types of domain names requires proof of both use and regis-
tration in bad faith).

The remedies available pursuant to standard proceedings before an 
administrative panel are essentially limited to ordering either the 
cancellation or the transfer of the domain name registration to the 
complainant. No monetary damages or costs or attorneys’ fees can 
be awarded. In the event the complainant is successful, the relevant 
registrar will be directed, after allowing a brief period for the losing 
registrant to commence a civil action, to either cancel or transfer the 
domain name at issue. This should take place without any significant 
additional effort on behalf of the complainant. In the event that the reg-
istrant is successful, the status quo is maintained and no action need 
be taken until the complainant files a civil action in the United States.

There is no appeal process but the losing party, as noted, has the 
option of commencing an action in federal court.

The US Department of Commerce has also recently adopted the 
usRS procedure, which is based on the rapid suspension procedure 
developed by ICANN for use with the new gTLDs currently being 
introduced. Although the policy is mandatory for the new gTLDs, it is 
not yet in common use in the ccTLD community. The dispute resolu-
tion provider for usRS proceedings is the Forum. Under the rapid sus-
pension procedure, which is designed for clear cases of infringement, 
the complainant must demonstrate ‘clear and convincing evidence’ 
establishing the three factors set forth above. In addition, the com-
plainant in a usRS proceeding must establish the mark being asserted 
is the subject of a valid national or regional registration owned by the 
complainant and is in current use or otherwise has been validated in a 
court proceeding or is protected by statute or treaty. In a rapid suspen-
sion proceeding the only remedy is suspension.

The usRS proceeding is intended to be a relatively quick and inex-
pensive means of addressing clear cases of infringing domain names. 
In order to succeed, the complainant must meet its burden of proof by 
clear and convincing evidence which is a higher burden than required 
in a usDRP proceeding. If there are any material questions of fact 
regarding any of the elements, the complaint will be dismissed. 

Unlike a usDRP proceeding, both parties have the right to seek a 
de novo appeal of a decision in a usRS proceeding. The appeal can be 
based on the existing record or, for an additional fee, based on new evi-
dence provided the evidence clearly predates the filing of the original 

complaint. The usRS determination does not preclude any other rem-
edies available to the appellant, such as a usDRP proceeding (if appel-
lant is the complainant), or other remedies as may be available in a 
court of competent jurisdiction. A usRS determination for or against a 
party shall not prejudice the party in usDRP or any other proceedings.

Both the usDRP and usRS procedures are typically conducted by 
the submission of arguments to an approved arbitrator or a panel of 
arbitrators. There is no discovery.

Court litigation
As noted, the administrative proceeding requirements do not prevent 
either party from submitting the dispute to a court of competent juris-
diction in the United States for independent resolution before such 
mandatory administrative proceeding is commenced, or after such 
proceeding is concluded.

Litigation involving .us domain names is relatively rare. However, 
there has been extensive litigation over the years involving .com 
domain names and, to a lesser extent, domain names in other gTLDs 
dating back to the early days of cybersquatting. Because cybersquat-
ting of domain names does not always fall neatly within the definition 
of trademark infringement, some of the very early decisions extended 
theories of trademark dilution to address cybersquatting even in cases 
where the ‘fame’ of the mark at issue might not have been well estab-
lished (in order to establish trademark dilution in the United States the 
mark at issue must be famous).

As cybersquatting became more prevalent, the US Congress 
adopted the Anti-Cybersquatting Consumer Protection Act, to specifi-
cally address cybersquatting of domain names, including .com and .us 
domain names. The Anti-Cybersquatting Consumer Protection Act 
was incorporated into the provisions of the US Trademark Act and has 
been an effective tool to address cybersquatting of domain names.

Today most litigation involving domain names in the United 
States is brought pursuant to the provisions of the Anti-Cybersquatting 
Consumer Protection Act and, in some cases, the other more traditional 
trademark infringement or dilution provisions of the US Trademark 
Act. Virtually all actions involving trademark disputes in the United 
States, including domain name disputes, are commenced in a US fed-
eral district court of appropriate jurisdiction rather than in state courts.

There are no special rules of procedure or discovery that are appli-
cable to domain name lawsuits in the United States. The same Federal 
Rules of Civil Procedure and Discovery that apply to other litigation 
in the federal courts apply to domain name litigation. It is possible, 
however, that because some domain name disputes may not be as fact-
intensive as other traditional trademark disputes or other litigation 
there may be less discovery and the disputes may be more amenable to 
early resolution by summary judgment.

12 What are the pros and cons of litigation and ADR in domain 
name disputes? What are the pros and cons of choosing a local 
forum to litigate a gTLD dispute compared with the ICANN 
ADR format for the gTLD?

The established ICANN UDRP and Rapid Suspension ADR proce-
dures applicable to the various gTLDs and the corresponding ADR 
procedures applicable to .us domain names offer a relatively simple, 
inexpensive and fast process for obtaining cancellation, transfer or, in 
the case of a usRS proceeding, suspension of a domain name, and are 
exceptionally well suited for use in clear-cut cases. The success rate for 
the complainant in these proceedings is very good.

However, the ADR proceedings do not provide for the recovery 
of monetary damages, lost profits, attorneys’ fees or injunctive relief. 
Where this type of relief is desired, litigation in the federal courts 
would be the appropriate forum keeping in mind the fact that the use of 
the US court system can be time-consuming and very expensive, and 
may require extensive discovery.

13 What avenues of appeal are available?
There is no appeal process for a usDRP proceeding. However, a losing 
complainant can bring an action in an appropriate court in the United 
States that may be deemed to be a type of de facto appeal. As described 
above, there is an established appeal process for usRS proceedings and, 
in addition, the complainant in an usRS proceeding may commence a 
usDRP proceeding.
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Trademark litigation in the United States, including litigation 
involving domain names, is almost always tried in the US federal court 
system. The initial decision typically is made by a single federal court 
judge sitting in a federal district court having appropriate jurisdiction 
over the cause of action and the parties. That decision can be appealed 
to the appropriate circuit court of appeals for the geographic area in 
which the district court is located. Under very special circumstances, 
the Supreme Court will review the circuit court of appeal’s decision 
but the Supreme Court is highly unlikely to get involved in any dispute 
regarding a specific domain name in the absence of some other signifi-
cant overriding legal issue. 

14 Who is entitled to seek a remedy and under what conditions?
The owner of the mark, in most cases, is the party seeking relief. An 
exclusive trademark licensee may be entitled to seek a remedy if the 
licence agreement permits it and the acts of infringement directly 
harm the licensee. In most instances the trademark owner should also 
be a party to the action.

15 Who may act as defendant in an action to cancel or transfer a 
gTLD in local courts?

The .us registrant would typically be the defendant in any proceeding 
to cancel or transfer a .us domain name. In a lawsuit there may be addi-
tional defendants who have in some way participated or contributed to 
the infringement. Although it is not inconceivable that the .us registry 
or a .us-accredited registrar might be added as a defendant in any such 
action, particularly if they could be said to violate their own written 
policies, it would be very unusual.

16 What is the burden of proof to establish infringement and 
obtain a remedy?

The burden in ADR proceedings is described in a prior section.
The US Anti-Cybersquatting Consumer Protection Act, as incor-

porated in the US Trademark Act, was specifically designed to address 
all types of domain name infringement and applies to infringing or 
dilutive use of .com domain names and .us domain names. 

The act provides that a person shall be liable in a civil action by the 
owner of a mark that is protected under US law if that person registers 
or traffics in or uses a domain name that is identical or confusingly sim-
ilar to that mark or is dilutive of that mark and has a bad faith intention 
to profit from that mark. The burden of proof is on the plaintiff. In any 
civil action involving the registration trafficking or use of the domain 
name under this provision, a court may order the forfeiture or cancel-
lation of the domain name or the transfer of the domain name to the 
owner of the mark.

‘Trafficking’ in the context of domain names includes, but is 
not limited to ‘sales, purchases, loans, pledges, licences, exchanges 

of currency, and any other transfer for consideration or receipt in 
exchange for consideration’.

In determining whether the domain name registrant has a bad 
faith intention to profit, a court may consider many factors, including 
nine that are outlined in the statute:
• the registrant’s trademark or other intellectual property rights in 

the domain name;
• whether the domain name contains the registrant’s legal or com-

mon name;
• the registrant’s prior use of the domain name in connection with 

the bona fide offering of goods or services;
• the registrant’s bona fide non-commercial or fair use of the mark in 

a site accessible by the domain name;
• the registrant’s intent to divert customers from the mark owner’s 

online location that could harm the goodwill represented by the 
mark, for commercial gain or with the intent to tarnish or dispar-
age the mark;

• the registrant’s offer to transfer, sell or otherwise assign the domain 
name to the mark owner or a third party for financial gain, without 
having used the mark in a legitimate site;

• the registrant’s providing misleading false contact information 
when applying for registration of the domain name;

• the registrant’s registration or acquisition of multiple domain 
names that are identical or confusingly similar to marks of 
others; and

• the extent to which the mark in the domain is distinctive or famous.

In addition to the Anti-Cybersquatting Consumer Protection Act, a 
plaintiff in the United States may also bring an action against a domain-
name registrant for traditional trademark infringement, under appro-
priate circumstances if the plaintiff can establish that the use of the 
domain name, or underlying mark, creates a likelihood of confusion 
with the plaintiff ’s mark or for trademark dilution if an argument can 
be made that it is likely to dilute a famous mark. The mark must be 
famous for dilution to apply.

17 What remedies are available to a successful party in an 
infringement action?

The remedies available in ADR proceedings are cancellation, transfer 
or, in the case of a usRS proceeding, suspension.

The remedies available to a successful plaintiff in a traditional legal 
action for cybersquatting or infringement or dilution based, in whole 
or in part, on the infringing use of a domain name in the United States, 
could include the forfeiture or cancellation of the domain name, or 
the transfer of the domain name to the owner of the mark. They also 
include the usual remedies for trademark infringement such as, under 
appropriate circumstances, injunctive relief, lost profits and damages. 
They can also include attorneys’ fees in exceptional cases. 

Update and trends

In the past four years, over 1,000 new gTLDs have been added to 
the domain landscape. In response to this dramatic escalation in 
competition, Neustar and the usTLD Stakeholder Council (Council) 
have reviewed and developed new proposals intended to increase 
and promote awareness and use of the .us domain. Two proposals 
were submitted for public comment in December 2016. Subject to the 
comments received, Neustar may submit both proposals, or variations 
thereon, to the Department of Commerce for approval in 2017.

The period for public comment on both proposals ended on 
16 January 2017. At the time of writing, no further action had been 
taken. However, it is very possible some further action will be taken in 
this regard in 2017.

Privacy
The first proposal would allow .us registrants to use a ‘privacy’ service, 
for a small fee – US¢50 is currently being discussed – that would not 
require the public disclosure of the registrant’s contact and other 
information on the internet.

Under current .us policy, the contact and other information 
provided by a registrant is made publicly available on the internet in 
the WHOIS database. This has caused concern about identity theft and 
other related privacy issues. Many registries that compete with .us do 
offer some type of privacy or proxy registration service that permits the 

listing of alternative, reliable registrant contact information in WHOIS 
– often designating an entity operated by the registrar as the public 
contact – without publicly disclosing information about the legal owner 
of the registration.

The Council has identified this lack of privacy services as a key 
issue suppressing .us domain name registration, particularly in this 
increasingly competitive landscape. The new proposal would allow 
registrants, for an additional fee, to use a privacy service to register 
.us domain registrations without the public disclosure of personal 
contact information as done by other registries. The actual contact 
information would be maintained by Neustar but protected from public 
disclosure except under limited circumstances where the law requires 
or favours disclosure.

Premium domain names
The second proposal, known as the usTLD premium domain name 
plan, would allow the general registration of previously prohibited 
one- and two-letter domains (eg, ab.us) subject to certain exceptions. 
It also would allow, for the first time, the use of premium pricing for 
high-visibility and high-value domains. It is believed the release and 
implementation of a premium name space will foster new growth for 
the .us domain extension using current best practice and allocation 
standards. 
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US courts have very broad discretion to award monetary relief 
depending upon the merits and the circumstances of the case. 
Generally, the more egregious and intentional the defendant’s con-
duct, the more likely the court will be to award monetary relief. 

Attorneys’ fees will be awarded only in exceptional cases. A case 
under the US Trademark Act can be exceptional for the purposes 
of awarding attorney’s fees if the losing party was the plaintiff and 
was guilty of abuse of process in suing, or if the losing party was the 
defendant and had no defence yet persisted in the trademark infringe-
ment or false advertising for which he or she was being sued, in order 
to impose costs on his or her opponent or if he or she was engaged 
in counterfeiting.

18 Is injunctive relief available, preliminarily or permanently, 
and in what circumstances and under what conditions?

Under appropriate circumstances, a plaintiff in a trademark action in a 
district court can obtain preliminary injunctive relief at an early stage 
in the proceeding, as well as permanent injunctive relief at the close of 
the proceeding. As a general rule, in order to obtain preliminary injunc-
tive relief, a plaintiff must demonstrate prospectively that it is likely 
to succeed on the merits, it is likely to suffer irreparable harm in the 
absence of preliminary relief, the balance of equities tips in its favour 
and an injunction is in the public interest.

Proof of irreparable injury also is typically required for permanent 
injunction following a finding of infringement.

19 How is monetary relief calculated?
Under the US Trademark Act, a successful plaintiff may be entitled, 
depending on the circumstances, to the defendant’s profits, any dam-
ages sustained by the plaintiff, and the cost of the action. In assessing 
profits, the plaintiff shall be required to prove the defendant’s sales 
only and the defendant must prove all elements of cost or deduction 
claimed. Under some circumstances, particularly where bad faith is 
involved, the court may enter amounts above the amount found to be 
actual damages, but not exceeding three times that amount.

As a practical matter, courts in the United States do not always 
award monetary damages.

20 What criminal remedies exist, if any?
US law provides for criminal sanctions in limited circumstances such as 
those involving counterfeit goods. It is unlikely to be applied in typical 
domain name disputes except in exceptional circumstances. 

21 Is there a time frame within which an action must be 
initiated?

There is no technical statute of limitations or deadline that pertains to 
a usDRP or usRS proceeding.

However, significant delay after learning of the existence of an 
objectionable domain name could undermine the merits of the case in 
that it could make it appear that the matter is not urgent or not impor-
tant to the complainant.

The US Trademark Act does not expressly establish a statute of 
limitations for trademark infringement or cybersquatting. In some 
jurisdictions, US courts may apply existing state statute of limitations 
for corresponding torts, which can vary from state to state. In other 
jurisdictions, courts may look to see if the doctrine of laches should 
be applied, which can be very fact dependent. Because trademark 
infringement is deemed to be a continuing tort, and because it is deemed 
to harm the public, some US courts are reluctant to apply a statute of 
limitations or laches to cut off entirely a plaintiff ’s right to injunctive 
relief although they may preclude or limit the awarding of monetary 
relief as a result of delay. However, some courts and authorities have 
found laches to ban certain relief under appropriate circumstances. 
In addition, a delay in seeking preliminary injunction relief in a court 
action can result in the denial of the preliminary relief on the grounds 
that the delay demonstrates there is no irreparable injury.

22 Can a registrant’s rights in a domain name expire because 
of non-use. Can a registrant be estopped from bringing an 
infringement action? In what circumstances?

There is a difference between trademarks and domain names. 
Trademarks can be abandoned through non-use under some circum-
stances, with three years of non-use being the period of presumptive, 
but rebuttable, abandonment.

There is no similar concept for domain names, which can remain in 
effect for as long as the proper renewal fees are paid.

The principles of estoppel might conceivably apply to bar an action 
with respect to a .us domain name, under some circumstances, if it 
could be shown that the trademark owner was aware of the use for 
an extended period of time and took no action, and the domain name 
registrant expanded its use of the domain in reliance on that inac-
tion. However, it is expected that such circumstances will be rare with 
respect to .us domain names.

23 What is the typical time frame for an infringement action at 
first instance and on appeal?

The usDRP proceeding provides a very rapid procedure for determina-
tion of disputes, sometimes in as little as 45 days, and rarely more than 
six months. The usRS proceeding can be resolved in even less time.

In the United States, the timeline for an infringement action in 
federal court can vary significantly from district court to district court 
and from judge to judge within any particular district court. Most cases 
are settled rather than tried. For this reason, in our opinion, there is no 
reliable ‘typical’ national timeline that may be used to predict the length 
of time for a trademark dispute. Some cases may be terminated within 
weeks sometimes depending on whether the court grants preliminary 
injunctive relief. Other cases may take well over a year for the district 
court to decide, and years more to move through the appeal process.
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24 Is a case law overview available on procedural or substantive 
issues? Does the case law have a precedential value?

In any lawsuit involving an issue of domain-name infringement in the 
United States, the district court responsible for the action will look to 
and sometimes must rely on prior decisions for precedent on how to 
decide the pending action. This depends on the similarity between 
facts and legal issues involved in the precedential decision and the one 
at hand.

25 Can parties choose a panellist in an ADR procedure involving 
a ccTLD? Can they oppose an appointment?

The complainant in a usDRP proceeding has the option of electing 
either a single-member panel or a three-member panel to resolve the 
dispute. If the complainant elects a single-member panel, the respond-
ent has the option of electing a three-member panel. If either party 
requests a three-member panel, the hearing will be held before a three-
member panel.

If neither party requests a three-member panel, the provider shall 
appoint a single panellist from its list of approved panellists.

If either party requests a three-member panel, each party shall 
submit to the provider the names and contact details of three proposed 
candidates from the provider’s approved list of panellists to serve as 
one of the panellists. In making the final selection, the provider shall 
endeavour to appoint one panellist from the list of candidates provided 
by each of the parties if possible. If not possible, the provider shall make 
that appointment from its list of panellists. The third panellist shall be 

appointed by the provider from the list of five candidates submitted by 
the provider to the parties in a manner that reasonably balances the 
preferences of both parties as they may specify to the provider within 
five days of receipt of the five-candidate list.

Panellists should be neutral and independent. A party may chal-
lenge the selection of the panellists, provided that the decision has not 
already been published, by filing a request with the provider stating the 
circumstances and specific reasons for disqualification.

The usRS proceeding is decided by a single-member panel 
appointed by the provider. However, a similar procedure to that 
described above is used in usRS appeal proceedings.

26 What is the typical range of costs associated with an 
infringement action, including pre-litigation procedures, trial 
or ADR, and appeal? Can these costs be recovered?

As noted earlier, it is our opinion that there is no typical timeline for 
a trademark infringement action and, as a result, there is no typical 
range of costs that would be of any predictive value independent of the 
facts of each case.

That said, the costs of litigation in the United States are often 
significant, and even a small or quickly resolved case can cost tens of 
thousands of dollars. Hotly disputed cases involving significant issues 
and rights can cost hundreds of thousands of dollars and may exceed 
US$1 million. Typically, attorneys’ fees, which most often represent the 
bulk of the costs involved, cannot be recovered except in exceptional 
cases. The costs of ADR proceedings are significantly less and cannot 
be recovered. 

© Law Business Research 2017



NOTES

66 Getting the Deal Through – Domains & Domain Names 2017

© Law Business Research 2017



NOTES

www.gettingthedealthrough.com 67

© Law Business Research 2017



NOTES

68 Getting the Deal Through – Domains & Domain Names 2017

© Law Business Research 2017



2017
G

E
T

T
IN

G
 T

H
E

 D
E

A
L T

H
R

O
U

G
H

Also available digitally

Strategic Research Sponsor of the 
ABA Section of International Law

Official Partner of the Latin American 
Corporate Counsel Association

Domains & Domain Names
ISSN 2055-6500

D
om

ains &
 D

om
ain N

am
es

Getting the Deal Through

Online
www.gettingthedealthrough.com

Acquisition Finance
Advertising & Marketing
Agribusiness
Air Transport
Anti-Corruption Regulation
Anti-Money Laundering
Arbitration
Asset Recovery
Automotive
Aviation Finance & Leasing
Banking Regulation
Cartel Regulation
Class Actions
Commercial Contracts
Construction
Copyright
Corporate Governance
Corporate Immigration
Cybersecurity
Data Protection & Privacy
Debt Capital Markets
Dispute Resolution
Distribution & Agency
Domains & Domain Names
Dominance 
e-Commerce
Electricity Regulation
Energy Disputes
Enforcement of Foreign Judgments
Environment & Climate Regulation

Equity Derivatives
Executive Compensation & Employee Benefits
Financial Services Litigation
Fintech
Foreign Investment Review
Franchise
Fund Management
Gas Regulation
Government Investigations
Healthcare Enforcement & Litigation
High-Yield Debt
Initial Public Offerings
Insurance & Reinsurance
Insurance Litigation
Intellectual Property & Antitrust
Investment Treaty Arbitration
Islamic Finance & Markets
Labour & Employment
Legal Privilege & Professional Secrecy
Licensing
Life Sciences
Loans & Secured Financing
Mediation
Merger Control
Mergers & Acquisitions
Mining
Oil Regulation
Outsourcing
Patents
Pensions & Retirement Plans

Pharmaceutical Antitrust
Ports & Terminals
Private Antitrust Litigation
Private Banking & Wealth Management
Private Client
Private Equity
Product Liability
Product Recall
Project Finance
Public-Private Partnerships
Public Procurement
Real Estate
Restructuring & Insolvency
Right of Publicity
Securities Finance
Securities Litigation
Shareholder Activism & Engagement
Ship Finance
Shipbuilding
Shipping
State Aid
Structured Finance & Securitisation
Tax Controversy
Tax on Inbound Investment
Telecoms & Media
Trade & Customs
Trademarks
Transfer Pricing
Vertical Agreements




